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Court of Appeals of the District of Columbia. 


• No. 3854. 

Thomas E. Robertson, as Commissioner of Patents, and R. S. How- 
ard Company, Intervener, Appellants, 

vs. 

United States of America ex Relatione The Baldwin Company. 

a Supreme Court of the District of Columbia. 

In Equity. 

No. 39010. 

United States of America ex Relatione The Baldwin Company 

Plaintiff, ' 

vs. 

Thomas E. Robertson, as Commissioner of Patents, and R S How¬ 
ard Company, Intervener, by Leave of Court, Defendants. 

United States of America, 

District of Columbia , ss: 

Be it remembered, That in the Supreme Court of the District of 
olumbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed- 
ings had, m the above entitled cause, to wit: ^ 

1 Supreme Court of the District of Columbia. 

Equity. No. 39010. 

United States of America ex Relatione The Baldwin Company 

Plaintiff, 

VS. 

Thomas E. Robertson, as Commissioner of Patents, and R S How¬ 
ard Company, Intervener, by Leave of Court, Defendants. 

Amended Bill of Complaint. 

Filed October 13, 1921. 

i j' 0 "'I°V‘ eS ljli ' intiH , T!‘ e Baldwin Company, by leave of Court first 
had and obtained, and files this its amended bill of complaint in the 

1—3854a 
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T. E. ROBERTSON, ETC., VS. U. S. OF A., ETC. 

above cause, and for cause of action respectfully shows unto this 
Honorable Court, and alleges as follows: 

1. Plaintiff, The Baldwin Company, is a corporation of the State 
of Ohio, having its principal place of business at Cincinnati, in said 
State, and brings this suit in its own right and on its own behalf for 
the matters and things hereinafter set forth. 

Defendant, Thomas E. Robertson is Commissioner of Patents and 
is sued herein because of certain acts and things threatened to be 
undertaken and done by him by virtue of the powers of his office and 
in course of the alleged performance of his duties as Commissioner of 
Patents. 

R. S. Howard Company, Intervenor herein by virtue of its own mo¬ 
tion, is named and sued herein as a party defendant because per¬ 
mitted, by ojder of this Honorable Court passed in this cause on 
the 27th day of May, A. D. 1921, to intervene in this cause 

2 with like effect as if named in the original bill as a party de¬ 
fendant. 

2. Plaintiff is owner of a certain Trade Mark Registration for 
Pianos, being numbered 46,993 and dated October 17, 1905, con¬ 
sisting of the word “Howard” printed or impressed in a particular 
and distinctive manner, that is, in old English letters, and is also 
the owner of a certain other Trade Mark Registration for Pianos 
numbered 31,411 and dated March 8, 1898. consisting of the word 
“Howard” accompanied by the initials V. G. P. Co. arranged in a 
monogram,—the word “Howard therein likewise being written or 
impressed in a particular and distinctive manner,—that is, in old 
English letters. Certificates of Registration of each of said trade 
marks were duly issued by the United States Patent Office on the 
several dates above written and plaintiff The Baldwin Company is 
the sole owner both of such certificates of Registration and of each 
of said trade marks so registered. 

3. During the year 1896 predecessors in business of plaintiff The 
Baldwin Company who subsequently became its assignors, in a de¬ 
partment of their manufactory specially set aside for such purpose, 
began the manufacture of high-grade, medium-priced, commercial 
pianos, and on the loth day of December, 1896, in advance of all 
others, one or other of such predecessors and assignors adopted, 
applied and used the name “Howard" written or impressed in a par¬ 
ticular and distinctive manner, to wit, in old English letters as shown 

in said Certificate of Registration as and for a trade mark for such 
pianos. 

Plaintiff and its predecessors and assignors have continuously since 
said loth day of December, 1896, conspicuously marked said trade 
mark “Howard” as so registered upon the fall-board of all 

3 such pianos (the fall-board being the front of the piano or 
that part of the instrument above the key-board whereon is 

usually placed the name by which the instrument is known), and 
stenciled such trade mark as so registered and shown upon the piano 
boxes in which such pianos have been and are sold and shipped both 
in interstate and foreign commerce. 


i 
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T. E. ROBERTSON, ETC., VS. U. S. OF A., ETC. 

The trade mark consisting of the word “Howard” printed or im¬ 
pressed in old English letters as registered in the United States 
ratent Office became at once and has continued ever since to be of 
as identifying pianos so marked to be the product of 
1 he Baldwin Company and of its predecessors, and from said De¬ 
cember lo, 1896, to the present time The Baldwin Company and its 
predecessors in business have continuously used the word “Howard” 
as so printed or impressed and registered as a trade mark in con¬ 
nection with the sale of its pianos, and is still so using the same 
whereby the trade mark “Howard” as so registered has served and 
still serves to indicate the origin and primary ownership of pianos 
manufactured and sold by plaintiff and its predecessors in business 
and to distinguish same from the pianos manufactured or sold by 
any other piano manufacturer or dealer. J 

^ t !\ e ^ ie a( l°ption by plaintiff’s predecessors in busi¬ 

ness of said word “Howard so distinctively printed as a trade mark 
as aforesaid no other person, firm, corporation or association en¬ 
gaged in the business of manufacturing, selling or dealing in pianos 
was using the name “Howard" in any respect as a trade mark, trade 
name or designation for the purpose of distinguishing their pianos 
from those of other manufacturers or dealers, and plaintiff’s 
4 predecessors had the legal right to appropriate and use the 
word “Howard when written or impressed in a particular 
and distinctive manner as aforesaid as a trade mark for pianos; and 
The Baldwin Company as successor in business has the exclusive 
light to u>e the word “Howard’ when written or impressed in a 

particular and distinctive manner—to wit, in old English letters_ 

asjts lawful trade mark for pianos manufactured and sold by it. 

5. Plaintiff and its predecessors in business have invested and 
expended large sums of money for the purpose of introducing to the 
public pianos bearing its trade mark “Howard,” so registered as 
aforesaid, and making the manufacture and sale of pianos so marked 
and identified profitable; and its said trade mark “Howard as regis- 
tered lias been of great benefit and advantage to plaintiff, the trade 
and the public for the purpose of indicating the origin and primary 
ownership of pianos manufactured and sold by the plaintiff and its 
predecessors in business. 

The gross sales of said pianos bearing said trade mark “Howard” 
during the past five years have aggregated more than one million 
dollars annually, and there are now many thousands of “Howard” 
pianos, manufactured by plaintiff or its predecessors in business, in 
use in the Lnited States and in foreign countries, which are and 
always have been marked upon the fall-board and upon the piano 
boxes with the word “Howard” written or impressed in the dis¬ 
tinctive manner aforesaid. Each and everv of such pianos is a 
continuing advertisement of the type “Howard” pianos heretofore 
manufactured and sold by plaintiff’s predecessors in business, and 
now manufactured and sold by plaintiff, and the good-will which 
has been so developed of the business in connection with 
which the trade mark “Howard” for pianos has been and is 
used, is of the value of at least one million dollars. 


5 
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T. E. ROBERTSON, ETC., VS. U. S. OF A., ETC. 

6. In August 1914 proceedings were brought in the United States 
Patent Office by R. S. Howard Company, a corporation of New York, 
located and doing business in New York City, N. Y., and Intervenor 
herein, to obtain cancellation of said certificate of registration No. 
4b,993 dated October 17, 1905, issued to plaintiff The Baldwin 
Company, and at the same time like proceedings also were brought 
in said Patent Office by said R. S. Howard Company against The 
Valley Gem Piano Company in which latter proceeding The Howard 
Piano Company was substituted and The Baldwin Company was 
added as defendant, to cancel Certificate of Registration No. 31411, 
dated March 8th, 1898, in favor of the Valley Gem Piano Company. 

7. V hile such proceedings for cancellation were still pending in 
the Lnited States Patent Office a suit in equity was begun in the 
District Court of the Lnited States for the Southern District of New 
York by The Baldwin Company as plaintiff against the R. S. How¬ 
ard Company, which resulted in a final decree which was duly 
entered in said l nited States District Court for the Southern Dis¬ 
trict of New York in favor of The Baldwin Company, which said 
final decree, together with its appropriate journal caption, is in the 
words and figures following, to wit: 

“At a term of the Lnited States District Court for the Southern 
District of New York held at court rooms thereof, in the Bor¬ 
ough of Manhattan, City of New York, on the ‘23rd day of May, 
1916. ‘ J 

“Present: Honorable Charles M. Hough, Judge. 

“In Equity. 

No. 13-75. 

6 The Baldwin Company, Plaintiff, 

vs. 

R. S. Howard Company, Defendant. 

“This cause came on to be heard at this term, and was argued by 
counsel; and thereupon, upon consideration thereof it was 
“Ordered, adjudged and decreed, as follows, viz: 

“First, That the name “Howard” without prefix or suffix, on 
pianos, or contained in advertisements or otherwise used in con¬ 
nection with pianos, indicates that the pianos bearing or referred to 
by said name, are the product of the plaintiff, The Baldwin Com¬ 
pany, and said name “Howard” distinguishes plaintiff's pianos from 
the pianos of all other manufacturers; and that the plaintiff, The 
Baldwin Company, and its predecessors in business, have been ever 
since December, 1896, and The Baldwin Company now is the true, 
lawful and sole owner of said word “Howard” as a name for its 
pianos, and it alone is entitled to use the said word (simpliciter) 
on pianos, or in advertising matter relating thereto. 




T. E. ROBERTSON, ETC., VS. V. S. OF A., ETC. 5 

Second. That the defendant, R. S. Howard Company, has in- 

Howard P °h "fh V ‘? lated ‘J* ri S h, f of the Pontiff in its said name 
Howard by threatening to use the said word on pianos not the 

Imd^tfi ° f . the .P laintlfr > and by using the same in advertisements 
and otherwise in connection with the sales of its said pianos and 

ty 4ra 8 ^.' d nan,e . on the . back of its P> a nos. P ’ 

lhird That an injunction issue out of and under the seal of 

^ C0lirt restraining and enjoining said defendant, R. S. Howard 

men P an‘d »n 0 hcers ’ a p. nt f> sen ants, clerks, employees and work- 
men, and all persons claiming or holding through or under it or 

in privity with it, and each and every of them, perpetually and 
orever from directly or indirectly making or causing^ be ‘made 

saiifovord “H Slng i° bc , S ° Id °, r olfenn g for sale pianos bearing the 

th„ im< ? n °‘ the product of the P laintiff except with 

the initials “R 8.” or the name “Robert S.” prefixed and the word 

ann^p, any 8 ?} Xed t0 said ' vord “Howard” wherever the said word 
and f °" sai . d . P lanos or boxes or packages containing the same 
and from marking or advertising or describing in anv manner by 

wfiaT'R P s a ”°* T ‘ he Pr ±l‘ ° f j h , e P' ain,iff «ee ri , with the 
Vi fh R ' S a °~ the nan ?, e Robert S - P refixed *0 said «'ord and 
’ ’ - " 0ld Company affixed thereto in as conspicuous and 
prominent a manner as the word “Howard,” and from marking 
advertising or describing pianos manufactured or sold bv it 
with any name or in any manner calculated or liable to con- 

the product of thTpHinti^ ^ ^ ^ ^ pian0S are 

«r.d I di Urth ' Plain ‘'I 1 bavi ng waived its rights to recover any profits 
and damages to which it may be entitled bv reason of the aforesaid 

kS 60 ? Violation of its rights, there will be no accounting 
or dama S es by the defendant. 

tt Fl ” b - That the plaintiff has the right to use the name “The 
Howard Piano Company” as a name for one of the corporations 

d" d •T tr . 0 ed r by and 14 alone is entitled to use the word 
Howard without prefix or suffix in the name of anv company, firm 

manufactures pianos bearing said name; and 

Sh costs endant S Counter ‘ claim be - and ^ hereby is, dismissed 

“Sixth. That the plaintiff recover costs from the defendant 

“C. M. HOUGH, 

D. J" 

and said decree of said United States District Court for the Southern 

appeal duly prayed for and allowed to the 
L nited States Circuit Court of Appeals for the Second Circuit after 
full hearing was in all things affirmed, and thereafter The Baldwin 
Company dulv filed in the L nited States Patent Office a full and 
complete certified copy of the transcript of the record in said United 
States District and Circuit Court of Appeals with the result that the 
Examiner of Interferences first, and later, on appeal to the Com- 

°Ti Pa D ’ he J d and declared ‘hat ‘he adjudication be¬ 
tween said The Baldwin Company and said the R. S. Howard Com- 
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pany as evidenced in and by said decree of the United States Dis¬ 
trict Court for the Southern District of New York, duly affirmed as 
it was by the United States Circuit Court of Appeals for the Second 
Circuit, constituted a bar to anv favorable action bv them or either 

i • 

of them upon the pending applications by the R. S. Howard Com¬ 
pany for cancellation of said Certificates of Registration Nos. 

8 46,993 of October 17, 1905, and 31,411 of March 8, 1898, 
respectively, and therefore said the Commissioner of Patents 

ordered said pending applications and each of them so filed as afore¬ 
said by said R. S. Howard Company for the cancellation of said 
registered trade-marks to be dismissed. 

8. From such decisions of the Commissioner of Patents appeals 
were duly prayed by the R. S. Howard Company and allowed to the 
Court of Appeals of the District of Columbia, and said appeals and 
the causes to which they appertained were heard together before and 
by the said Court of Appeals of the District of Columbia, which 
Court, disregarding the several findings, opinions, conclusions and 
final decrees of said United States District Court for the Southern 
District of New York and of the United States Circuit Court of 
Appeals for the Second Circuit, as the same were in proper manner 
and method made known to it, and utterly failing and refusing to give 
full faith and credit thereto as it should have done and as it was and 
is required to do by the terms of Article IV, Section 1, of the Con¬ 
stitution of the United States, and notwithstanding that it ex¬ 
pressly found as matter of fact that the plaintiff herein, The 
Baldwin Company, was the first to make a trade-mark use of the 
word “Howard,” which fact however it erroneously stated to be “of 

4 / 

no importance,” said Court of Appeals concluded and held contrary 
to the actual facts and as plaintiff is informed and believes also 
contrary to the law and right of the matter, that the registration by 
The Baldwin Company and its predecessors in interest of said trade¬ 
marks involved and constituted a registration of a competitor's 
(corporate) name, although the true corporate name of the 

9 supposititious competitor was and is the R. S. Howard Com¬ 
pany,—not “Howard” and, therefore, further held that said 

registrations had been “Sought and secured in direct violation of 
the express terms of the Statute,”—to wit, Section 5 of the Trade- 
Mark Act of February 20th, 1905, as amended March 2, 1907, 
which, among other things, forbids the registration of a “mark which 
consists merely in the name of an individual, firm, corporation or 
association, not written, printed, impressed or woven in some 
particular or distinctive manner or in association with a portrait of 
the individual,” and thereupon declaring the decision of the Com¬ 
missioner of Patents to be reversed, directed the Clerk of said Court 
of Appeals of the District of Columbia “to certify these proceedings 
as by law required.” 

9. To review such conclusions and action of said Court of Appeals 
of the District of Columbia, The Baldwin Company duly filed its 
appeals to the Supreme Court of the United States and also prayed 
allowance of writs of certiorari to be addressed to said Court of 
Appeals of the District of Columbia, but by an opinion and judgment 
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announced and entered on the 11th dav of Anril iqoi a 

s»« *.*?»«««. 8?s 

Of jurisdiction and denied plaintiff’s petition for write? certiorari 

mLi^a stated ' n lts ®P lnion that Section 13 of the Trade- 

k ark A f l \* f Fe ^ rua /y, 2 °. 190 °. as amended, does not authorize the 
Court of Appeals of the District of Columbia to enter final judg¬ 
ments in cases of such sort which might come before it on appeal 
from decisions of the Commissioner of Patents; but only authorizes 

111 p ,he r ? tl ! rn b >' Court of Appeals of a certificate to the 
10 Commissioner of Patents, to be there entered of record to 
govern further proceedings in the case,” 

but said Supreme Court of the United States in its said opinion (The 
SlSfloTW* R - S - HowarS Company 

r 113 s - T - 1920 ’ decid * d A P ril n > 192 1; 
\ol. 41, (-No. 14) Sup. Court Reporter, 405) further said that 

e A *kins \. Moore, 212 U. S. 285, application for registration 
of a trademark was refused by the Examiner, which action was 
approved bv the Commissioner and affirmed on appeal by the Court of 

allowed 3 P'T'h ° f Co j urnbia ’ an a PPeal and writ of error were 
allow ed, both of which were dismissed m this court. The previous de¬ 
cisions of this court were reviewed by Chief Justice Fuller speaking 

for the court, and in concluding the opinion lie said • ° 

nnd nf ,nl ght 0f -« he Various detai J s ° f the Ac ‘ of February 20, 1905, 
and of the specific provisions of Section 9, we were of opinion 

(Gaines v. knecht 212 U. S. 561) that proceedings under the ac 
were governed by the same rules of practice and procedure as in the 
instance of patents, and the writ of error was accordingly dismissed 
The same result must follow in the present case ' 

T nder Section 4914 of the Revised Statutes no opinion or de- 
CIHOII of the Court of Appeals on appeal from the Commissioner 
precludes any person interested from the right to contest the validity 
of such patent in any court wherein the same mav be called in 
question , and by Section 4915 a remedy by bill in equity is given 
where a patent is refused, and we regard these provisions as applica- 

1905” ,rade ' n]ark cases under Section 9 of the act of February 20, 

further and finally declaring that the principle so announced “con- 
trols this case. 

10. Plaintiff avers that by reason of the issuance of a permanent 
injunction by the lmted States District Court for the Southern 
11 District of New York, affirmed as it was by the decision of 

11 ™e Lmted States Circuit Court, of Appeals for the Second 

Circuit, both being courts of competent jurisdiction and hav¬ 
ing jurisdiction both over the subject matter and of the respective 
parties which restrained the intervening defendant herein “the R. 

jJu c °mp a ny” from making or selling pianos bearing the 
\\ord Howard, without prefix or suffix, said “the R. S'. Howard 
Company is not damaged and cannot be damaged within mean- 
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ing of Section 13 of said Trade-Mark Act of February 20, 1905 by 
the continued registration of the word “Howard” printed or im¬ 
pressed in a distinct and particular manner as shown in the draw¬ 
ings accompanying and forming part of the applications for 
registration subsequently allowed as registrations numbered 46,993 
dated October 17, 1905, and 31,411, dated March 8, 1898 above 
referred to and therefore it is without status or standing to justify 
or support any application by it to the Commissioner of Patents to 
cancel the registrations in question. 

11. Plaintiff, The Baldwin Company, has applied for and obtained 
registration of the trade-mark “Howard” above described for use in 
connection with its pianos in a number of foreign countries, such 
applications and registrations being based on certified copies of said 
trade-mark No. 46,993, dated October 17, 1905, as registered in the 
United States Patent Office. In some of such foreign countries title 
to trade-marks is derived from and based upon registration alone, 
and the cancellation in the United States Patent Office of the base 
trade-mark constitutes ground for the cancellation of the same 
mark in certain of such foreign countries, so that the foreign business 
of The Baldwin Company which has been built up at con- 

12 siderable expense and is largely based upon registrations of 
said trade-mark as above described would be seriously 

threatened and greatly and irreparably injured by the cancellation 
of either or both of said trade-marks in the United States Patent 
Office. The R. S. Howard Company could not legitimately derive 
a direct benefit from the cancellation of either or both of said 
registered trade-marks should same be cancelled, as the Commis¬ 
sioner of Patents avers he is about to do, inasmuch as said Company 
cannot use or register the trade-mark for pianos, but citizens of 
foreign countries in which The Baldwin Company has secured 
registrations on the basis of the existing registrations in the Patent 
Office of the United States, if such registrations of marks were 
cancelled, would be enabled thereby to register the name “Howard” 
however written or impressed at the instigation and behest of the 
R. S. Howard Company, and said R. S. Howard Company would 
thereby be enabled to reap and would reap much of the benefits of 
the business which plaintiff. The Baldwin Company, has built up 
at much expense in such foreign countries; 

Wherefore plaintiff avers that it has acquired and is possessed of 
a vested propertv interest and right in the continued maintenance 
of record in the United States Patent Office of the above registered 
trade-marks hereinbefore particularly described and that the can¬ 
cellation of such registered trade-marks by said defendant the Com¬ 
missioner of Patents would greatly impede and embarrass the plain¬ 
tiff in the continued prosecution of its buisness of manufacturing 
and selling, both in the United States and in the foreign countries 
above referred to, pianos of the type, class and style herein- 

13 before particularly described and bearing the registered trade¬ 
mark “Howard” printed or impressed on the fall-board and 

on the box in a distinctive manner, namely, in Old English letters; 
that under the circumstances and conditions narrated, the defend- 
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ant Commissioner of Patents is without true and lawful authority and 
power to cancel said above described trade-marks because the can¬ 
cellation thereof under the circumstances hereinbefore narrated and 
set forth would constitute a deprivation of the plaintiff’s property 
due P r °cess of law contrary to the provisions and pro¬ 
hibition of the Fifth Article of Amendment to the Constitution of 
the United States. 

12. Plaintiff is informed and believes and here avers that by Sec¬ 
tion 4915 of the Revised Statutes of the United States as construed 
and directed to be applied by the Supreme Court of the United States 
remedy by bill in equity is provided and afforded to all who in like 
circumstances with plaintiff here desire to avail themselves thereof 
and plaintiff furthers avers that such remedy so given and so ap¬ 
plicable in the present instance and case would prove futile and con¬ 
stitute no remedy at all if pending the disposition of these proceed- 
mgs on their merits the defendant, the Commissioner of Patents 
should proceed or be permitted to proceed to cancel the registrations 
of trade-marks above specified as he now threatens to do and unless 
lestrained b\ this Honorable Court will do, to the great and irrepa¬ 
rable injury and damage of plaintiff. 

^ herefore, inasmuch as plaintiff is without remedy otherwise than 
in such proceedings in equity as are now here pending, such 
14 proceedings being instituted under and in accordance with 
.th 0 provisions of said Section 4915 of the Revised Statutes of 
the L nited States, and inasmuch as plaintiff has heretofore exhausted 
all other remedies under the existing statutes of the United States 
and the rules and regulations and practice of the Patent Office in 
such cases made and provided, plaintiff, The Baldwin Company re¬ 
spectfully and humbly prays: ’ 

1. That pending the final disposition of this cause, and after full 
hearing, then permanently, said defendant Thomas E. Robertson, 
both individually and as Commissioner of Patents, be restrained and 
enjoined from cancelling and purporting to cancel on and erasing 
and purporting to erase from the records of the United States Patent 
Office the notations heretofore at any time made thereon evidencing 
or tending to evidence the registration in pursuance of the law of the 
Trade-Marks in the above bill of complaint particularly described 
and averred to have been duly registered in said United" States Pat¬ 
ent Office, said Trade-Marks being conveniently identified as follows 
to wit: 

( fl ) Trade-Mark Registration for Pianos, consisting of the word 
‘Howard” accompanied by the initials V. G. P. Co. arranged in a 
monogram,—the word “Howard” therein being also printed or im¬ 
pressed in a particular and distinctive manner,—that is in Old Eng¬ 
lish letters, such Registration being numbered 31411 and bearinsr 
date March 8, 1898; ' 6 

(b) Trade-Mark Registration for Pianos consisting of the word 
“Howard” printed or impressed in a particular and distinctive man- 
ner ’—that is, in Old English letters, such Registration being num¬ 
bered 46993, and bearing date October 17, 1905. 

2—3854a 
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2. That upon full consideration of the facts and circum- 

15 stances disclosed by the pleading and the proofs heretofore 
and which may hereafter be submitted, this Honorable Court 

will determine and declare that the R. S. Howard Company, Inter- 
venor in the above entitled cause, is without any such right to or in¬ 
terest in the use as a trade-mark in connection with pianos of the 
word “Howard,’' standing alone, without prefix or suffix, as is or can 
or may be damaged by the continued maintenance of record in the 
United States Patent Office of either one or both of the registered 
Trade-Marks next above described. 

3. That pending the final disposition of this cause upon its merits 
and thereafter permanently said Intervenor, R. S. Howard Company, 
its officers, agents, attorneys, servants and employees, and its succes¬ 
sors and assigns, be restrained and enjoined from bringing, main¬ 
taining or further prosecuting in the United States Patent Office or 
before the Examiner of Interferences or the Commissioner of Pat¬ 
ents any application, petition or proceedings whatever for the can¬ 
cellation of the Certificates of Registration of the Registered Trade- 
Marks next above particularly described. 

4. That this Honorable Court will accord and grant unto plaintiff 
such other and further relief as it may deem appropriate and in ac¬ 
cord with law and the very right of the matter. 

THE BALDWIN COMPANY, 
By THOMSON DE SERISY, 

JOHN E. CROSS, ‘ Secretary. 

McKENNEY & FLANNERY, 

Attorneys for Plaintiff, The Baldwin Company. 

16 District of Columbia, ss: 

I, Thomson De Serisv, being first duly sworn, depose and say that 
I am the Secretary of The Baldwin Company, the Corporation named 
as plaintiff in the foregoing and annexed Bill of Complaint; that I 
have read said Bill of Complaint and have signed and do here verify 
the same as Secretary of said The Baldwin Company; that I well 
know the statements of fact contained in said bill of complaint and 
verily believe the facts stated therein to be true. 

THOMSON DE SERISY. 


Subscribed and sworn to before me this 13th dav of October, A. D. 
1921. 


MORGAN H. BEACH, 

Clerk of the Supreme Court of 

the District of Columbia, 
By W. E. WILLIAMS, 

Assistant Clerk. 


Memoranda. 

May 27, 1921.—Petition of R. S. Howard Company to intervene 
as a defendant granted and answer of R. S. Howard Company to the 
bill filed and served on the plaintiff. 
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Rule to Show Cause. 

Filed May 17, 1921. 


tifW? re . adin S t,le 'erified Bill of Complaint filed in the above en- 
t ed suit, and other good cause shown, it is this 17th day of May 

r I T t rC c. t lal t le defendant in this case be and appear in this 
Court at the Court-room thereof, in the City of Washington District 
of Columbia, on the 20th day of May, 1921, at 10 A. M. then and 
there to show cause, if any he can, why a writ of injunction should 
not issue in this case enjoining and restraining said defendant from 
cancellmg certificate of registration No. 46993 dated October 17 

!,n?il'iK d f c f- r , tlficate , ° f r /» stration No. 31411 dated March 8, 1898’ 
ntil the further order of the Court pursuant to the determination of 
the cause of action set up in the Bill of Complaint herein 

. , 1 nd D °n th . e order to show cause plaintiff may use, read and refer 
to the Bill of Complaint in this case, copy of said Bill of Complaint 
having been served upon the defendant on the 7th day of Mav 1921 

nn p ld ft 0 C /°n J’ f th , ls . order ls served on the defendant in this case 
at least two (2) days before the 20th day of May, 1921. 


WILLIAM HITZ, 

Justice. 
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Answer of Comnissioner of Patents. 
Filed May 20, 1921. 


^ColumWa^^ 6 the JudgGS ° f the Su P reme Court of the District of 

1. Defendant answering the Bill of Complaint as far as he has anv 
concern in the matters of the bill, admits the allegations of para- 

2 \ D o ef r idan ‘ adnllts that t,lc trade-marks referred to in para¬ 
graph 2 have been registered in the U. S. Patent Office, but ha P s no 
knowledge as to the ownership of said marks. 

paragraphs haS “° knowled g e as to the allegations of 

ntL Def ?fr- adnlits tha ‘ proceedings were brought in the Patent 
Ofnce as stated in paragraph 6. 

r J- Defendant admits that the Examiner of Interferences and the 
Commissioner of Patents made the rulings specified in paragraph 7. 
_ , D f efanda °' admits that appeal was taken to the Court of Ap- 

nffli °p t iC Distnct of Columbia, which court reversed the decision 
of the Commission of Patents (48 App. D. C.. 437). 

?i 1 ib D ^ f , ndant admits the allegations of paragraphs 9 and 10 

in paragraphs Tl a a nd 12. "° knowIed « e of the "'legations set forth 

And further answering Defendant states that he is bound by the 
decision of the Court of Appeals of the District of Columbia re- 
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ferred to in paragraph 8 of the bill and reported in 4S App. D. C., 
437, and therefore prays— 

(1) That the petition for a decree that the Defendant be 

19 enjoined and restrained from canceling said registrations or 
either of them be denied, and 

(2) That he be dismissed with his costs and expenses in the 
proceedings. 

THOMAS E. ROBERTSON, 
Commissioner of Patents, Defendant. 

THEODORE A. HOSTETLER, 

Attorney. 

Washington, 

District of Columbia, ss: 

I, Thomas E. Robertson, depose and say that I have read the 
annexed answer by me subscribed and know the contents thereof; 
and that the statements of facts therein made as upon personal 
knowledge are true, and those made upon information and belief 
I believe to be true. 

THOMAS E. ROBERTSON. 

Subscribed and sworn to before me this 20th dav of Mav, 1921. 
[seal.] R. J/ STRONG, 

Xotary Public, D. C. 

20 Answer of R. S. Howard Company to the Amended 

Complaint. 

Filed October 13, 1921. 

R, S. Howard Company, for its answer to the amended bill of 
complaint herein, shows and alleges to this Honorable Court: 

1. Said R. S. Howard Company admits that plaintiff, The Bald¬ 
win Company, is a corporation of the State of Ohio, admits that 
defendant, 1 homas E. Robertson, is Commissioner of Patents, ad¬ 
mits that said R. S. Howard Company, a New York corporation, has 
intervened by leave of Court as a party defendant with like effect as 
if named in the original bill as a party defendant. 

2. Said R. S. Howard Company admits that the marks referred 
to in paragraph marked “2” of the amended bill of complaint have 
been registered in the United States Patent Office, but denies that in 
either of said marks the name or word “Howard” is written, printed 
or impressed in a particular or distinctive manner, and denies, upon 
information and belief, that the plaintiff is the owner thereof or 
entitled to have said marks registered as trade-marks for pianos. 

3. Said R. S. Howard Company does not know, and is without 
knowledge or information sufficient to form a belief as to the truth 
or otherwise, of the allegations contained in paragraph marked “3’* 
of the amended bill of complaint, except that said R. S. Howard 
Company denies, upon information and belief, that said The Bald- 
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win Company, or any of its predecessors or assignors in business, 
did, in advance of all others, adopt, apply or use the name “Howard” 
as a mark for pianos; denies, upon information and belief, that 
said 1 he Baldwin Company, or any of its predecessors or 
-i assignors business, have continuously used since December 
. v. l0 ’ , j > ”'° Trade-Marks shown in said registrations sought 
to be canceled, or either of them, as or for a trade-mark for pianos 
and also denies, upon information and belief, that the name or word 
Howard, in any form of lettering has served, at any time, to indi¬ 
cate the origin or ownership of pianos as those manufactured or sold 
y said Ihe Baldwin Company, or any of its predecessors or assignors 
in business or has served to distinguish pianos manufactured or sold 
by said 1 he Baldwin Company, or any of its predecessors or as¬ 
signors, from those made or sold by other piano manufacturers and 
dealers; but on the contrary said R. S. Howard Company alleges, 
upon information and belief, that Robert S. Howard, the predecelor 
VL b 0 “ of said R. S. Howard Company, beginning in the year 
188e) and continuously for seven or eight years thereafter, sold many 
undreds of pianos marked on their fall-boards variously (some one 
way, some another) “Howard,” “R. S. Howard & Co.,” and “Howard 
<v Co., which pianos were manufactured by the New England Piano 
Company, of Boston, Massachusetts, of an improved grade, character, 
scale size and finish suggested and indicated by said Robert S 
toward, and that said pianos were generally and commonly known, 
described and spoken of in the retail trade by the users and the 
general public as Howard” pianos, and that said pianos were sold 
by the said Robert S. Howard during said period in many of the 
principal cities of the United States, including Charleston, S. C.; 
Atlanta, Ga.; Detroit, Mich.; St. Louis, Mo.; Burlington, Iowa; 

incoln, Neb.; Salt Lake City, Ltah; San Francisco, Calif.; Los 
Angeles, Calif.; I ortland, Oregon; and in said cancellation pro- 
cccdmgs about thirty five witnesses (including retail dealers 
who bought said pianos, the manufacturer, superintendent 

4 4 -c j a ?i ' vo . rkm f n , of Ibe factory where said pianos were made) 
testified that they had sold, or handled, or had been familiar with 
pianos marked with “Howard,” or “R. S. Howard & Co,” “Howard 

f whl i C L bad been sold or dealt in b y Robert S. Howard prior 
to the year 1896. F 

4. Said R. S. Howard Company, upon information and belief 

denies each and every allegation contained in paragraph marked “4” 
of the amended bill of complaint. ^ 

5. Said R. S. Howard Company does not know, and is without 
knowledge or information sufficient to form a belief as to the truth 
or otherwise, of the allegations contained in paragraph marked “5”’ 
of the amended bill of complaint, except that said R. S. Howard 
Company upon information and belief, denies that plaintiff, or any 
ot its piedecessors or assignors in business, are now marking or ever 
have marked pianos, or the boxes in which they have shipped pianos 
with the name or word “Howard” written, printed or impressed in 
a distinctive or particular manner. 
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6. Said R. S. Howard Company admits the allegations contained 
in paragraph marked “6” of the amended bill of complaint, and 
alleges that it is the same R. S. Howard Company which brought 
said cancellation proceedings, as alleged in said paragraph marked 
“ 6 .” 

Said R. S. Howard Company further alleges that the grounds 
for cancellation set forth in said applications to cancel were in sub¬ 
stance as follows: 

As to Trade-Mark Registration No. 31,411, that: 

(1) Registrant or its predecessors in business were not the first 
to adopt and use the name “Howard” as a trade name and mark for 

pianos, but that applicant's predecessor in business, Robert S. 

23 Howard, was the first to adopt and use the name “Howard” 
as a trade name and mark for pianos, and that applicant and 

its said predecessor in business have continuously used the name 
“Howard” as a trade name and mark for pianos since such first adop¬ 
tion and use, which was long prior to the time when registrant claims 
to have first adopted and used said mark. 

(2) Registrant, prior to its application to register same, had 
never used the mark in commerce between the United States and 
foreign nations or Indian tribes. 

(3) Registrant had never used the mark prior to its application 
to register same, or at any time. 

(4) The principal feature of the mark is the word “Howard”, 
an individual or proper name, a common surname, and also a com¬ 
mon geographical term, which was not registrable under the Trade- 
Mark Act in force at the date of its registration. 

(5) That the name “Howard” is the predominating and domi¬ 
nant feature of applicant’s corporate name, and registrant or its 
successors in business had never made use of the name “Howard” as 
a trade-mark for pianos prior to the date of applicant’s incorporation. 

R. S. Howard Company also applied to cancel registration No. 
31411, on the grounds that: 

(a) The mark is not used by the registrant or its successors in 
business. 

(b) The mark has been abandoned by registrant and its succes¬ 
sors in business. 

24 As to Trade-Mark Registration No. 46,993, that: 

(1) Registrant or its predecessors in business were not the 
first to adopt and use the name “Howard” as a trade name or mark 
for pianos, but that applicant’s predecessor in business was the first 
to adopt and use the name “Howard” as a trade name and mark for 
pianos, and applicant and its predecessor in business have continu¬ 
ously used the name “Howard” as a trade name and mark for pianos 
since such first adoption and use, which was long prior to the time 
when registrant or its predecessor in business claims to have first 
adopted and used said mark. 

(2) The mark consists merely in the name of an individual, 
a common surname, not written, printed, impressed or woven in 
some particular or distinctive manner, or in association with the por¬ 
trait of the individual, is also a geograhpical term, and not regis- 
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trable under the Trade-Mark Act in force at the date of its registra- 

(3) The statement and declaration forming a part of thp nn 
plication to register the mark was false, in that . P G 

‘ T ; ie n J a . r ^ not been continuously used in the busing nf 

egistrant and its predecessor since December, 1896. 

trnnt nan J e “Howard” was never at any time u«ed bv re<ds 

—Csts %ssz “r-—• 

Volio^r n d* " A ‘ tliat its name was formerly said 

1912^0 Thp G Hn Pian £. Com P an y whose name had been changed in 
to lhe Howard Piano Company «aid Tho 

The °r d anSWere 1 ( J in said canc ellation proceeding the^aid 

Company alleging that «?aid The VnlW r Pm p' n ^°" ar( ^ P lano 
first to adopt U use laid^egSered Sari?" aS th J 
first adopted and used same about December 15 1896 ^nrl' 8 / 10 ^’ ° n< ^ 
tmuousiy used same since about December 15,’ 896 he s “id The 

,T h * V f'f»no Company."^' ” ' “ ™" 


^c2^SM" ,,d 1 the ^■^alionfs^h, to 

such mi interest intR H °- f d Conl I ,arl .v bad failed to show 
entitled it toTe $ 

ing'The question ^ damage and'‘injury^ “r's' 8 U^' 
p.»y, fin., ta™, tad g.,.„ g:^f In S ,J“:i C S 
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on appeal to the Commissioner of Patents, and on appeal by the 
Court of Appeals of the District of Columbia, the said Court of Ap¬ 
peals of the District of Columbia deciding and adjudging that both 
said Trade-Mark registrations be canceled by decisions made, entered 
and filed on or about March 3, 1919, and officially reported in Re¬ 
ports of the Court of Appeals of the District of Columbia, Volume 
48, page 437. 

7. Said R. S. Howard Company admits that a suit was brought 
against it as alleged in paragraph* marked “7” of the amended bill 
of complaint, in which a decree was entered (expressly on the 
ground of unfair trade competition) restraining the R. S. Howard 
Company from making or selling pianos bearing the word “Howard” 
alone, without prefix or suffix, hut said R. 8. Howard Company 
alleges that said Courts affirmatively decreed that said R. S. Howard 
Company could use, and was entitled to use, the name “Howard” as 

a mark for pianos with the initials “R. S.,” or the name “Rob- 
27 ert S.” prefixed, and the word “Company” or “Co.” affixed, 
and denies that the Examiner of Interferences or the Com¬ 
missioner of Patents held that said adjudication or decree was a bar 
to the claim of R. 8. Howard Company to cancel said registrations. 
Said R. S. Howard Company admits that copies of the pleadings, the 
decree, writ and opinions iii said suit in said Federal Courts in New 
York, certified by the Clerks of said Courts, were filed in and made a 
part of the record in said cancellation proceedings. 

8. Said R. S. Howard Company admits that it duly prosecuted 
appeals from said decisions of the Commissioner of Patents to the 
Court of Appeals of the District of Columbia, which appeals were 
duly allowed, and said appeals and said causes to which same ap¬ 
pertained were heard together before and by said Court of Appeals 
of the District of Columbia, which Court, after due consideration, 
reversed said decisions of the Commissioner of Patents in both cases, 
and affirmatively adjudged that both said trade-mark registrations 
should be canceled. 

9. Said R. S. Howard Company denies each and every allegation 
contained in paragraph marked “9” of the amended bill of com¬ 
plaint, except that said R. S. Howard Company admits and alleges 
that, in both of said causes, plaintiff appealed to the Supreme Court 
of the United States to review and reverse said decisions and adjudi¬ 
cations of the Court of Appeals of the District of Columbia, and also 
prayed the issuance of a writ of certiorari hv the Supreme Court of 
the United States addressed to said Court of Appeals of the District 

of Columbia to the end that the Supreme Court of the United 
2S States would review and reverse said decisions of the Court of 
Appeals of the District of Columbia in both causes; and that 
by an opinion and judgment announced and entered on the 11th 
day of April, 1921, the Supreme Court of the United States dis¬ 
missed both said appeals and denied both said petitions for a writ 
of certiorari, as appears from the opinion of the Supreme Court of 
the United States reported in Volume 41 of the Supreme Court Re¬ 
porter, at pp. 405-7, and the R. S'. Howard Companv further al¬ 
leges that thereafter, and on or about the 16th day of May, 1921, 



T. E. ROBERTSON, ETC., VS. U. S. OP A., ETC. 17 

and pursuant to the decision, adjudication and order of the Court 
of Appeals of the District of Columbia, the Clerk of the Court of 
Appeals of the District of Columbia duly certified the decision and 
adjudication of the Court of Appeals of the District of Columbia in 
both said Trade-Mark registration cancellation proceedings to the 
Honorable Commissioner of Patents and said certification was dulv 

7c iy e j to . t *’ e Honorable Commissioner of Patents on or about the 
Jbth day of May, 1921. 

10. Said R. S. Howard Company denies the allegation contained 
in paragraph “10” of the amended bill, to the effect that said R. S. 
1 toward Company has no interest within the meaning of Section 13 
of the Trade-Mark Act of February 20, 1905, in the name “How¬ 
ard as a mark for pianos, but on the contrary alleges that it has a 
substantial, material and valuable interest in the name “Howard’ 1 with 
the prefix “R. S.” and the suffix “Co” as a mark for pianos, and 
is damaged and injured bv said Trade-Mark registrations No. 46,993 
and Ao. 31,411, and further alleges that it has been finally and 
affirmatively determined and adjudicated by the Court of 
-9 Appeals of the District of Columbia that said R. S. Howard 
Company has a substantial, material and valuable interest 
within the meaning of Section 13 of the Trade-Mark Act of Feb- 
ruary 20, 1905, in said name as a mark for pianos, and that said 

v ooo ard fxT mP oT}7f dan i a ? ed and in i ured by said registrations 
Ao. 46,993 and Ao. 31,411, and that said determination and adjudica¬ 
tion is res ad judicata, a bar and an estoppel as to said The Baldwin 
Company as to any further or different determination and adjudica- 
tion, and that said r l he Baldwin Company is estopped from further 
litigating, asserting or alleging anything to the contrary of said de¬ 
terminations and adjudications. 

Said R. S. Howard Company files herewith, and as a part hereof 
a true and complete copy of the record and proceedings had in the 
Court of Appeals of the District of Columbia respecting the cancella¬ 
tion of said Trade-Mark registrations No. 46,993 and No. 31411 
together with a copy of the decision and adjudication of the’said 
ourt i expecting the same, as said record and proceedings were certi¬ 
fied by the Clerk of said Court of Appeals of the District of Columbia 
to the Supreme Court of the United States; and prays that the same 
be made and taken as a part of this answer as if set out in full herein 
and same is annexed hereto and marked “Exhibit A” (in three 
Volumes, pages numbered 1 to 2661). 

11. Said R. S. Howard Company admits that said The Baldwin 
Company has registered the name “Howard” as a mark for pianos 
in a number of foreign countries based on certified copies of said 
trade-mark registration No. 46,993, and alleges, upon in- 
30 formation and belief, that said The Baldwin Company has 
registered said name “Howard,” as aforesaid, in several of 
the foreign countries in which said R. S. Howard Company is now 
and for a number of years has been doing an extensive business, and 
that in many ca*es said registrations in said foreign countries where 
said R. S. Howard Company is now and for a long period of years 
has been doing business, have been based upon said Trade-Mark 

3—3854a 
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registration No. 46,993, and that said foreign registrations could 
not have been obtained except upon submitting, as a part of the ap¬ 
plication to register, certified copies of the said registration now of 
record in the United States Patent Office. Upon information and 
belief, said R. S. Howard Company further alleges that the effect 
of registration of the name “Howard” as a mark for pianos in several 
of said foreign countries in which it has for a number of years, 
and still is, doing business will prevent it from selling pianos of its 
manufacture bearing the name “R. S. Howard Co./’ because in said 
countries “R. S. Howard Co.” will be adjudged to be similar to and 
an infringement of “Howard;” that what mav be considered a 
“similar” marking in said foreign countries is quite indefinable and 
undeterminable, but that any mark bearing any dominant features 
of a registered mark would probably be adjudged “similar,” and 
that “R. S. Howard Co.” would be adjudged an infringement of the 
mark “Howard;” that the penalties for infringement of a registered 
Trade-Mark in several of said foreign countries in which said The 
Baldwin Companv has registered the name “Howard,” as aforesaid, 
and in which said R. S. Howard Company is now and has been 
doing an extensive business for a long period of years, are criminal, 
subjecting the dealer and seller to imprisonment and fine and 
31 the stock^of pianos to confiscation; that the official standing 
which a registered Trade-Mark in said foreign countries 
gives, results in great injury and damage to a concern using any 
similar business name or mark for its goods, with the practical cer¬ 
tainty of a ruined trade and business in said foreign countires. 

Said R. S’. Howard Company further denies that said The Baldwin 
Company would be, or could be, injured or damaged by the can¬ 
cellation of said foreign trade-mark registrations, and further al¬ 
leges that said The Baldwin Company was never legally entitled to 

obtain said foreign registrations. . 

Said R. S. Howard Company further alleges, upon information 
and belief as to Trade-Mark registration No. 31,411, that the reg¬ 
istrant, said The Valley Gem Piano Company, was not entitled to 
the use of the mark or to register the mark at the date of its applica¬ 
tion for registration, in that: 

(1) Registrant (or its predecessor in business) was not the first 
to adopt and use the name “Howard” as a name and mark for pianos. 

(2) Registrant had never made statutory use of the mark reg¬ 
istered prior to its application to register the same, and that prior to 
its application to register the same had never used the mark in com¬ 
merce between the United States and foreign nations or Indian tribes. 

(3) Registrant had never used the mark prior to its application to 

register the same, or at any time. 

(4) One of the principal features of the mark is the name 

32 “Howard,” a common surname, and also a common geograph¬ 
ical term, which was not registrable under the Trade-Mark 
Act in force at the date of its registration. 

(5) The name “Howard” is the predominating and dominant 
feature of a corporate name. R. S. Howard Company, and registrant 
or its successors in business had never made use of the name “How- 
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£*dR*l. 10 th ' lh ' «f 

(6) The mark registered is not used by the registrant or its suc¬ 
cessors in business and has not been so used since 1912, but said reg- 

ness ki 1912 abandoned bv registrant and its successors in bust 

,Jl d *- . S ,' if°", ard Company denies, upon information and be- 

i kht- oVri'sh? 1 ^ a e i’ 0< ; ni 1 lano Company had any Trade-Mark 
lghL, or rights of any kind, to the name “Howard” or to the mark 

shown m said Trade-Mark registration No. .31411, which it did or 

«aid d R s nS H r ’ 0S !i \ R r ° r C0nV 7 k ; sald The Baldwin Company, and 

behef R that^f nn , COn T any fllrtl ' er alle « es - u P° n ^formation and 
1,,‘fC * h , a ‘ ” anv transfer, assignment or conveyance was made or 

ttempted to be made, it was an assignment and transfer “in gross ” 

andbelief S „» ^°T ard i C ^ m, ? any further alle « es > u P<>n information 
and belief, as to Trade-Mark registration No. 46993, that the reg¬ 
istrant was not entitled to the use of the mark, or to register the 
ma /X’ 0 t the date of its application for registration thereof', in that: 

( ) Registrant (or its predecessor in business) was not the fir«t 
to adopt and use the name “Howard” as a name or mark for pianos. 

qo - S e '.nark registered consists merely in the name of 

an individual, a common surname, not written, printed im- 

_ • P les ? ed or wo , ven , some particular or distinctive manner, 
or in association with the portrait of the individual, is also a geo¬ 
graphical term, and not registrable under the Trade-Mark Act in 
force at the date of its registration. 

sJ.p- p ' ie ^jstration was obtained by fraud upon the United 
nffid P f ' - 0 lce becaus ? Cic statement, declaration and affidavit 
false in timt lnR 8 Part ° f the a PP lication to register said mark, were 

(a) The mark had not been continuously used in the business of 
re f fTr, 8nd ltS a esed Predecessor in title since December 1896. 

. »i / . registrant had never made statutory use of the mark prior 
to tiie date of its application for registration thereof. 

• . , b ? narr| e Howard ’ was never at any time used by reg¬ 

istrant or its predecessors in business, printed or impressed in a par¬ 
ticular, distinctive or peculiar manner. 

(41 The name “Howard is the predominating and dominant fea¬ 
ture of the corporate name of said R. S. Howard Company, and reg- 
lstiant or its predecessors in business had never made use of the name 

Howard as a Trade-Mark for pianos prior to the date of the incor- 
poration of said R. S. Howard Company. 

Said R. S. Howard Company further alleges that it was incorpo¬ 
rated and organized in April 1902, forthwith succeeded to the busi¬ 
ness, good-will, trade-marks and name of Robert S. Howard who had 
been in the piano business since 1877, forthwith acquired a going 
piano factory in New 1 ork City, and began the manufacture 
34 and sale of pianos marked “R. S. Howard Co.” on their fall- 
boards and on the boxes in which they were shipped, which 
since said date have been sold extensively throughout the United 
btates and in many foreign countries, particularly in Cuba, Argen- 
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tine Republic, Brazil, Chili, Colombia, Panama, Spain, Portugal, 
trance, Italy, Belgium, Australia, New Zealand, India, Japan, and 
others, in many of which countries a large business has been carried 
on; that said business of manufacturing, selling and marking pianos, 
as aforesaid, has been continuously carried on since April, 1902. 

12. Said R. S. Howard Company denies that Section 4915 of the 
Revised Statutes of the L nited States affords, provides or gives any 
remedy whatsoever to plaintiff’ in the premises, and said R. S. How¬ 
ard Company further alleges that said Section 4915 has no applica¬ 
tion, and is entirely irrelevant, to any issue in this action. 

That said R. S. Howard Company respectfully shows and alleges 
that this Honorable Court is without power or authority in the prem¬ 
ises, and is without authority or power to grant the relief prayed for 
in the amended bill, or to enjoin or restrain the Honorable Commis¬ 
sioner of Patents from cancelling said Trade-Mark registrations No. 
46,993 and No. 31,411, or either of them, or to grant or order any 
different or other decree or judgment in the premises, except as here¬ 
inafter prayed by said R. S. Howard Company. 

W herefore, said R. S. Howard Company prays that the relief 
prayed for in the amended bill be denied and the amended bill dis¬ 
missed, and that judgment be entered in favor of said R. S. How¬ 
ard Company against said The Baldwin Company for its costs 
35 and disbursements in this action. 

And said R. S. Howard Companv as in duty bound will 
ever pray, etc. 


R. S. HOWARD COMPANY, 
By LOUIS BROMBERG, 

Secretary. 

SAMUEL S. WATSON, 

Office and Post Office Address: 

2 Rector Street, 

New York City, N. Y„ 

Solicitor and Attorney for R. S. Howard Company. 


State of New York, 

County of New York, ss: 

Louis Bromberg, being duly sworn, deposes and says, that he is 
the Secretary of the R. S. Howard Company named in the foregoing 
answer; that he has read said answer and knows the contents thereof! 
and that he verily believes the facts therein stated to be true; 

That said R. & Howard Company is a corporation, and the reason 
y'by this \eri float ion is not made by said R. S. Howard Company 
is because of that fact; that deponent’s knowledge and the grounds 
of his information and belief are derived from his active participa¬ 
tion in the business of said R. S. Howard Companv for several years 
last past, from information imparted to deponent bv said R. S. How¬ 
ard Company s attorney in said cancellation proceedings, and by 
Robert S. Howard, mentioned in the answer, and from the testimony, 
proceedings and court opinions mentioned in the above answer 

LOUIS BROMBERG. 
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Subscribed and sworn to before me, a Notary Public, this 11th day 
of October, 1921. 

[Notarial Seal.] * MAY FREVERT, 

Notary Public, Suffolk Co. 

Cerit. filed in New York Co. #103. 

36 Exhibit A 

Annexed to the answer of the R. S. Howard Company is the con¬ 
solidated record of the two cancellation proceedings in the Patent 
Office and the Court of Appeals of the District of Columbia, as said 
record and proceedings were certified to the Supreme Court of the 
United States by the Clerk of the Court of Appeals of the District 
of Columbia, and shows the following: 

On or about August 6, 1914, the R. S. Howard Company filed in 
the United States Patent Office its applications to cancel said two 
trade-mark registrations No. 31,411 and No. 46,993. The grounds 
for cancellation alleged are summarized in paragraph 6 of he answer 
of the R. S. Howard Company to the amended bill of complaint 
herein. 

The Baldwin Company (the above-named plaintiff) and The How¬ 
ard Piano Company, both Ohio corporations, answered. (The How¬ 
ard Piano Company was formerly The Valley Gem Piano Company, 
its name having been changed to The Howard Piano Company in 
1912). The answers of said The Baldwin Company and The How¬ 
ard Piano Company are summarized in paragraph marked “6” of 
the answer of the R. S. Howard Company to the amended bill of 
complaint herein. 

In cancellation No. 302 the answer of The Baldwin Company 
contains the following: 

“1. That The Baldwin Company * * * is the owner of the 

trade-mark registered in the United States Patent Office on March 8, 
1898, certificate of registration No. 31,411, consisting of the word 
‘Howard’ for pianos, bv virtue of a general conveyance on or about 
the 6th day of December, 1901, from The Valley Gem Piano Com¬ 
pany to The Baldwin Company * * *.” 

“8. Further answering, this respondent alleges that, in or about 
the year 1896 or 1897 The Valley Gem Piano Company began to 
manufacture a high grade, cheap piano, and desiring to 

37 identify and distinguish its said pianos * * * Hid, on or 

about the loth day of December, 1896, and in advance of all 

others, devise, originate, appropriate, adopt, apply, and use as a trade¬ 
mark for the said pianos manufactured and sold by it, the word 
‘Howard’ printed in distinctive, ornamental type, resembling Old 
English, * * * which word was accompanied by the initials 

V. G. P. Co. of The Valley Gem Piano Company, in the form of a 
monogram; and that * * * The Valley Gem Piano Company 

on the 15th day of November, 1897, filed * * * an applica¬ 
tion for the registration of said trade-mark * * 
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“9. That * * * said pianos became known to the public by 

the trade-mark ‘Howard* solely through the manufacture of The 
Valley Gem Piano Company which was continued until said com¬ 
pany was succeeded by The Baldwin Company, as hereinafter set 
forth, and the said trade-mark indicated the manufacture of said 
The Valley Gem Piano Company to the trade * * *, the said 

The Baldwin Company being the owner of the trade-mark ‘Howard’ 
for pianos, by virtue of an assignment thereof including the busi¬ 
ness and good-will from the Valley Gem Piano Company, * * 

“11. Further answering, this respondent says that the trade-mark 
‘Howard’ for pianos has been continuously used by The Valley Gem 
Piano Company and its successor in business, The Baldwin Company, 
in interstate and foreign commerce, from the 15th day of December, 
1896, down to and including the present time, said trade-mark 
having been duly assigned, transferred and conveyed by The Valley 
Gem Piano Company to The Baldwin Company on the 6th day of 
December, 1901, by a general conveyance of all the business of The 
Valley Gem Piano Company to The Baldwin Company * * 

In cancellation No. 301 the answer of The Baldwin Company con¬ 
tains the following: 

“8. Further answering, this registrant, The Baldwin Company, 
alleges that, in or about the year 1896 or 1897, its predecessor in 
business. The Valley Gem Piano Company, began to manufacture 
a high grade, cheap piano, and desiring to identify and distinguish 
its said pianos * * * did, on or about the 15th day of De¬ 
cember, 1896, and in advance of all others, devise, originate, ap¬ 
propriate, adopt, apply and use as a trade-mark for the said pianos 
manufactured and sold by it, the word ‘Howard’ printed in dis¬ 
tinctive, ornamental type, resembling Old English * * * which 

word was accompanied by the initials ‘V. G. P. Co.’ of The Valley 
Gem Piano Company in the form of a mongram * * 

“9. That * * * said pianos became known to the public by 

the trade-mark ‘Howard’ solely through the manufacture of The 
Valley Gem Piano Company which was continued until said com¬ 
pany was succeeded by The Baldwin Company, as hereinafter set 
forth, and the said trade-mark indicated the manufacture of 
38 said The Valley Gem Piano Company to the trade * * *, 
the said The Baldwin Company being the owner of the trade¬ 
mark ‘Howard’ for pianos, by virtue of an assignment thereof, in¬ 
cluding the business and good-will from The Valley Gem Piano 
Company * * 

“11. Further answering, this registrant says that the trade-mark 
‘Howard’ for pianos has been continuously used by The Valley Gem 
Piano Company and its successor in business, The Baldwin Com¬ 
pany, in interstate and foreign commerce, from the 15th day of 
December, 1896, down to and including the present time, said trade¬ 
mark, together with the business and good-will of the business in con¬ 
nection with which the same has been used, having been duly as¬ 
signed, transferred and conveyed by The Valley Gem Piano Com¬ 
pany to The Baldwin Company.” 
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‘Howard’"for piS^hLh 2* ‘ rade : mark f listing of the word 

Patent Office by its predecessor in bSL The V,H U "^ ed S' ates 

of n7n,'Z 

cate of registration n£ 46 , 993 .-" " a ' ne ° n ° Ctol,er 17 , 1905, certifi 

Statement of Evidence in said Cancellation Proceedings. 
stantiaHy 1 as follows I * 0 ***** f ° F th<? R ' S ‘ Howard Company sub- 

pi“° f ! he R - * Howard Com- 
of New York in Anril u no’ ,iT, ed undcr the laws of the State 
and its factory in CoklJn’ i kl f !!? °, ffice in New York Citv! 
duties pertaining thereto'since the'* K ( , u>3 ° offi ces and had the 
I have been engaged continuousK- "T P ° ra “°V «f ‘he Company. 
From about 1877 to 1880 T m« t ' 10 P lano business since 1877. 

own account in Ohio in i 8 M iT® a " d I 8 **? 11 * pian " a ™i my 
Company, of Chicago,' in clmrge of by Root & Sons 

the time and travel/in™! If I P * ° d *P" tme . nt P a « of 
39 in the western State* fn 1881 '? tIme wholesaling pianos 

Johnson & Co., of c'inc nnab ^Min * mp,oyed by D - S. 
During 1882 to 1884 I was employed’hvWnfl at wholesale, 

manufacturers of Boston Mass qnn,’ no . ^ Cumston, piano 

United States and Can^a ln the It e ' r pian ° s ‘ hl 'ougho,!t the 

ployed by Chickering & Sons for abou a vear andt half 4 ’ !r"’ aS , en ?' 
pianos at wholesale throughout thJ t J a half > seIhn - tlie ir 
then returned to Hallett * Cumston I " ed . S,ate3 and Canada. I 
the end of 1888 In 1880 t ' nd . continued with them until 

Piano Company of Bo* on Ma Tt T V V & ,he New England 
then one of the largestpi ife 11 by 11,0 ! 1las , F -. Scania..), 
to sell their product in the United State ,lrcl .' ‘ n (be C nited States, 
with the New England Piano Comnln and C« nad “ and continued 
In 1876 I began to learn niano " P y V ntI ! January 1st, 1893. 

action-regulating and tone-regulating^and die' dct !°l 1S f S9 1 lparned 

struction in various piano factories g ‘ detai,s of P Ian <> con- 

ah fiassrsj - p* 

product throughout the Fnitnrl Qtofr 1 n ° , se hing their 
1st, 1899, to March 31st 1902 I was «ln" d ^ n ? da ‘. F ™m January 
“Hamilton,” “Valle; ™ 

P-y. ofCi«i„„,„i, 0. fa * }*** ffj-m 


24 


T. E. ROBERTSON, ETC., VS. t. S. OF A., ETC. 

Company and became its president and general manager and 

40 active executive head and one of its largest stockholders, and 
have continued as such to the present time. I am now its 

largest stockholder and own a majority of its stock. 

Immediately upon the incorporation of the R. S. Howard Com¬ 
pany, I transferred to it my good-will, trade-marks, and business 
and forthwith the Company acquired a going piano factory in New 
York City, and began the manufacture of pianos which were marked 
“R. S. Howard Co.,” and “Howard,” which business the Company 
has carried on to the present time, selling its pianos throughout the 
United States and in many foreign countries. 

1 went with the New England Piano Company in August 1889 
and before starting on my first trip, early in September, 1889, I 
arranged to have pianos marked by them under the “Howard” name. 
Starting early in September, 1889, 1 made a trip lasting about four 
months covering the Pacific Coast, and all important cities between 
Chicago and San Francisco, and Portland, Oregon, selling pianos 
made by the New England Piano Company, which included pianos 
marked “R. S. Howard & Co., Boston,” and “Howard, New York,” 
and during all the time that I was connected with the New England 
Piano Company I was selling pianos marked “Howard” and “R. S. 
Howard Co.” These “Howard pianos were sold in most ol the 
principal cities of the United States west of Chicago. 

When I engaged with J. & C. Fischer, January 1st, 1893, I ar¬ 
ranged with the New England Piano Company to manufacture 
“Howard” pianos at a factory price to me, arranging that I should 
have them billed to me if 1 wished them to do so, or billed direct 
to the customers at prices to the customers which I would stipulate. 
This arrangement was made with the consent of J. & C. 

41 Fischer. I guaranteed the New England Piano Company 
against any loss where they billed direct to the customers. 

This arrangement with the New England Piano Company continued 
from January 1st, 1893, up to and including a part of 1896, during 
all of which time I was selling the “Howard" pianos made by the 
New England Piano Company under the arrangement stated above. 
These pianos were marked “R. 8. Howard Co. and “Howard & 
Co.,” and were sold in the principal cities of the United States. 

In 1896 the New England Piano Company became financially 
embarrassed and was unable to furnish me any “Howard” pianos, and 
I made “practically the same” arrangement with I). II. Baldwin & 
Company as I previously had with the New England Piano Com¬ 
pany. This arrangement with I). II. Baldwin & Company continued 
until January 1st, 1899, when I made a contract in writing with 
D. H. Baldwin & Company to sell “Baldwin,” “Ellington,” 
“Howard” and “Valley Gem” pianos at wholesale on a salary, ex¬ 
pense and profit-sharing basis. 

The cancellation proceedings in the United States Patent Office 
were begun by the R. S. Howard Company because of troubles 
started in Cuba in connection with its business there. After doing 
business there about twelve vears. shipping in several thousand in- 
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struments and having as a matter of record in the Custom House 
eighty per cent ot the business in Cuba, the “Howard” piano was the 
easiest instrument to sell there, and one of my dealers’ agents started 
in business for himself to sell the pianos manufactured bv The Bald¬ 
win Company. 1 he Baldwin Company, to prevent the R S Howard 
Company from selling its pianos in Cuba, applied in Cuba for a 
hade-mark on the “Howard ’ name for pianos, which applica- 
tion is still pending. The R. S. Howard Company has been 
advised by its attorney in Cuba that the effect of the registra 
tiou of the name Howard” as a trade-mark for pianos i n S Cuba 

° i d be th “V h , e p,a , nos made b - v the K - S. Howard Company in 

be^nnT" ,° i dea T "i 01 '? would bc attached and the goods would 
be confiscated and the dealer arrested and sent to jail 

The pianos made and sold by the R. S. Howard Company were 

“HowaV” and ir tb f e r b0aidS ’ S °"‘!, “ R ‘ , S .' Ho ' vard Co.,’’and some 
P , 0 ! a U aid J Company used markings shown in Applicant’s 

exhibits No. 64 and No. 60. The marking lias always remained the 

same as to the wording; the monogram on Exhibit‘No. 65 was not 

" ,e b, " in “ “ d ,h * ,o ” of ,he 

,uSZZ, s F u ‘“““ ,or *• a H °™ d «-kv 

, 'j 1 - vears , old and ' v « 3 in the piano business from 1881 to 

. Oo, and carried on the business in the name of the New England 
lano Company whose factory was in Boston, Mass. Robert S 
Houard was employed in that business from the full of 1889 to 
1893 as a travelling salesman, representing the Company through- 
out the greater portion of the United .States, P,anos P made by the 
New England I lano Company were marked with its name^lso 
(■llbert <k to. and other names, and when Mr. Howard came with 
le Company the name 'Howard,’ and as I remember it “Howard & 
Co., was introduced and we made pianos marked with the name 
... Howard beginning in 1889 until 1896. During this 

4 jf n . od > tbe Ne "'. England Piano Company had retail stores in 
Boston. New Nork and Chicago. After Mr. Howard lpft 

%r;i;X 01 ' the En «. land Pian ° Company on January 1st, 
1893, the Company still continued to make “Howard” pianos which 

weic only so!d to Mr. Howard or on reorders from his cZometa 
.... * vw England 1 lano Company never earned or sold any of these 
Howard pianos in its retail stores. The New England Piano Com¬ 
pany looked to Mr. Howard for the payment for all “Howard” 
pianos it made after 1893. Mr. Howard and myself got together 

satfsfaTtorv. ° Ur adjUstment at surh P eriods as were mutually 

V 

Q. 63. \\ ho owned the name ‘Howard,’ the New England Piano 
Company or Mr. Hotvard? A. Why, I never understood that the 
New England I mno Company owned it, no more than it did any 
other name that a man furnished me to put on. ^ 

4—3854a 
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“Q. 04. The New England Piano Company or you never at any 
time claimed to own the name ‘Howard’ as used for a name for 
pianos? A. No.” 

George W. Mar kens testified for the R. S. Howard Company 
substantially as follows: 

I am 59 years old, and am in the export business in New York 
City and have been handling all the export business of the R. S. 
Howard Company since 1903, and have sold or arranged sales of its 
pianos in Argentine Republic, Brazil, Chili, Panama, Colombia, 
Spain, Portugal, France, Italy, Belgium, Australia, New Zealand, 
India, and Japan, and have been attending to all their export ship¬ 
ping and shipping requirements for Cuba, Mexico and Porto Rico. 
I have been engaged in the export business about seventeen years 
and the style of our business is “The Export Corporation, Limited,” 
of which I am president. All the pianos are billed direct to the 
foreign buyer by the manufacturer and we attend to all details. 1 
have been shipping pianos made by the R. 8. Howard Com- 

44 pany to Argentine Republic, Chili, Spain and Italy for ten 
years and have taken up other countries from year to year. 

Prices for the pianos are fixed by the R. S. Howard Company, and 
our Company has been doing an export business of $75,000 a year, 
or more, for the R. S. Howard Company. 

John L. Stowers testified for the R. S. Howard Company sub¬ 
stantially as follows: 

I am forty-one years old, reside in Havana, Cuba. I have been 
in the piano business for myself in Key West, Fla., fifteen years and 
in Havana eleven years. For the past eleven years I have been sell¬ 
ing pianos made by the R. S. Howard Company marked “R. S. 
Howard Company, New York”; some, three years or more ago, were 
marked “Howard.” Also a limited number of pianos made by other 
concerns. Have sold in Culm close to 5,000 pianos made by the R. 
S. Howard Company. I have twenty-two agencies that cover the 
Island. Ninety per cent of all the pianos which I have sold for the 
past eleven years have been from the R. S. Howard Company. The 
first shipment of pianos from the R. 8. Howard Company arrived 
in Cuba in May 1904. An attempt has recently been made to reg¬ 
ister in Cuba the trade-mark “Howard” for pianos by The Baldwin 
Company. If such registration had been granted, “the effect in 
Cuba is criminal for selling a piano that is supposed to conflict with 
any other make of piano, and my stock of pianos would have been 
taken by the agent of The Baldwin Company and confiscated, and 

I would have been subject to several years in prison.” 

* 

Charles W. Wilson testified for the R. S. Howard Company sub¬ 
stantially as follows: 

I am sixty-seven years old, live at Worcester, Mass., and 

45 am an engraver and stencil maker, and have been in this 
business since 1865. I made stencils for marking pianos for 

the New England Piano Company of Boston, Mass., and I per- 
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ISS^T 8 **ord of the stencils made by me. On September 6, 
1889, I made stencil for marking pianos of the words “Howard, New 
York, on November 14, 1889, made stencil of the words “R. S 

words “R ^° St T, r i pril H' 1892 > made s,enc| l of the 
words R. S. Howard & Co., Boston,” and on January 17, 1893 

made stencil of the words “Howard & Co., Boston”; all these were 

made for the New England Piano Company, and were forwarded on 

he dates given to the New England Piano Company. I produce 

the day book in which the record of these stencils was kept (same 

is marked in evidence “Applicant's Exhibit No. 34”). 1 

Charles H. Steinway testified for the R. S. Howard Company 
substantially as follows: pauy 

years old, reside in New York City, and am connected 
with Stemvay & Sons, manufacturers of pianos, and have been con¬ 
nected with that concern for almost forty-two years. I am the 
financial man for Steinway & Sons, and have had a lot of experience 

whiKinT at ,‘.°! esale - 1 llave found in my experience that 

niU Kr ° r 8ddltlons ‘o a name may identify the makers, the 
S e/n PUb 1C ia n T kno "' s * he Company by its business name, such 

the fie, V n y ’ ?u lcke V ng ’ Kn y be - ,' Vebcr . etc., and such has been 
the fact ance I have been in the piano business. Very little signifi¬ 
cance, if any, is given to the name of the city on the fall-boards of 
pmnos by the purchasing public. For many years Steinway & Sons 
had the place of origin on its pianos, but dropped that en- 
4b tirely some years back, and we now simply stencil our fall- 
boards Steinway & Sons.” 

t 4F, Hur . W. Barber, a witness for the R. S. Howard Company, 
testified substantially as follows: 1 J 

I am forty-three years old, reside in Brooklvn, New York and 
am a lawyer and have been engaged in the practice of law in New 
Yo y k City since 189,. 1 was graduated from Cornell University 

in l89o in the Arts course, from the New York Law School in 1897 
a degree of Bachelor of Laws, and received a degree of Master 
of Laws from the New York Lmversity in 1899. Since 1904 I have 
been specially interested in trade-mark law and since that time have 
been Secretary of the United States Trade-Mark Association and 
editor of its Monthly Bulletin which is devoted to the subject of 
trade-mark protection throughout the world. During that period 
my practice has been particularly in connection with trade-mark 

matters, involving litigation both in the United States and foreign 
countries. h 

I have had charge of trade-mark registrations in Argentine Re¬ 
public, Brazil, 1 anama, Colombia, Italy, Cuba, and Mexico to the 
number of scores and probably hundreds in each country. Prior 
registration in applicant s home country is required for Brazil 
Panama, Colombia, and Cuba and a certified copy of such prior reg¬ 
istration in the United States must form a part of the application 
for registration by an Ohio corporation of its trade-marks in Brazil 
Panama, Colombia, and Cuba. In all of these countries enumerated* 
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above infringement of a registered trade-mark is a criminal or penal 
offense, and in each of the countries enumerated above, with 

47 the possible exception of Cuba, the goods bearing the in¬ 
fringing marks would be subject to confiscation. I have 

been advised several times by Cuban attorneys that goods bearing 
marks infringing a registered trade-mark could be confiscated under 
the provisions of the Cuban Penal Code. The certificate of registra¬ 
tion is evidence of right to invoke the protection of the laws in be¬ 
half of a registered trade-mark in all the countries enumerated 
above, and is conclusive evidence of the right of the registrant of the 
trade-mark to protection except in Italy except that in Brazil and 
in Mexico the rights of a prior user mav be asserted against a 
wrongful registration if brought within six months of the registra¬ 
tion in Brazil, and within two years of the registration in Mexico. 
Citizens of countries parties to the International Convention of 1883 
vv ho have commercial establishments in Brazil or Cuba mav reg¬ 
ister their trade-marks there without registration at home/ The 
following countries are members of the International Convention of 
1883 as published by the International Bureau of Berne, Switzer¬ 
land under date of January 1st, 1915, and there have been no 
changes since that date, so far as I have been informed: Austria, 
Belgium, Brazil, Cuba, Denmark, Dominican Republic, Germany, 
^pairi, United States, Hungary, France, Great Britain, Australia, 
Ceylon, New Zealand, Trinidad, Italy, Japan, Mexico, Norway, Hol¬ 
land, Dutch East Indies, Surinam, Curacao, Portugal, Servia, 
Sweden, Switzerland, Tunis, and the German Colonies. 

The provisions of Articles 6, 9, and 10 of the International Con¬ 
vention of 1883 are as follows: 

48 “Article 6. Every trade or commercial mark regularly 
registered in the country of origin shall be admitted to reg¬ 
istration and so protected in all the other countries of the Union. 

“The country where the registrant has his principal establish¬ 
ment shall be considered as the country of origin. 

“If its principal establishment is not located in one of the coun¬ 
tries of the Union, the country to which the registrant belongs shall 
be considered the country of origin. 

“The registration may be refused if the object for which it is 
asked is considered contrary to morals or the public order. 

“Article 9. Every product unlawfully bearing a trade or com¬ 
mercial mark or a commercial name, may be seized upon importa¬ 
tion into those of the States of the Union in which this mark or this 
commercial name has a right to the protection of the law. 

“The seizure shall be made either at the instance of the public 
prosecutor or of the party interested, according to the domestic leg¬ 
islation of each State. 

“Article 10. The provisions of the preceding article shall be ap¬ 
plicable to every product falsely bearing, as an indication of origin, 
the name of a definite locality, when this indication is joined to a 
fictitious commercial name or a name borrowed with a fraudulent 
intent. 
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. J * * T or trader engaged in the manufacture or 

tiade in this product and established in the locality falsely indicated 
as the place of origin, shall be regarded as an interested party. ,, 

On cross-examination: 

“I would certainly believe that the registration of the name ‘How¬ 
ard in Brazil by The Baldwin Company, would give it the oppor¬ 
tunity to do incalculable damage to the trade of the R. S. Howard 
Company in that country by lending countenance to threats that 
ma( * e against its agents and dealers in its goods, and by 
attorning a basis for criminal prosecutions and suits which might 
be successfully defended by the R. S. Howard Company, if it could 
persuade Brazilian courts to accept the interpretation of the Interna¬ 
tional Convention contained in my answer to Q. 39. Even in that 
e\ent, however, it is clear that the R. S. Howard Company would 
be subjected to great expense and its business might be damaged 
considerably, if not irreparably, in the meantime. The idea I aim 
to convey is: That in all Latin-American countries the assertion of 
the rights theoretically clear in law is very expensive and may be 
made very difficult by any one who is able to entrench himself be- 
hind a shadow of right and able to command or willing to pay for 
political influence. r J 

“ft is > of course, always to be understood in dealing with 
4J Latin-American countries, that to have a right is one thing 
under their laws, and to be able to enforce it is another thing. 

“I know of no way that anyone can be prevented from making 
threats whether with or without foundation, but the important dif¬ 
ference between the status of The Baldwin Company and of the 
R. S. Howard Company in Brazil, as disclosed in this examination, 
is, that The Baldwin Company has a certificate of registration of a 
trade-mark in Brazil consisting of the name ‘Howard’ and can pro¬ 
duce a certificate as proof of its right to use the name before any 
court or tribunal, while the R. S. Howard Company would be at a 
very great disadvantage without certificate of registration and forced 
to rely upon the provisions of the International Convention. I 
would consider it a very difficult proposition to find a lawyer in 
Brazil who could properly appreciate the difference between a"trade¬ 
mark and a trade-name and recognize the rights of the R. S. How¬ 
ard Company as secured by the International Convention, and hav¬ 
ing found him I would consider that he would have a very difficult 
task to convince a court in that country of the justice of'his view. 
In mv experience, there is only one Latin-American country where 
the principles of trade-mark law are understood or the nature of 
trade-mark rights are adequately recognized, and that country is 

not Brazil, and is not along the countries referred to in my testi¬ 
mony. 

“The registration of the name ‘Howard’ by The Baldwin Com¬ 
pany might very readily be made the basis of proceedings in those 
countries, or any of them, against dealers in the goods of the R. S. 
Howard Company, which proceedings made under color of trade- 
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mark registration might be used to work great damage to the trade 
in the goods of the R. S. Howard Company. The timidity of dealers 
in the handling of goods the trade-mark on which is questioned 
or is the subject of dispute is very well recognized in all countries, 
and is quite as pronounced in Spanish-Ameriean countries as in 
the United States. 

“The continued liability to such threats or proceedings would 
seem to me a very material present damage. 

“There are very few decisions reported in accessible form in any 
of the countries of Latin-America. I have known of a case with 
which I was occupied for a year or two in Brazil and in many other 
of the Latin-American countries in behalf of a client located in the 
United States who was doing business under his surname as a trade 
name, and applying it to his goods in the form of his facsimile sig¬ 
nature. A competitor in the United States obtained a registration 
in Brazil of a similar trade name, differing only from the one pre- 
viouslv mentioned in that it terminated in the letter V instead 
of ‘ie\ By means of this registration in Brazil, the party in ques¬ 
tion was able to put my client to an expense of about $2,000. for 
the establishment of his rights, and to kill his trade in that country 
for more than a year, and to such an extent that it has never re¬ 
covered.” 

50 Alice G. Doxegan testified on behalf of The Baldwin 
Company substantially as follows: 

I am stenographer and docket clerk for the firm of John E. Cross 
and Edwin F. Samuels, Baltimore, Md., and have been such since 
September 1011. I prepared and forwarded applications of The 
Baldwin Company for the registration of the Trade-Mark “Howard” 
for pianos in foreign countries, especially Brazil, Colombia, and 
Panama, forwarding with said applications certified copy of United 
States registration No. 46,993 dated October 17, 1905. 

Cross-examination: 

The foreign applications referred to were sent forward in Sep¬ 
tember 1914. The application for Brazil was sent forward on Sep¬ 
tember 8, 1914, application for Panama was sent forward on Sep¬ 
tember 30, 1914, the application for Colombia was sent forward on 
September 22, 1914. I should judge about fifteen foreign applica¬ 
tions to register the name “Howard” for pianos for The Baldwin 
Company were sent forward. A number of these applications to 
register have been granted; I am unable to state how many. 

Levi D. Sargent, a witness for The Baldwin Company, testified 
substantiallv as follows: 

I am forty three years old, and am now and since 1912 have 
been treasurer of The Ellington Piano Company. I was secretary 
of The Valley Gem Piano Company from 1900 to 1912, and an 
officer and now treasurer of The Howard Piano Company. I have 
been a director of The Baldwin Company since the latter part of 
1901. 
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1 Wa or e iTc!q y f d i b Q y nn Th i Ellin S ton , Pian ° Company from 1892 
^J 893 ,* 1 j 0 ?’ d0ln S general office work, looking after 

fT'f .and factory work and in charge of its factory 
.. e under Lucien \\ ulsin. I assumed general management of 
its factory in 1900 and have been in charge of its factory ever since 
I produce a register (Registrant’s Exhibit No. 16) which contains 
a record of all “Howard” pianos made bv the Baldwin concern* 
from May 189o to October 1st, 1900, and'I had charge of all the 
manufacturing of these pianos and the entries were made under 
m\ dnection and the “Howard” pianos were made by The Ellington 

Diano C 'T| lpany, 1 111 Its factory, after the “scales” of the Ellington 
pinna The materials, including transfers and stencils for marking 

r)aid H for“ht Th n0S Fir d P lano boxes > "ere selected, purchased and 
paid lor by The Ellington Piano Company and the “Howard” 

pianos were made, inspected, shipped and sold bv The Ellington 

Piano Company and were shipped direct to dealers or to deafers’ 

ton Company d ’ ^ m ° ney " a3 eolleeted b y and paid to The Elling- 

“Q. 86. To whom were the payments made, if vou know for the 
bills referred to. A Why, the accounts mentioned were settled 
b 7 d ‘ r fV,'° Tbe Ellington Piano Company or through D H 
Baldwin & Co. The payments made have been made to D.' Id' 
Baldwin & Co. and turned over to The Ellington Piano Company 
or may have been made direct.” * ^ 

Cross-examination: 

r Tl eT t u n ' h J ch \ ? lave P rodueed (Registrant’s Exhibit 
No. 16) shows that the first shipment of a “Howard” piano to anv 

foreign country was made to Canada on November 29 , 1897 . 

A y. 66. If they (Howard pianos) were shipped to Canada 
for example, it (Reg.stranfs Exhibit No. 16) would show Canada? 

X Q. 37. Or if shipped to any other foreign country, it would 
show hat country? A. If shipi>ed to any other foreign country 
it would show in the record.” 

52 /-eviD Sargent tesified for tlie R. S. Howard Company 
substantially as follows: * ^ 

Registrant’s Exhibits No 26 and No. 88 are now used in marking 
Howard^ Pianos made and sold by the Baldwin concerns, and Reo? 
istrants Exhibit No. 2< for marking its Howard player pianos and 
these are the only markings used at the present time for P “Howard” 
pianos. The monogram “VGPCo.” was changed to “HPCo ” in 
the markings No 26 and No. 38 when the name of the corpora- 
hon was changed from “The Valley Gem Piano Company” to “The 

W W WCPc"“ C ?:iT' in 19 l 2 ’ and we ceased ,o use the mark! 
ing \ ui bo. at that time and have not used it since. The Raid- 

No" 4°"TV began t!° U i e marblns3 Iike Registrant’s Exhibit 
JNo. 2i ai the time we brought out the player piano called the “How- 
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ard Manualo,” which to the best of my recollection was in 1912, or 
thereabouts. We have never used the monogram on the “Howard” 
player piano. 

Registrant’s Exhibits Nos. 26, 27, 37, and 38 show all the mark¬ 
ings which have been used at any time by the Baldwin concerns in 
marking “Howard” pianos and of these the only ones used at present 
are Nos. 26, 27 and 38. 

I attended to the shipping of all “Howard” pianos made by The 
Ellington Piano Company during the years 1896 and 1897 under 
the direction of Mr. Lucien Wulsin, and attended to making out the 
bills of lading, seeing that the pianos were properly marked and 
hauled to the depot. I have no recollection of any “Howard” pianos 
sold or shipped to Indians or Indian tribes during the year 1896 
or 1897. 

53 “Q. 14. And when you changed the name of the corpora¬ 
tion, did you change the marking on the fall-board from the 

monogram ‘YGPCo.’ to ‘HPCo.’? A. The monogram was changed 
just as soon as we could have designs submitted and transfer made. 

“Q. 15. And you ceased to use the marking ‘YGPCo.’ on it at 
that time? A. Yes, sir. 

“Q. 17. Did you use the monogram ‘YGPCo.’ on any other part 
of the piano after you changed the name of The Yalley Gem Piano 
Company to The Howard Piano Company? A. No, the monogram 
‘YGPCo.’ was not used after that." 

George W. Armstrong, Jr., testified for The Baldwin Company 
substantially as follows: 

I am president of The Baldwin Company, was one of the organ¬ 
izers of The Baldwin Company and of The Yalley Gem Piano 
Company, have been an officer and director of both companies since 
their organization. I was a member of the firm of D. H. Baldwin 

Company from 1883 to its disolution in 19U7. 

Cross-examination: 

The Yalley Gem Piano Company never had any factory or prop¬ 
erty of any kind at any time except the name “Yalley Gem." It 
had no plant. It never sold pianos. Pianos marked “Howard" were 
made and sold by The Ellington Piano Company. It bought the 
name “Yalley Gem” for $100. from a man named Early, but bought 
no business, good-will or tools, or other property, with the name. 
The members of the firm of I). H. Baldwin £ Company organized 
The Yalley Gem Piano Company with the name “Yalley Gem" as 
its only asset. It was the only property the company ever had. 

The Baldwin Company acquired all the stock of The \ alley Gem 
Piano Company from the members of D. H. Baldwin <fc Company, 
and this was the only “transfer or taking over" which took place. 
The Yalley Gem Piano Companv was incorporated about 1894 or 
1895. 

54 “X Q. 84. The trade-mark that you have been talking 
about, and which you have called ‘Howard,’ consisted of the 
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word ‘Howard’ coupled with the initials ‘VGPCo.’ did it not? A. 
Yes. 

“X Q. 92. What did it do—what was its business? A. The Valley 
Gem Piano Company was a corporation that had the pianos made 
in the Ellington factory, and it was designed to have another make, 
or line as we call it in the piano business. 

“X Q. 93. It never made any pianos itself at all? A. It had no 
active manufacturing existence. 

“X Q. 96. It never had any plant? A. No, we always manu¬ 
factured right in the Ellington piano factory. 

“X Q. 97. It never sold the pianos itself? A. No. 

“X Q. 98. The Ellington Company made the pianos? A. The 
Ellington Company made the pianos. 

“X Q. 99. And they sold them to I). H. Baldwin & Company? 
A. Yes. 

“X Q. 100. And The Valley Gem Piano Company never made 
any of the pianos, that is your understanding? A. Yes. 

“X Q. 101. And never handled any of them? They were always 
made by The Ellington Company? A. Yes, in a department by 
themselves. 

“X Q. 114. Did it have any physical assets of any kind? A. No, 
the trade name (Valley Gem) I consider was an asset. 

‘‘X Q. 115. That was all they ever had? A. Yes, and that I 
thought was of real value. 

“X Q. 116. Was that the only thing they ever had? A. Well, 
practically speaking. 

“X Q, 117. Did you buy any machinery, tools or anything else 
when you bought that ( Valley Gem) name from Early? A. No. 

‘‘X Q. 118. Just the name? A. Yes. 

“X Q. 173. When was it that you discontinued the initials 
‘VGPCo.’? A. I don’t recall. 

“X Q. 174. Well, ten years ago, or five years ago, or when? A. 
I don’t recall. I haven't the faintest recollection. 

“X Q. 175. But you don’t use that any more? A. No. 

‘‘X Q. 176. You abandoned that? A. Yes. 

“X Q. 177. And it has been several years since you have used 
them? A. I don’t recall when the date was. 

“X Q. 178. When you changed the name of The Valley Gem 
Company to The Howard Piano Company didn’t you abandon the 
initials “VGPCo.’? A. I suppose so; that would be the most natural 
thing to do. 

“X Q. 179. When you did discontinue it you didn’t intend ever to 
take it up again? A. The ‘VGPCo.’—no.” 

“X Q. 143. Pianos are usually called by the principal name on 
them, like ‘Steinwav’ etc.? A. Yes, the surnames generally. 

‘ X Q. 144. The surname is the name commonly designating the 
piano? A. Yes.” 


5—3854a 
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H. Clarence Dickinson testified on behalf of The Baldwin Com¬ 
pany substantially as follows: 

I am forty nine years old, live in Chicago, am vice-president and 
a director of The Baldwin Company and of its subsidiary 
55 corporations, and have been such since August 1912, and 
have been connected with D. H. Baldwin & Co. and The 
Baldwin Company for the last thirty one years. 

Cross-exa mi nation: 

“Our piano is known as the Howard piano and no matter what 
monograms or decorations might be placed around the name it 
would still be called a Howard piano. The piano known to all as 
the Steinway piano really has Stcinway & Sons stenciled on the fall- 
board, but i have never heard any one call it the Steinway <fc Sons 
piano, but simply call it the Steinway piano.” 

“X Q. 63. That is, it makes no difference what the form of the 
letters is that form the word Howard, you claim the exclusive use 
of the word ‘Howard' in any form of letters? A. We do. 

“X Q. 66. I show you Applicant’s Exhibit Xo. 11 which is a pho¬ 
tograph of the piano, and ask you if you think the marking on that 
piano would be sufficient to distinguish it from your goods? A. I 
do not. The piano is marked on this exhibit Howard & Co., Boston 
Cabinet Grand, on the fall board. Especially in view of the fact 
that the name is not cast in the iron plate of this piano^ 

“X Q. 67. I show you Applicant's Exhibit Xo. 65, which is a 
transfer bearing the words ‘Ii. S. Howard Co., Xew Aork,’ and ask 
vou if you think such a transfer on pianos would sufficiently dis¬ 
tinguish those pianos from goods of your manufacture? A. It 
would to a dealer who is in the piano business and knows the dif¬ 
ferent makes of pianos, but it might not to a purchaser of pianos 
if an unscrupulous dealer should claim it to be the original Howard 
piano. 

“X Q. 68. I show you Applicant's Exhibit Xo. 27, which is a 
photograph of a part of a piano showing the marking on the fall 
board which bears the words ‘R. S. Howard & Co., Boston, Cabinet 
Grand,’ and ask you if that marking, if put on pianos, would suffi¬ 
ciently distinguish such pianos from those of your manufacture? 
A. They would to the dealer who knows of the different makes of 
pianos, but it might not to the retail purchaser if the dealer should 
claim that it is the original Howard piano. 

“X Q. 69. Would it sufficiently distinguish pianos from those of 
your manufacture to the ordinary retail purchaser without any rep¬ 
resentation one way or the other by the dealer? A. The retail pur¬ 
chaser might be under the impression that he was purchasing one 
of the Howard pianos made by us instead of the piano described 
by you. 

v “R. D. Q. 76. So far as you are personally concerned and as an 
officer and director of The Baldwin Company, do you object to 
R. S. Howard or any other person by the name of ‘Howard’ using 
his own proper name on the fall board of pianos made by him, and 
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in g /j in u- y< ! Ur a P s 'Y er Please state your reasons fully A I 
06 would object to it, because we have built up a considerable 

♦ho r, tra fe ln th f,Howard pianos and the selling of anv piano with 
the name ‘Howard’ on it, no matter how it may be added to or em 

S Se d ont' ?ht CaUS ° 801116 interference with °ur trade and the loss 

te,l “ The Company ,„b. 

lam forty three years old and am president of The Rudoloh Wur- 
litzer Co. of Cincinnati, O., manufacturers and dealers in pianos and 
musical instruments with whom I have been connected sfnee 1890* 
handle several makes of pianos. slnce 1890 > 

Cross-examination: 

ad3tised in ” 18 * 1W * yS * kn ?ol n by o h - surname ° r name that it is 
e tised in, the prefixing of initials ” or “additinna 

of such words as ‘Co.’ or ‘<fc Co.’, or ‘Company’,” would make no 
family surname ” P ' an0S 8r6 86n6rally kn °"' n in the trade b y ‘he 

on behalf of the Baldwin Com P an y 

audilm' C r,f' tY'h " na( ,V J?' ’ f °/, ty five - vears °'d; am secretary and 

nanvand V di™? ^ a'®* 10 - Com P an y> Tl >e Ellington Piano Com¬ 
pany, and a director and assistant treasurer of The Baldwin Com¬ 
pany, and have been such since 1912. Previous to that I was manu- 

Ilnc^iwl' ha ' e f been «* n ‘ in «0“ly with these companies 
fn M«,iloo 1 brst jiegan t0 " ork for D - H Baldwin & Company 
in May 189_ and did work at intervals for them until October 189o. 

» State > lf you know, how long the present form of trans¬ 

fer with the monogram ‘HPCo.’ has been in use? A. Just as 

V„n e eauI d secure the transfer from the manufacturer after The 
A alley Gem I lano Co. name was changed to The Howard Piano Co 

" 6 ,,,a y ha V e some of the old Valley Gem Piano Co transfers 
even after the receipt of the new transfers in order to use up the 

FnitiX'HPCo ’” Ufe a b6tt6r qUaIi ‘ y ° r 11681811 of transfer witb the 

5 ‘ tn T*/ e n r e °V lqie ' al i e y Gem Piano Company was changed 
to lhe Howard Piano Company October 12, 1912 

1 he business ami accounts of The Baldwin Company. The Howard 

PiaFF Comnany ^ , ' e , EII ) ln '"^’ n P' an o Company, and The Hamilton 

and onidnpf.L • ff k ? pt en ''. re, y separate as distinct corporations, 
and conduct their affairs as distinct and separate corporations and 

‘■uch has been the fact since my connection with them ’ 




36 


T. E. ROBERTSON, ETC., VS. U. S. OF A., ETC. 


Leander S. Sherman testified on behalf of the R. S. Howard Com¬ 
pany substantially as follows: 

I live in San Francisco, Cal.; age 67, have been in the piano and 
musical merchandise business for 44 years, am partner and one of 
the founders of Sherman, Clay & Co., at San Francisco. Have dealt 
in a large list of pianos of different makes, including the “Howard" 
piano which I commenced handling about twenty-five years ago. 
First dealt in Howard pianos purchased from Mr. R. S. Howard 
who was then representing the New England Piano Company. 

These first pianos had the name of R. S. Howard and were manu¬ 
factured by the New England Piano Company. 

Witness identified “a Howard piano manufactured by the New 
England Piano Company” (Applicant's Exhibit No. 25). showing 
the marking “R. S. Howard & Co., Boston, Mass.” 

“It is a Howard piano of which we have sold many hundreds of 
them and bears the number 86726. It looks like hundreds of 
others I have seen.” 

We purchased “Howard” pianos made by the New England Piano 
Company for a period of six or seven years and ceased to get these 
pianos about the middle of the 90s. The “Howard” piano bought 
through Mr. R. S. Howard from the New England Piano Company 
“took a prominent place in our line of instruments.” We would 
speak of these as “Howard pianos" without using the initials. Cus¬ 
tomers do not remember the initials of pianos. 

58 Frank T. Bowers testified on behalf of the R. S. Howard 
Company substantially as follows: 

I live in Belvedere, Cal., am 47 years old, and have been in the 
piano business in San Francisco since 1886 and dealt in many makes 
of pianos. I remember the Howard pianos made by the New Eng¬ 
land Piano Company. 

“If I remember rightly, these pianos had the name R. S. Howard 
& Co.” “We had Howard pianos from time to time in stock, either 
taken in exchange, or by purchase, and I have seen the pianos in 
houses where I had occasion to do business.” “The reason I speak 
of being able to identify the Howard piano (made by New England 
Piano Company), the characteristics of both case and plate, is that 
those I have in mind had peculiar trusses, which I never saw on any 
other piano, and the plate had a peculiar scroll decoration which 
was also peculiar to the pianos.” 

Identifies the piano (Exhibit No. 25) as a piano made by the 
New England Piano Company. 

Erastus P. La Selle testified on behalf of the R. S. Howard 
Companv substantiallv as follows: 

I live in Richmond, Cal., age 50; furniture and piano dealer in 
Richmond, Cal. I have been handling pianos all my life and 
owned the “Howard” piano (Exhibit No. 25) and had a half dozen 
of these pianos in my store about 26 or 27 years ago. 


1 
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Frank Anr\s testified on behalf of the R. S. Howard Company 
substantially as follows: 

I live in San Francisco, Cal., age 61, general manager of Wiley 
B. Allen Company, piano dealers, of San Francisco. I have known 
of the ‘‘Howard” pianos since 1893, first in Portland, Oregon, and 
fealem, Oregon; afterwards in San Francisco. 

59 James E. Whitney testified on behalf of the R. S. How¬ 
ard Company substantially as follows: 

I live in Portland, 0., am 50 years old, bookkeeper for Wilev B. 
Allen Company, Portland, Oregon, dealers in pianos and talking 
machines, with whom I have been for twenty-six years. That con¬ 
cern handled many different makes of pianos. Began handling the 
Howard piano about 1890 or 1891, which were sold to this con¬ 
cern by Mr. R. S. Howard. These pianos were referred to and 
commonly known as “Howard” pianos. The “Howard” pianos pur¬ 
chased from Mr. Howard made by the New England Piano Company 
were marked with the name “Howard” but there might have been 
some other marking, as New York. “All I recollect is the name of 
Howard. If there were any other markings there, I do not remem- 

ber. ‘1 do not remember any initials before the name ‘Howard’ or 
& Co. after.” 


Frank J. Hart testified on behalf of the R. S. Howard Company 
substantially as follows: 

I lhe in Los Angeles, Cal.; age 53. I have been in the piano 
business in Los Angeles continuously since 1887, now one of the 
officers of the Southern California Music Co. of Los Angeles, dealers 

l n ooT S1 ? a ! instruments * Have known Mr. Robert S. Howard since 
1888. I knew the “Howard” piano made by the New England 

1 lano Company and became acquainted with this piano in 1892 by 
purcnasing some from Mr. R. S. Howard which were marked R. S. 
Howard and we dealt in those pianos very extensively for those days. 
These pianos were usually or commonly indicated or designated as 
Howard ’ pianos. Purchased pianos through Mr. Howard from 
the New England Piano Company for several years after 
60 1892, just how many years I do not recollect. 


A. G. Bartlett testified on behalf of the R. S. Howard Company 
substantially as follows: 

I live in Los Angeles, Cal.; age 64; oil merchant. I was in the 
pmno Inismess from 1875 to 1909, and handled pianos made by sev¬ 
eral different makers. I have known Mr. Robert S. Howard since 
about 1887 or 1888; he was in the piano business at that time and is 
still in it. I first knew of the Howard piano in 1892 or 1893. Mr. 

Howard sold us a few samples at that time and some were stenciled 
Howard. 
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Edward A. Geissler testified on behalf of the R. S. Howard Com¬ 
pany substantially as follows: 

I live in Los Angeles, Cal.; am 48 years old. I have been in 
the music business since 1883; with Sherman, Clay <fc Company, San 
Francisco, from 1883 to 1901; from 1901 to date (October 1914) 
with George J. Birkcl Music Company of Los Angeles, Cal., as vice 
president and manager. I have dealt in a number of different makes 
of pianos both in San Francisco and Los Angeles. As an employee 
of Sherman, Clay & Co. handled “Howard'’ pianos bought from Mr. 
R. S. Howard beginning about the year 1888 or 1889. From 1889 
to 1901 met Mr. Howard once or twice each year during which time 
Mr. Howard was selling the “Howard” piano. The “Howard” 
pianos I first saw were marked on the name board with the name 
“Howard.” and may have contained other wording but I could not 
give the detail of it if there was any other, “but to the best of my 
recollection the stencil was the name Howard.” 

61 J. F. Salyer testified on behalf of the R. S. Howard Com¬ 
pany substantially as follows: 

I live in Los Angeles, Cal.; am 51 years old. I have been in the 
piano business for thirty five years and have dealt in a great num¬ 
ber of different makes of pianos. Bought some “Howard” pianos in 
1893 from the New England Piano Company through Mr. How¬ 
ard, and in 1899 some pianos were turned over to me for rental and 
sale, which included three “Howard” pianos made by the New Eng¬ 
land Piano Company (the numbers are given). I am morally sure 
that the Howard pianos made bv the New England Piano Company 
were marked simply with the name “Howard” alone. 

“These were marked simply with the word ‘Howard’ to my recol¬ 
lection.” 

I do not remember the shape of the letters. 

“I never dealt in the New England Piano to mv knowledge. The 
only transaction I ever had with the New England Piano Company 
was through Mr. Howard, and that was for Howard pianos through 
the New England account in 1893.” 

F. W. Blanchard testified on behalf of the R. S. Howard Com¬ 
pany substantially as follows: 

I live in I .os Angeles, Cal.; am 50 years old. I was in the piano 
business from 1886 to 1899, in Los Angeles, California, and dealt in 
many different makes of pianos including the “Howard” piano pur¬ 
chased from Mr. Howard in about 1892 and continued to handle the 
“Howard piano up to 1899. A Howard piano was a piano pur¬ 
chased through R. S. Howard, or consigned from Sherman, Clay & 
Company and was commonly referred to and designated as the “How¬ 
ard,” and customers knew the piano by the name on the fall board. 
The pianos purchased from the New England Piano Company 
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through Mr. Howard were marked R. S. Howard & Company 
62 ?J? d stenciled Clark & Blanchard; the name of Clark & 
Blanchard was put on at our request. 

George S. Marygold testified on behalf of the R. S. Howard Com- 
pany substantially as follows: 

I live in Los Angeles, Cal.; am 54 years old, a farmer, formerly in 
the piano business from 1887 to 1914. Dealt in several makes of 
pianos including the “Howard” piano. Bought six “Howard” 
pianos in the spring of 1892, which had the name Howard on he 
fad board, from the New England Piano Company through Mr 
R. S. Howard. I do not remember the marking on the “Howard” 
pianos purchased through R. S. Howard in 1892, and “can only 
recollect the fact that the name Howard is on the fall board of each 
piano in large, plain gold letters.” 

W illiam S. Lanneau testified on behalf of the R. S Howard 
Company substantially-as follows: ' lowam 

I live in Charleston, S. C.; am 45 years old, merchant, in the art 

at ? h f leSt0n ^ S ‘ C ‘ 1 was in the P iano business with Henry 
K leghng, retail piano dealer ol Charleston, S. C. from June 189:1 

incbdinff “Ho 189 Hb Wh ° handlei J P ianos of several different inakers,’ 
including Howard pianos purchased from Mr. R. S. Howard which 

were commonly designated and referred to as “Howard” pianos 

dentified a number of entries made in his own handwriting in the 

of H c e . nr y. Ogling of “Howard” pianos which were 

The S entJSv 6 ! 1 K 894 PUrCha$ed fr ° m M - r - R ‘ H »" ard - 

63 Forrest Greer testified on behalf of the R. S. How¬ 

ard Company substantially as follow r s: 

1 live in Charleston, S. C.; am 63 years old; manager of Sieglin-r 
Mus,c House, Charleston, S. C„ with which I have been connected 
thirty nine years as manager; Sieghng Music House, formerly Henry 

intt g ’ ', aVe bcen dealer f. m P lanos > organs and musical goods dur- 

inclnd?na nt <‘H Pen ^>’ d ? allns ln P} anos of several different makers, 
including Howard pianos purchased from R. S. Howard per¬ 
sonally, and marked with the name “Howard” and “Howard & Co ” 
w’hicli were first handled in 1894. ” 

Platt P. Gibbs testified on behalf of the R. S. Howard Company 
substantially as follows: company 

Chicago Ill.; am 61 years old, at present with the Chicago 
±r i & a % Ch,ea ^ . HaV f been dealln ff an d handling pianos 
IRSn IfvuT 1 have known Mr. Robert S. Howard since 
loot), at which time he was a piano salesman working for the same 

concern with me I know that he was selling a piano With the name 
Howard upon it during the time he was with the New England Piano 
Company and was in the factory of the New England Piano Com- 
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panv while Mr. Howard was connected with that concern, and at that 
time I saw pianos in their factory with the name Howard upon them. 
This was during the years 1888 to 180*2. 

Charles A. Schlichter testified on behalf of the R. S. Howard 
Company substantially as follows: 

I live in Burlington, Iowa; am 50 years old, vice president of the 
Guest Piano Company of Burlington, Iowa. I have been in the 
piano business since 1882 with James A. Guest, and his suc- 

64 cessor Guest Piano Company of Burlington, dealers in pianos, 
organs and general musical goods. Handled many different 

makes of pianos including Howard, which I handled in the early 
90’s purchased from Mr. R. S. Howard whom I have known for 
twenty five years or more, who represented the New England Piano 
Company at that time. Produced record hook (Applicant’s Exhibit 
36), showing entries of “Howard’’ pianos, one purchased April 5, 
1890, one purchased January 11. 1891, and the third purchased 
June 22nd, 1891. I do not remember if there was a prefix or suffix, 
I simply remember the word Howard on the fall board. 

James Vaughan testified on behalf of the R. S. Howard Company 
substantially as follows: 

I live in Detroit, Mich.; am salesman for Grinnell Bros., general 
musical business, Detroit, Michigan. Have been in the piano busi¬ 
ness since 1881, all the time in Detroit. Was connected with the De¬ 
troit Music Company from 1881 up to 1894, or 1895, as General 
Manager the latter part* of the time. Detroit Music Company were 
dealers in general musical instruments including pianos. Identi¬ 
fied journal or day book of the Detroit Music Company in which, on 
page 274, are entries of two Howard pianos which are original entries, 
under date of Oct. 13, 1894, and which read: “Folio 118, New Eng¬ 
land Piano Co., Howard & Co., Style D, (51448, $125.00; Style E, 
Mahogany, 60289, $145; Total $270.” 

Edwin A. Kieselhorst testified on behalf of the R. S. Howard 
Company substantially as follows: 

I live in St. Louis, Mo.; am 41 years old, president of the Kiesel¬ 
horst Piano Company, dealers in pianos and musical instru- 

65 ments, St. Louis, Mo., have been in the piano business since 
1891 with my father up to 1895, when mv father died. Iden¬ 
tified original book of entry containing record of accounts of various 
piano manufacturers. Pages 74 to 78 of this book contain entries 
of pianos purchased from the New England Piano Company of Bos¬ 
ton. of New England pianos and “Howard” pianos, the first “How¬ 
ard” piano being under the date of March 17th, 1890. Style E, 38558, 
and the last entry of a “Howard” piano under date of March 11th, 
1893, D. 56437, and that there are entries of 60 “Howard” pianos in 
the book. My father purchased “Howard pianos” from the New 
England Piano Company during the time I was employed by him, 
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wind) pianos were marked on the fall board “R. S. Howard & Co., 
Boston all in Old English letters. Some of the entries in this book 
are in my own handwritng. 

J oiix E Mclvey testified on behalf of The Baldwin Company 
substantially as follows: vy 

I live in Boston, Mass.; age 50. Was employed from 1884 to 1897 
in charge of the shipping of pianos from the New England Piano 
ac cry The New England Piano Company began to mark pianos 
Howard after Robert S. Howard came there, and marked these 
Howard pianos all the time that Howard was there, and that “they 
were the New England piano with Howard’s name on them.” The 
marking on the piano was “Howard, Boston, Mass.” 

Noble E. Hill testified on behalf of The Baldwin Company sub¬ 
stantially as follows: J 

I live in Boston, Mass.; age 59; piano worker with Henrv F. Miller 

^ 7 S ° n %t meTl 7 the New England Piano' Company, 

from 1894 until 1904. They used many stencils for mark¬ 
ing pianos, including “Howard,” “just plain ‘Howard.’ ” 

, ‘E E-’ Brenner testified on behalf of The Baldwin Company sub¬ 
stantially as follow's: 1 J 

I li\e in San Iraneisco, Pal.; age 61. I have been in the piano 
business since 188/ ; formerly a member of the firm of Day Hart & 
Brenner, afterwards incorporated as the Southern California Music 
Company, Los Angeles, Cal. For the last six years I have been em¬ 
ployed by i he Baldw in Company. The first Howard pianos which 
I sold were sold in 1893, when I was with the Southern California 
Music Company. These pianos were sold to me by Robert S Howard 
and were made by the New' England Piano Co. 

Charles H. Dewing testified on behalf of The Baldwin Company 
substantially as follows: 1 J 

• 1 ll ?om Oakland, Cal.; age 57. I have been in the piano business 
since 1890, was with Sherman, Clay & Co., in its San Francisco store 

. fr Teo!fcA lary lo « 1 * 90 ’ April 18, 1896. During the years 1890 
to l.sOo Sherman, Clay & Co. were handling pianos marked on the 
tall board .with a name which contained the w'ord “Howard,” and I 

saw' the pianos in the store during those years, both at San Fran¬ 
cisco and Oakland. 

George A. Heidinger testified on behalf of The Baldwin Com¬ 
pany substantially as follow's: 

I li\e in Portland, 0.; manager for Filers Music Company, Port- 

® ince \P r j or Wiley B. Allen Company, from 

189- to 1900. Wiley B. Allen Co. handled some New England 

6—3854a 
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pianos under the names, “R. S. Howard, New England,’’ 

67 and some other names, which I cannot now remember. The 
pianos with the name “Howard” on them, made hv the New 

England Piano Company, were called “Howard”; the only name on 
the fall board which I remember is “Howard.” Wiley B. Allen Co. 
began buying the R. S. Howard piano before I went with that con¬ 
cern. 

Fergus Coalter testified on behalf of The Baldwin Company sub¬ 
stantially as follows: 

I live in Salt Lake City, Utah ; age 61; dealer in pianos and musical 
merchandise since 1880; connected with several concerns in Salt 
Lake City. First Howard pianos which I purchased were from Robert 
S. Howard, made by the New England Piano Company, and were 
marked “Howard,” I believe. 1 purchased these, to the best of my 
recollection, in 1889 to 1890-1891; in that four years in there. I 
only remember the word “Howard” on them. 

Lucien Wulsix testified on behalf of The Baldwin Company sub¬ 
stantially as follows: 

I am and have been Treasurer of The Baldwin Company since 
December 1913. 

Cross-examination: 

“X Q. 91. Were the five letters which I now show you written by 
The Baldwin Company? A. They are signed by The Baldwin 
Piano Company, two of them are signed by me. The other three are 
signed by one of the men in our office. Yes, they were written 
by us.” 

Letters identified offered in evidence and marked “Applicant’s 
Exhibit No. Ill,” and two of the letters are set out in full below; 
the other three letters are substantially verbatim copies of the first 
letter set out below, and addressed and dated as follows: one to 
Messrs. Lit Brothers, Philadelphia, Pa., dated January 30, 1915; one 
to Seigling Music House, Charleston, S. C., dated February 4, 1915; 
and one to George B. Kennedv, Washington, D. C., dated January 30, 
1915. 

68 (Letterhead of the Baldwin Piano Company.) 

“Cincinnati, January 29, 1915. 

“Mr. Sheridan Paboll. 

Rochester, New York. 

“Dear Sir: 

“We have just been advised that you are advertising, both in news¬ 
papers and on your show windows, pianos purchased from the R. S. 
Howard Company, as ‘Howard* pianos without marks or words to 
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R.S. HOWARD CO. 

NEW YORK 


R. S. Howard Company claims to have used this marking for 
pianos since 1902 (except monogram) 
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Marking- for Player-Pianos which. The Baldwin Company c 
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The Baldwin Company claims it used this marking for 
prior to 1912 . 
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Marking 1 for pianos which The Baldwin Company claims it 
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distinguish them from the pianos bearing the trade-mark which was 
duly registered by us in the U. S. Patent Office, and write to in¬ 
quire whether or not these advertisements were made with the 

of 1 New York d C ° nSent ° r direction of the R - S. Howard Company 

“Your early reply will be appreciated. 


Very truly yours, 
E. P. H./R. 


THE BALDWIN PIANO COMPANY 
E. P. H.” 


(Letterhead of the Baldwin Piano Company.) 

"M«n S. t C. G. Da boll, ». 

156 E. Main St., 

Rochester, N. Y. 

“Gentlemen : 

“We have your letter of February 2nd, and are disappointed in 
not receiving your assurance that you would discontinue advertising 
pianos manufactured by the R. S. Howard Company of New York 
as Howard pianos. 

“The use of the word ‘Howard’ as applied to pianos made by the 
K. b. Howard Company without marks or words to distinguish them 
lrom the pianos of our manufacture is not correct. We must insist 
that it be made clear as by the use of distinguishing initials that the 
K. b. Howard Company pianos sold by you are not our product and 
that tins distinction be maintained in all advertising matter bills 
correspondence and conversation with customers. 

“We have owned the trade-mark ‘Howard’ for a great many years, 

and will take all necessary steps to protect our rights against in¬ 
fringement. 


Yours truly, 


THE BALDWIN PIANO COMPANY 
LUCIEN WULSIN.” 


A PP lic a nt \Exhibits Nos. 64 and 65 and Registrant’s 
Exhibits >*os. 26, 2i, 37, and 38, marked pages 69, 70, and 71.) 
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72 District Court of the United States, Southern District of 

New York. 

Equity. 13-75. 

The Baldwin Company 
vs. 

R. S. Howard Company. 

Final hearing in Equity, plaintiff suing for infringement of trade- 
mark 31,411 registered May 8, 1898; also of trade-mark 46,993, 
registered October 17, 1905; also of the name “Howard” as a com- 
mon law trade-mark for pianos, and for unfair competition in that 
the defendant uses, or threatens to use the name “Howard” in mark- 
***&> and in connection with the sale of pianos, as distinguished from 
the name “R. S. Howard Company,” “R. S. Howard Co..” or ‘*R. S. 
Howard. 

The registered trade-mark referred to cover the word “Howard" 
as applied to pianos, the earlier one in connection with certain 
initials indicative of the selling corporation, and the later one the 
same word displayed in a peculiar or distinctive manner of type 
The praver of the bill is for the usual relief, and in addition that 
defendant be enjoined from further prosecuting certain cancellation 

proceedings now pending in the Patent Office in respect of the said 
two trade-marks. 

The plaintiff Company is the successor in interest, title and busi¬ 
ness of the concerns (interalios) which registered said two trade¬ 
marks. 1 hose concerns either made or sold (or both) pianos marked 
conspicuously “Howard” and known as Howard pianos. Since 1896 
the plaintiff and its predecessors in title and business have pur- 
-3 sued this trade, and the mark “Howard” has always been as- 
i*ff ".ith a continuous trade which now belongs to plain- 

tin Ihe foregoing is so abundantly proven (and to a large extent 
undisputed) that the whole line of corporations or partnerships 
antecedent in business to the present plaintiff will be hereinafter 
spoken of as the “Baldwin Co.” or the “Baldwin concern ” 

t he defendant Company was organized in 1902 for the purpose of 
manufacturing and selling pianos. In it Mr. Robert S. Howard was 
and always has been the controlling spirit. The Company (so to 
speak) was made out of a piano factory in the city of New York 
pto the selling ability and salesman’s reputation of Mr. Howard. 

rt \r C < l c / ense J s th »‘ tlle R - S. Howard Company is the successor 

"ho was the first to adopt and use the name 

i; ™", ard ,f 1 on I ? ark v . f0r , plan0s * n the vear 1889 = ‘hat he so con- 
mued until 1902, when he transferred his business, includin'* the 

trade-mark or mark or name “Howard” to the defendant, which has 
continued to use that name down to the time this suit began. 

I i T i • i | <■ . prays for affirmative relief 

in that it may be adjudged to be the sole owner and entitled to the 
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us ? of the name “Howard” as a trade name or trade-mark 
PP i d o pianos, and that the plaintiff be enjoined from using that 
name or the name “Howard Piano Company” in connection®with 

nanw “Howard” « n f H ° f P ! anos V and also from registering the 
r , Howard 88 a trademark in foreign countries, and be eom- 

p ed to cancel the existing registrations in the Patent Office. 

74 (wTarS'puSSf Joh " E -*» d 

Samuel S. Watson, for defendant. 

Hough, D. J.: 

t . „ J be , < r ancellatlon ] proceedings above referred to were brought long 

taken in^tbe ’p^ the r e cord her ein largdy consists of the evidence 

voluminnn h r, P i a r °? C6 by both P arties - It is exceedingly 
voluminous, and descends into great detail. About these details 

mii't ahfatVbe C ti talnty ’ lf i n0t eontr ® diction in non-essentials, which 
men .e X b I case " Ilen even ln telligent and well-intentioned 
men te^tifx regarding occurrences of many years ago. 

( { ft *[ Pausing the entire record, however, I am of opinion that 

)i t a reIevant f acts (in the sense of visible or audible phenomena) 

fiSfJ* a mos , t d ‘ fference between the parties hereto. Con- 

from wbat ?v»f; bl l‘ ‘ hey f, re ratherm ‘he inferences to be drawn 
rom what was said or written than in respect of the happening of 

this or that event I shall, therefore, make the findings of fac 
herein comparatively brief. g OI acl 

in Ohi^eKe^f S 1fi ?-° Wa ^ d b t g ? n , hi ? active career as a Piano tuner 
n Ohio about. 18<<. He plainly developed ability far beyond the 

i'p- m A 889 " hen he ent ere d the employment 
» E *?gland Piano Company of Boston, I have no doubt 
that Mulcahy (one of the principal employees of the New England 
concern) testified accurately when he said that though he had never 
before met Mr. Howard, he had known of him for yearn as a piano 
salesman and traveller, and “we” (the New England people) “all 
congratulated ourselves on making the connection with him ” 

rr ° r i S i* doubted that Mr Gibbs of Chicago, who has known 
Howard for a long time, correctly described him as a “very 
populfir and prominent traveller and well liked by the trade ” 
the Aew England Company manufactured pianos in a Boston 
factory, one entrance to which was on Howard Street. There are 
indications that, this fact had something to do with the use of the 
name Howard by that concern; but undoubtedly the principal and 
controlling reason for selling pianos of their make with any variant 

Mr h R T T< ! « H w Vard ° n 'u** fal *- board ” "‘a® due to the'faet that 
-Mr. Robert S Howard wished to have it done when he became a 
salesman for the Company.* 

The New England Piano Company’s product consisted of two 
grades of pianos. The superior quality bore and was sold under its 

. ' T1 ’ e New England Piano Company was the trade name of one Scanlon 
title e SP throughout this Opinion by its corporate sounding 
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own name; the inferior product (consisting of about 40 per cent of 
the output) was given any name that any customer wished, and Mr. 
Howard’s selection of his own name was but one instance of a com¬ 
mon but harmless trade deception. It assisted Howard in selling 
pianos. The position of the purchaser is amusingly stated by 
Scanlon, who, when he was asked as to how a man who bought the 
piano knew the maker, replied, “You will have to ask that question 
of the fellow who sold it to him; I never attempted to explain that.” 

The first consignment of pianos bearing any variant of the name 
“Howard” went from the New England factory to the Pacific Coast 
in 1889, and I have no doubt from the testimony of Howard him¬ 
self and from that (Inter alios) of Fox of Chicago, and 

76 Dierks of Pittsburgh, that Howard represented that the pianos 
he was selling were “made for him” bv the New England 

Piano Company. This statement was not true. Mr. Howard did give 
to Scanlon and others his views as to how a piano should be regulated, 
both as to tone and action, and he probably also expressed opinions 
as to what constituted an attractive case; but it amounted to no 
more than what Scanlon testified to, viz: that it was always his custom 
with anybody that he employed to represent the concern outside, 
to have them go to the factory, see how the product was created, 
and “We were always glad to get suggestions, and always ready to 
try the suggestions.” 

The New England Company's piano that Howard sold was simply 
its second quality instrument, and he was a salaried employee. He 
did not buy the pianos, nor sell them at his own risk. Indeed Howard 
himself testified (in the cancellation proceeding and before this suit 
was brought), “I never worked on a commission in my life.” But 
he was paid a stipulated salary by the New England Company, which 
salary was not based on the number of pianos sold in any year, 
although he did get (apparently as a gratuity) $1,000 more than his 
agieed salary the first year he worked for the New England concern,, 
and thereafter his salary was increased from year to year. 

In 1894 Howard transferred his allegiance to Fischer & Company, 
but until 1896 or 1897, whenever he got a chance to sell a piano with 
the Howard mark upon it he did so and sent in the order to the 
New England Company. Scanlon says this ceased about 1897; 
it probably stopped in 1896. No other salesman except Howard 
sold pianos with the “Howard” mark upon them. No 

77 “royalty” was ever paid for the use of this name, but, as 
Howard himself testified, the sales were made “for the good of 

the New England Piano Company’s business as a whole.” 

There is no doubt that from the time any variant of “Howard” 
was inscribed upon pianos the retail trade, the user and the public 
generally spoke of them as “Howard” pianos; but there is no com¬ 
pletely satisfacton^ proof that the New England Company ever put 
out any piano bearing the word “Howard” alone. There is evidence 
that it was done, but after the most careful search, but one specimen 
of such a piano has been found in the whole United States, and I 
do not think that the exact date of this piano has been clearly shown. 
It is found that any use of the word “Howard” on the fall-board of 
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® P ' a '\° nlade by the New England Company was sporadic • but there 

New York a ’- ? Howard n i r r he 'r'V^ S ' Howard & Co.”,’“IWd, 
P . r ° rk > Aioward & Co., Boston”, and “R S Howard Sr Cn 

Boston.” After 1896 the New England Company completely ceased 

T-W- Vanan, , of ‘he word “Howard;” whatever ?id7to htle 
the.' had in or to that name was abandoned 

concern at T y he r »r™°n? rd th f employment of the Baldwin 

concern Ihe arrangement was ora , and with a Mr Wnkin urhn 

died before suit was brought. Howard says that pianos bearingh£ 

name were to be manufactured for him at an agreed price of which 

he had a memorandum and he was to be credited with the’difference 

between that pnee and the price he obtained for them • which nZ 

the same arrangement that he had had with the New Enoland Cnm 

RnM ' ' H r guaranteed a11 the pianos and purchased outright from the 
Baldwin Company a good many instruments, which he either sold to 
dealers or consigned to them. 

78 This testimony is untrue, because he never had anv ,„M, 

. arrangement with the New England Company and ”t is ut 
terly inconsistent with his previous oath that he nev« worked on a 
commission in his life. The account books produced bv the plain 
tiff persuade me that until 1899 Howard did work on „ * P • 

S™™" it”he°fid fnKA" 

It is true that if Mr. Howard found a customer whom ho lihnri 
and would take a risk on he guaranteed the account* hot 1 

tZ S plfl'im V nad % bY ‘ he plaintiff - and ‘be business of selling was 
the plaintiffs; and it was not until 1896 that the word “Howard” 

piano.” aS habltually and ex ‘ensively used on the fall-board of any 

In 1899 by written agreement, Howard became a salaried sales¬ 
man for plaintiff, and within the territory allotted to him continued 
to do just what he had done from 1896-1899. In 1902 lie resigned 
horn plaintiffs employ, established the defendant Company lind 

fhfeorporate name^Ta marked , on ,hc Aboard with 

tt»t Ej ” ame ’ I am of the opinion that there is no evidence 
that riefendant corporation has ever put the word “Howard” alone 

iW h h fa ‘ b ° ard ° f a P lan °: but ‘here is no denial of the statement 
that beginning ,n or about 1913, the name “Howard” unseen™ 

pamed Jjy a py mitials or addendum was placed upon the back of 

79 The result of the foregoing is that with the exception of a 

f „,i /> e " s P° radlc mstances of which onlv one has (even bv de 

fendants contention) been located the only piano labelled on its 
front with the word “Howard” (simpliciter) ever put forth is nlain- 
t s ins rument, of which the sales have grown from about $140,000 

♦It is to be remembered that the word “Plaintiff-” 

XLT' viD c ” but 8,1 **• 
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in 1896 to upwards of a million dollars in 1914. This business is 
the result of the energy of the plaintiff, undoubtedly assisted from 
1896-1902 by Mr. Howard for which assistance he was fully paid at 
rates presumably satisfactory to himself. 

The foregoing findings of fact (if correct) leave the case resting 
upon legal principles so simple as to require but little discussion. 

In and prior to 1896, if anybody had or could have a trademark 
in the word “Howard” or any variant thereof as applied to pianos, 
the New England Piano Company had it. Whatever that Company 
had it abandoned. 

If Howard’s story of the relations established by him with the 
Baldwin concern in 1896 were true, a good deal might he said in 
favor of the proposition that he had a trademark. 

But not only is the statement untrue because inconsistent with 
%/ 

other testimony of his own, and with the account books of the 
plaintiff (as above shown), but it largely consists in Howard’s nar¬ 
ration of what Mr. Wulsin said to him on his becoming a Baldwin 
salesman. This evidence is obviously obnoxious to Section 829 of 
the New York Code of Civil Procedure; hut if considered such con¬ 
sideration renders Mr. Wulsin’s report to his corporation of the cir¬ 
cumstances of Howard’s employment competent evidence. 

80 Having regard to the probabilities of the matter and to the 
contradictions of Howard’s testimony, I have no doubt that, 

as Wulsin stated, it was “clearlv understood that the use of this name 
(“Howard”) gives no rights to Mr. Howard other than his privilege 
to sell to dealers acceptable to us—his compensation being price re¬ 
ceived in excess of $95 for style 7.” 

If Howard had no business when he entered the Baldwin employ, 
and his agreement with plaintiff was as above found, he certainly 
created no business during his period of employment in the sense 
that must be assigned to that word in order to sustain trademark 
rights. 

Down to 1902 Howard was not a manufacturer, a jobber or a re¬ 
tailer of pianos; he was a salesman, receiving (as he says) a salary 
only; or (as I believe) sometimes a salary and sometimes a commis¬ 
sion, perhaps at times both; but always and all the time his relation 
to his employers was exactly that of a highly favored clerk who 
sells (for example) neckties over a counter, and being a well-dressed 
man himself is permitted to call one of his employer’s styles of 
neckties by his own name. 

That there can be no such thing as a transfer of a trademark in 
gross is too true to need citation to support it. If in 1902 Howard 
had no established business of his own he had no trademark. 

That Mr. Howard had an established and well tested capacity to 
get business and make business is an entirely different thing; this 
he had. and this, and this alone, he contributed to the R. S. How¬ 
ard Company. It seems to have turned out a valuable contribution. 
But because he had not business other than his own active 

81 mind and winning ways in 1902, he could not hand over to 
the defendant any rights even in his own name which were 

appurtenant to and dependent upon a business of manufacturing, 
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buying and selling belonging to him. As above nointed out ho 

"as not even a jobber, and never had been, and therefore the ease 

much relied upon by defendant of Nelson vs. Winchell 203 Mass 
< 0 , is inapplicable. 9 iuass *> 

M hat Howard did have in 1902 was the undeniable right to u=e 
Jus own name in his own business, and this he has done 8 and this 
11 hc hoped to do (in my judgment) until about 1904’ when he 
began to talk with plaintiff’s New York representative about getting 
ole control of the name “Howard." He 'followed up this C 
in 1905 bv beginning two actions in the Supreme Court of this State 

fs g TnsttuS 1 ® iTrr M it? 0fti T' T } e complaint hi‘that case 

j i H f ? r 1 ov . er Howard’s verification that since 
1 i, Howard had manufactured or caused to be manufactured and 
sold a style of piano “created by him” which he causeZo be marked 
with the name “Howard.” That in 1897 after Howard had S 
anufacturing or causing to be manufactured and sold pianos 
bearing this name of “Howard” for upwards of eightVear* he “- 
tcred into an agreement with I). H. Baldwin * Co., wherebv that 

nZ”‘T n 1 *° ,nan,1 [ ac ' ture P! >id pianos bearing the name “How¬ 

ard for said Robert S Howard.” And finally this complaint states 
that in consideration of this agreement he permitted Baldwin & Co 

Tt is further instructive to compare this verified complaint with de- 
fendant s verified application to cancel plaintiff’s trademarks 
8- herein. In that application it is said that in 1889 and prior 
thereto Howard was engaged in New York in the sale of 
pianos manufactured for him. and in that year he adopted “How- 
a jl , as 1 1 ] ls trade-mark for the pianos manufactured for him and 

nnrt / V an( * ^ lat * ie continued to have pianos so manufactured 
and marked continuously until the time he transferred said trade 

toThe def e cndam"hercin bUSineSS ° f manufacturin K a "d filing pianos 

% ei n K 

furnish a very strong confirmation of the result' in matters of fact 
above attempted to be set forth. 01 lact 

This course of pleading and defendant’s line of argument all rest 
think upon the assumption that a trademark or trade name is some- 
tlnng that belongs to the first devisor thereof through every change 
of his business relations, and follows him like a Patent of a Copy! 

”40 r jno ,S - p0ln {, ,lle rp £ n . t <,<!01?K,n in Hanover Co. vs. Metcalf, 
r .i ■ 40 "’ 13 P f '' ha P s sufficient authoritv. My own views I have 
«* a t some length in Carrol! vs. M’llvaine 171 Fed Ren 

h/cW ’ 93 F n' an r d ,atel y in Present A. 

ls -M c Williams , Opinion dated January 10, 1916. 

oJ iK net T'.'.tt is th ?, f , P ,aintiff > and plaintiff aione, is entitled to 
n the n W ° rd f (s,m P U i iter ) on the fall-board of pianos, 

"Z "I 1116 of T, Company that manufactures those pianos or 
handles them or sells them, and in advertising matter relating to 

7—3854a 


60 


T. E. ROBERTSON, ETC., VS. V. S. OF A., ETC. 


pianos. Similarly the defendant and defendant alone is en- 

83 titled to use “R. S. Howard” or “Robert S. Howard” in like 
manner. In other words their relations to the word “How¬ 
ard” must remain as heretofore, and as acquiesced in by both parties 
until in 1914 Mr. Howard began the cancellation proceedings in 
the Patent Office. 

I am inclined to think if this Court has the power, it is inad¬ 
visable to seek to prevent the continuance of the cancellation pro¬ 
ceedings in the Office. 

It is plain to me that the object of these proceedings is primarily 
to get rid of something which constitutes an obstacle to the extension 
into certain foreign countries (e. g. Cuba and Uruguay) of the 
business of the R. S. Howard Company. 

I doubt whether under our law the name “Howard,” being a not 
infrequent surname and place name, can be appropriated as a strict 
trademark. I have no doubt that the original registration in 1898 
was made with the full knowledge and consent of Mr. Robert S. 
Howard. He admits the knowledge; the consent is implied from 
the course of business. But if lie could not make a strict trademark 
out of his own name, I am unable to see how anybody else could do 
it even with his consent. 

The defendant’s counterclaim must be dismissed with costs, and 
the plaintiff given a decree with costs; but I incline to ground that 
decree solely on principles of unfair competition, and leave the 
trademark situation to take care of itself; but upon this point I am 
willing to hear further argument if the matter is pressed, as it was 
not much alluded to in argument. 

C. M. HOUGH, D. J. 

May 15, 1916. 

84 District Court of the United States, Southern District of New 

York. 

Equity. 13-75. 

The Baldwin Company 


vs. 

R. S. Howard Company. 

Memorandum on Settlement of Final Decree. 

Memorandum. 

After reflection, I am convinced that the proper order should 
preserve that status of the parties to this suit which existed until the 
defendant began to stamp “Howard” merely on the back of its 
pianos and to encourage advertising (if not to advertise itself) under 
the name “Howard” alone. 

The defendant has never used “Robert S. Howard” or “R. S. 
Howard” without the suffix “Company” or “Co.” There is no reason 
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why it should do it; there is no evidence that it has any right to 
do it—although Mr. Howard could doubtless create that right (so 
far as he is concerned) at any moment. 

The plaintiff has the superior right, and that superior right can 
best be maintained by requiring the suffix “Company’' or “Co.” to 
be used by the defendant. 

I have therefore signed the decree as propounded by plaintiff. 

C. M. HOUGH, D. J. 

May 23, 1916. 

Memorandum.—Decree of United States District Court is set out 
in full in Paragraph 7 of the Amended Bill of Complaint. 


85 United States Circuit Court of Appeals for the Second Circuit, 

October Term, 1916. 

No. 130. 

Argued October 4, 1916. Decided November 14, 1916. 

The Baldwin Company, Complainant-Appellee, 

v. 

R. S. Howard Company, Defendant-Appellant. 

Appeal from the District Court of the United States for the Southern 

District of New York. 

Before Coxe, Ward, and Rogers, Circuit Judges. 

On appeal from a decree of the District Court for the Southern 
District of New York in an action brought by the Baldwin Com¬ 
pany against the R. S. Howard Company for unfair competition bv 
reason of the use by the defendant of the Complainant’s trade-mark 
“Howard” upon pianos not made or sold by the complainant. The 
opinion of the District Court is reported in 233 Fed. Rep. 439. 

Lawrence Maxwell, Edmund Wetmore, John E. Cross and Oscar 
W. Jeffery, for Complainant-Appellee. 

Samuel S. Watson, for Defendant-Appellant. 

Coxe, J 

This is an action in equity upon the trade-mark “Howard” as 
applied to pianos. The custom of the trade is to stencil the name 
upon the front of the piano just above the keyboard and also upon 
the cases in which the pianos are shipped. The question here is 
whether the R. S. Howard Company, the defendant, has a right to 
use the word “Howard” as a trade-mark in connection with sales of 
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pianos manufaeturered by it. That it may use its own name, 
R. S. Howard Company, is not disputed, but the contention 
is that the complainant has a right to the use of the name 

Howard alone as applied to the fall-board of the pianos manu¬ 
factured by it because of its long use and also because of the defend¬ 
ant s acquiescence in that use. The Baldwin Companv adopted the 
name “Howard” alone to designate pianos sold by it ‘in 1890 with 
the full knowledge of R. S. Howard and procured the trade-mark in 
that name with his acquiescence. It has built up a large and 
flourishing business in this manner, with the knowledge of R. S. 
Howard and it would now be most inequitable to permit him to 
destroy this business and reap the fruits thereof bv transferring a 
large part thereof to himself. He has a perfect right to use his own 
name, R. S. Howard, in the piano business but he has not at this 
late day the right to appropriate the good will of the complainant’s 
business by the use of the trade-mark “Howard,” which has bv long 
use come to mean the pianos sold by the complainant. 

The name “Howard ’ without prefix or suffix, when used in con¬ 
nection with pianos indicated that they were the product of the 
Baldwin Company, the complainant herein. There can be no doubt 
as to the wide publicity given by the complainant to the “Howard” 
piano and the large sales made by it under that name. In other 
words it was the enterprise, energy, capital and brains of the coin- 
plamant company that established and maintained the reputation 
of the Howard Piano and that company is entitled to have its rights 
protected. Ihe facts necessary to understand the situation are fully 

set out in the opinion of Judge Hough and need not be repeated 
here. ' r 

The appellant disputes the validitv of the trade-mark 
8/ registrations but it is contended that the validity of these 
registrations is not in issue in this case, at least so far as this 
court is concerned. The appellee’s brief contains the following: 

“The appellant’s brief attacks the plaintiff’s right to its trade-mark 
registrations, but the validity of the registrations is not in issue in 
the case At the final hearing below, plaintiff did not claim infringe¬ 
ment of its registrations and confined its charge of infringement 
solely to its common law rights in the name ‘Howard,’ and"jud"e 
Hough at the close of his opinion said : 

“ iJ inline to ground that decree solely on principles of unfair 
competition and leave the trade-mark situation to take care of itself- 
but upon this point I am willing to hear further argument if the 
ls pressed, as it was not much alluded to in argument ’ 

The matter was not pressed by either side and therefore there is 
no finding about it in the decree. It was evidently the opinion of 
the court below’ that all questions concerning the validitv of the 
registrations should be left to the Cancellation Proceedings instituted 
bv the R S. Howard Company in the Patent Office and now about to 
come to final hearing there.” 

We are inclined to think that the court was not called upon to hear 
what were practically moot questions not essential to a decision and 
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Registration is refused on the trade-mark of The Valley 
Piano Company, 31,411, Mar. 8, 1898. 





Sernl No. ^ Psper No. * 










of February 80, 1905, which provide, for the registration 
of the name of an individual, firm, corporation, or association, 

when written, printed, impressed, or woven in aaa. partioular 
or distinctive raamer* 

The Trade-Mark of The Talley Gem Piano Company, 
registered Mar. 8, 1898, Mo. 31,4U, together with the goo*, 
will of the business in oonneotlon with which the saw was 
used was transferred to and 1. now the property of THE BALD. 

Win COMP AMT, the applicant in this case, as is shown by the 
affidavit of Mr. Iuclen Wulsln, attached hereto. 

Respectfully subaitted, 
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of THT? BAT,.win COMPANY the applicant in the abovenamed appll- 
cation for the registration of the word "HOWAPD* as a trade¬ 
mark for Pianos; that he was __ 7^7//^ of the 
Valley Gen Piano Company when that corporation adopted the 










Acting Examiner 








Commissioner of Patents, 

Sir: 

Communication from the Examiner in charge of the 









Registration is again, and finally refused 






THE BALDWIN COMPANY 



Acting Examiner. 












i zing the Registration of Trade-Mar 



publication of the mark may be obtained as soon as published at five cents 
each. Coupons are receivable therefor. 

Respectfully, 
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UNITED ST ATES PAT ENT OFFICE. 

THE BALDWIN COMPANY, OF CINCINNATI, OHIO. 


TRADE-MARK FOR PIANOS. 


*a 46,09a 


tatamaat and Declaration. 
Apfllcmtio. 11*4 April 4,1906. krUl X.. m. 


■ • giatf d Oct. 17,190ft. 


r j, . BTATJffi 

To all whom it may concern: 

Be it known that The Baldwin Company 
a corporation organized and existing under 
the laws of the bute of Ohio, having its prin- 
cipal place.of business and domiciled at Eden 
Fark entrance, in the city of Cincinnati, in 
said JHate, has heretofore adopted and used a 
trade-mark, of which the following is a de¬ 
scription. 

The trade-mark sought to be protected by 
the application in connection with and as pert 
of which this statement is made is shown in 
the accompanying drawing and consists of the 
name Howaed,” printed in the distinctive or¬ 
namental type resembling Old English, which 
consists of a capital ** H " of a peculiar orna¬ 
mental design having a depending tail from 
the upper end of the left vertical bar and from 
the lower end of the right vertical bar and 
having verucd lines crossing the cross-bar of 
**• -All of the letters have pointed lat- 
erdprojectious in the centers of all vertical 


mbnt. 

This trade-mark has been used continuously 
in the business of said corporation and that of 
»ts predecessors since December 15 , 1896 . 

The slass of merchandise to which this trade¬ 
mark is appropriated is pianos, and the par¬ 
ticular description of goods comprised in such 

class on which said corporation uses the said 
trade-mark is pianos. 

f t i ie I>r *V i * ce of corporation 

to affix the trade-mark to the pianos by print¬ 
ing, stenciling, or impressing it upon the fronts 
of the pianos just above the keyboard or upon 
any other prominent and conspicuous part of 
the piano, also upon the boxes or cases in 
which the pianos are shipped, also to use it in 
other usual and suitable ways. 

THE BALDWIN COMPANY, 

By LUCIAN WULSIN. 

Witnesses: 

M. Strong, 

L. D. Sargent. 


DBOLA] 

State of Ohio, county of Hamilton, ss: 

Lccien Wulsiw being duly sworn, deposes 
and says, that lie is president of The Baldwin 
Company the applicant named in the forego¬ 
ing statement; that he verily believes the fore¬ 
going statement is true; that he believes The 
Baldwin Company to be the owner of the 
mar^t qought to be registered; that no other 
person, firm, corporation, or association to the 
best qf his knowledge and belief has the right 
to use the mark, either in the identical form 
or m any such near resemblance thereto as 
might be calculated to deceive; that the trade- 


iATIOXV. 

mark is used by The Baldwin Company in 
commerce among the several States (and) be¬ 
tween the United States and foreign nations 
and particularly between the United Stales 
and ( anada; and that the description, draw¬ 
ing a.»d specimens presented, truly represent 
the trade-mark sought to be registered 

LUCIEN WULSIN. 

Sworn and subscribed before me this 31 st 
dajr of March, 1905 . 

A. P. HAGEMEYER, 
Notary Public, Hamilton County. Ohio. 









TRA DE-N ARK. 

THE VALLEY OEM PIANO COMPANY. 

CABINET GBAND PIAN08. 

No. 31,411. Begistored Mar. 8,1888. 
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WITNESSES: 
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United States Patent Office. 


THE ' ALLEY GEM PIANO COMPANY, OP CINCINNATI, OHIO. 

TRADE-MARK FOR CABINET GRAND PIANOS. 


AffUcttlw «M Irak 


V* 81,411, 
II, 1917. 


To «// whom it mau concern: 

thAt ■* Vallky OEM 

under the 

lews of the State of Ohio, having ite principal 
5 . ° f - bo * i ? eM in Cincinnati. Hamilton 

aTniu. v F S,n, T*l *“* udopted for its use 

*? PUn ?* of whJch the fol- 
f ° ’ c eftr ; * nd exact ipccifleation. 
I ne trade-mark of aaid companv consists 

IO IW.:. 110 ?" 1 ” 1 " connection with 

Inon^!!* 1 -1 G P . Co ” In th « form of a 
. The »« h **« generally l*en ar- 

t°r , n lhe Accompanying fac¬ 
ie « ii7 h C '.* , ! ,oy nppC8r ’ 80 fnr *w the 
5 « “-T? - * conwrned - iu straight- 

{2i2Pi£fi ornamental old English style, 
JSCSil hich * ,n * n ornamental panel or 
tailpiece, appear the initials “V O P Co” 

°! * “onogram and the words 
dimmmI 0r " nd /’ °® oach side of said 
lk5ne * Ul the Pcu«l, in carved 
P* 7 * ftP*. »ppcws "Cincinnati, U. S. A.;” 
® a J “tter, together with the words " Cabl- 

"5 t «S? Dd V I *^ e P® nel * *"<1 form of lettering 
5 of Howard, may be differently arranged 


STATHMBIffT. 


Without materially altering the character of 

«-J^-vor»«^SSU£ o 

This trade-mark has been used continuously *° 
by said corporation in business since Deeem- 
1 ber 13, 1896. 

The class of merchandise to which this trade- 
mark is appropriated is pianos, and the par- «« 
ticular description of goods comprised in soch ** 
class on which it is.used is cabinet grand pi¬ 
anos. 

practice to afflx said trade- 
mark in gilt shaded letters on the fronts of «c 
“•fiK *bore the keyboard and also 

i * upo ". clpouUr ^ Porters, and other 
advertising matter. 

TBE TALK! GEK FIAJfO 08, 

8f UCIEX WCIAIX. 

Prut 

Witnesses: 

Okohqk S. Bailt, 

Ws. j. Pick. 


MtaU of Ohio, county of Hamilton, ss: 

Lucie* w uuw, beingduly sworn, depoeee 
and says that he is president of the corpo¬ 
ration and applicant named in the foregoing 
* rtetame nt; that he verily believes that the 
foregoing statement is true; that said corpo¬ 
ration has at this time aright to the useofthe 
tnrie-mark therein described; that no other 
pereoo. Arm or corporation has the right to 
IO tithsr in the identical ^brao? In 




any suen near resemblance thereto *« mlsht 
J* c * U ” !f tod to deceive; that.it Is used^by 
it in eoameree between the United States and 


£S«5 J5*.S°“®! f In . d, an tribes, and partien- 
larly with the Dominion of Canada. that tc 

thedescripUon and facsimile presented for 

tobTrsSsrereS re * e,ltth * tnMi# * mArk ">oght 

LITCHEN WULSlfc. 

Sworn to and subscribed before me this 8th 
dag of November, 1897. 

mL 1 * *•! „ ... GKORG^E 8. BAILT, 

* 2 L£o&' , * u * M 












T. E. ROBERTSON, ETC., VS. U. S. OF A., ETC. 53 

n^t le ff T.U if dec ; id ?, d aceord ing to the appellant’s contention would 
not affect the controlling question in the least. ’ 

I he decree of the District Court is affirmed. 
ard, Circuit Judge (concurring): 

tW C0I Ti UI 1D ,h ? ? pinion of the court but think we should go fur- 

ir the word 0 “How»rH>> Set UP t in , ite °" u nershi P of a trade-mark 
ior tne word Howard registered under the Act of 1881 and nf 

another such trade-mark registered under the Act of 1905 and 

dpf^rl t l at - be declared the exclusive owner of both ’ The 

defendant in its answer alleged that both these trade-marks were 
entered without authority of law and in its counterclaim 

declared im"hd ma Tffi ‘I™* Such ^rations be 

inder the Act of 1881° t i° p ^ ecause “ to the , trade-mark registered 
unuer me Act of 1881 there is no evidence that it was ever u«ed in 

commerce with foreign countries or with the Indian tribes and as 

for the trade-mark registered under the Act of Februarv 20 1905 

i wa, a surname and not used for ten years before™? paLge of 

f .11 Iv d !h P ayed m such a P arti cular or distinctive manner as to 
fall within the exception contained in Section 5 and so was not en 

titled to registration. The defendant duly assigned error to the 
hearing* 1 ^ r<>SpeCt and argued the qucstion in its brief and at the 


(Here follow reproductions of original folios 89 90 91 99 99 1 / qq 
94, 95, 96, 97, 98, 99, 100, 101, 102, 103, 104 lo\\ aid 1060 3> 

107 Final hearing October 9, 1916. 

In the United States Patent Office. 

Cancellation No. 301. 

R. S. Howard Company 
v. 

The Baldwin Company. 

Pianos. 

Registration No. 46,993, Issued Oct. 17, 1905. 

Mr. Samuel S. Matson, for R. S. Howard Companv 
win^Oompany Uart & St6Ualt and Mr ' John E - C™ 85 . for The Bald- 

This is a petition by the R. S. Howard Company to cancel trade- 
ber r i7 re i905 a “ On 46 ’" 3 ‘° The Bald ' vi “ Company Oct 
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In another proceeding (cancellation No. 302) the R. S. Howard 
Company seeks to cancel trade-mark registration No. 31,411, issued 
to the Valley Gem Piano Company March 8, 1898, which registra¬ 
tion is also now owned by The Baldwin Company. 

The two proceedings are so closely related, and the matters to be 
decided are so nearly identical, that only one record has been com¬ 
piled, and the cases have been submitted and tried as one. Only 
one opinion will therefore be prepared, and the whole situation as it 
applies to both proceedings will be discussed therein. 

The earlier registration (No. 31,411) was issued under the Act of 
1881, and is for the word “Howard,” together with the letters 
“YGPCo.” arranged in monogram, the lettering being Old English. 
Registration No. 46,993 was issued under the act of 1905 and 

108 is for the word “Howard” alone arranged in substantially 
the same type as the earlier registration. Both marks are for 

pianos. 

After these petitions for cancellation were filed suit was brought by 
The Baldwin Company in the District Court of the United States for 
the Southern District of New York against the R. S. Howard Com¬ 
pany, the petitioner herein, based upon the identical registrations the 
cancellation of which is sought in these proceedings. The suit was 
sustained and the court held the complainant, The Baldwin Com¬ 
pany, entitled to the use of the word “Howard” alone on the fall- 
boards of pianos (The Baldwin Company v. R. S. Howard Com¬ 
pany, 233 F. R., 439). This decision has since been sustained by 
the United States Circuit Court of Appeals for the Second Circuit 
(not yet in the Federal Reporter). It has thus been decided that 
The Baldwin Company is entitled to use “Howard” ( simpliciter ) 
while use by the R. S. Howard Company is limited to certain dis- 
tinguishing characteristics such as “R. S. Howard,” “Robert S. How* 
ard,” “R. S. Howard Company,” or some familiar phraseology clearly 
distinguishing from the use allowed by The Baldwin Company. 
By reason of the decision in the suit it is contended on behalf of The 
Baldwin Company that the question of the right of the R. S. How’- 
ard Company to cancel these registrations is res ad judicata, and that 
the petitions should therefore be dismissed. 

While the rights of the parties with respect to use of the w T ord 
“Howard” have been settled, it does not necessarily follow' that the 
right to cancel has been determined. In fact, both the trial court 
and the appellate court specifically passed over the question as one 
unnecessary for them to decide. Judge Ward, however, one 

109 of the judges constituting the appellate court, in a concur¬ 
ring decision, expressed himself as clearly of the opinion that 

the court should go further and decide the question of the validity 
of the registrations. It may therefore be regarded as definitely de¬ 
termined by the Circuit Court of Appeals of the Second Circuit that 
The Baldwin Company, the registrant and defendant herein, is en¬ 
titled to use the word “Howard” ( simpliciter ) upon the fall-boards 
of pianos, whereas the R. S. Howard Company, the petitioner herein, 
is restricted to the use of “R. S. Howard,” “Robert S. Howard,” or 
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spfipISiil 

n, the right, question or fact once so determiner! mn-t t 
tween the same parties or their nrivieT 1 * i. d ’ n us ‘> « s be ' 

tahlished as long as the iudgnient in tlJ fil^" f 83 C0n0 uslvel - V es * 
fied. juugment in tiie first suit remains unmodi- 

(Sourtern Pacific R. R. Co. v. United States, 168 U. S., 1, 

IIo "' ard . Company is not entitled to use “Howard” 
bioadly, such company is not damaged by the registration n>dn f 
some reason not considered by the court.' 8 tni,Ion u ‘iless for 

Among the grounds set up for cancellation it is alleged that “IIow- 

11 n W j 18 1 . nt ' re v a common surname not distinctively written 
110 and is also a geographical name, and therefore unreriSe 
as a trade-mark. But if it is settled that thn p J lJ trabi ? 

£n^^ n v! h N^IbS ti St“rt n of < T , b e ficr 7/ a ' |lt |' l ‘ b | i o n (Mc- 

O. G. '995; 30 App D C 337 t! h™ 8 ? ^ Co > 133 
^ Lonfi Hook & Eye Co.,’ ilo O G mT S^Zp d'cS? 

A^D C C T 9 P 3) n ' V Th I e n e e x r a bOr0USh - BWin * C °> OO. 

fore to decide these matters. 13 " 0t Cal,ed u P on tb ^‘ 

nnme 1S “ a u° UrR m • tha , t the re £ istrati °n should he canceled because the 

SSSSSSH 

upon its pianos long prior to the time the p c tt 1 n J " ai( * 

seToftTli, and \ U 9Uch „ USe - ^ 1 k„” Se C a°„7r 

er"s brief do n^ d p r 0,lally '- The cases "ferred to In petition- 
cumstances. The* rule i^thata party mav not*' 0 " SU ° h dr ' 

=2 K-jsna BS Sgss i B 

°ZZ e 7 rish, f •“ asainst the tmde-mark owner ’ While the ne” 
titioner herein claims superior rights to the name “Howard ” the 

court in the equity suit has held otherwise 

trafion Yn 4 r fi °q U Q n a d se i Up 88 , a basis for cancellation of regis¬ 
tration ^o. 46993 is that such registration is being used £ a 
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basis for securing registrations in certain foreign countries. This 
question was not passed upon bv the court and apparently was not 
presented in such a way as to require consideration. Therefore, not¬ 
withstanding the fact that the petitioner is limited to the use of R. 
S. Howard,” “Robert S. Howard,” “R. S. Howard Company,” etc., 
the mark might nevertheless be canceled should it be shown that the 
registration is used to secure rights abroad which work injustice to 
the petitioner when the petitioner marks its goods as required by the 
court. In other words, if it appears that importation by the R. S. 
Howard Company into foreign countries of pianos marked R. S. 
Howard,” “Robert S. Howard,” “R. S. Howard Company,” etc., has 
been prevented, or adversely affected, by reason ol 1 he Baldwin Com¬ 
pany s registration in such country or countries of the name How¬ 
ard” ( slmplicitcr ), it is believed that the petitioner would be dam¬ 
aged within the terms of the statute, and the registration would bo 
canceled. 

The burden of proving such injury is, however, upon the R. S. 
How ard Company, and the evidence which has been introduced upon 
this point is far from being conclusive. ihe Baldwin Company ad¬ 
mits that certain registrations ot the word Howard ha\e been se¬ 
cured in various foreign states. The evidence is to the effect that 
the R. S. Howard Company had been doing a large piano business in 
certain of these countries and particularly in Cuba. It is asserted 
that one of this company’s agents subsequently started in business 
for himself and secured from the l nitcd States pianos manufactured 
by The Baldwin Company and marked “Howard.” There- 
112 after The Baldwin Company secured registration of the name 
“Howard” in Cuba, and thus prevented the R. S. How’ard 
Company from selling pianos there. There is also testimony by an 
expert, one Barber, with respect to the trade-mark conditions in 
Latin-American countries. lie states (Q. 4) that in certain of the 
countries prior registration in the l nitcd States is a prerequisite for 
citizens of the United States to secure registration in such countries, 
and that in certain of these countries it is a criminal offense to in¬ 
fringe registered trade-marks. I his witness admits, howe\er, (X Q. 
40) ''that the mere registration of “Howard” ( simplicitcr ) by The 
Baldwin Company ought not in certain of these states at least to pre¬ 
vent the sale of goods bv the petitioner when marked w ith its full 
name “R. S. Howard,” “Robert S. Howard ” “R. S. Howard Com¬ 
pany,” etc., but makes the comment that it is not always easy in 
these states to actually obtain those rights which the laws are intended 
to secure. 

Thus while the petitioner’s evidence tends to convey the idea that 
the registration of The Baldwin Companv ot the word Howard in 
Cuba and elsewhere is operating to the injury of the company, the 
evidence fails to show how the goods which it ships or has attempted 
to ship into these countries were in fact marked. It is not asserted 
that goods marked “R. S. Howard,’ “Robert S. Howard, or R. fe. 
Howard Companv,” etc., have been held up and importation pre¬ 
vented by reason of The Baldwin Company’s registration. If the 
goods were marked “Howard” alone and the right of entry refused, 
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113 n0 The h b t0 r* a has 

ft 

“Howard” when It Zlf h«* Jin Com P anv9 registration of 

petitioner has faded’to do a,d C ° mpan - V >” etc - This the 

pany, should not be canceled. ’ yU ’ * The Baldwin Corn- 

Limit of appeal: July 20, 1917. 

H. E. STAUFFER, 

June 30, 1917. Examiner of Interferences. 

JfcSZSSStZ ftfVT i« refer- 

lowed .he “i I” 7 ’- 

the petition to cancel. registration No. 46,993, and dismissed 


114 


Hearing October 22, 1917. 

In the United States Patent Office. 
Cancellation Proceeding No. 301. 
R. S. Howard Company 


The Baldwin Company. 

Appeal from Examiner of Interferences. 

1905 , a ^ M 46 k 993 f ^ BaIdwin Com Pany, registered October 17 , 

^-V&fSaSSa Baldwin 

October 17, 1905. ’ ’ d to The Baldwin Company 

In another proceeding (Cancellation No 3021 tho r c ti 
Company sought to cancel trade-mark registration No. Sl.fi^H 
8— 3854a 1 1 
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to The Valley Gem Piano Company March 8, 1898, which registra¬ 
tion is owned by The Baldwin Company. 

The two proceedings arc closely related. Only one record ha9 
been presented and the cases have been submitted and argued as 
one. 

Registration No. 31,411, which was issued under the Act of 1881, 
is for the word “Howard’’ in old English letters, together with the 
letters “V. G. P. Co.” arranged in a monogram. Registration No. 
46,993, which was issued under the Act of 1905, is for the word 
“Howard” alone, appearing in substantially the same type as 

115 that word appears in the earlier registration. Both registra¬ 
tions cover the use of the marks on pianos. 

After these petitions for cancellation were filed suit was brought 
by The Baldwin Company in the Southern District of New York 
against the 11. S. Howard Company, based upon these same registra¬ 
tions and also upon its common law rights. In addition to the other 
relief sought the plaintiff asked the prosecution of the cancellation 
proceedings be restrained. The R. S. Howard Company in a cross 
bill asked that the registrations be held invalid. 

The Court denied the request for the prohibition of the prosecu¬ 
tion of the cancellation proceedings, declined to pass upon the 
validity of the registrations, but held that The Baldwin Company 
was entitled to use the word “Howard” alone on pianos, and that the 
R. S. Howard Company was not entitled to use the word “Howard” 
alone but only the words “R. 8. Howard Company,” or the words 
“Robert S. Howard Company.” The decision was affirmed on ap¬ 
peal, one of the judges in a concurring opinion holding that the 
registrations should both be declared invalid. 

The Examiner of Interferences held that if the R. S. Howard 
Company is not entitled to use the word “Howard” alone, it was not 
damaged by the registrations unless for some reason not considered 
by the Court. He considered the question whether the registrations 
were invalid bv reason of the fact that “Howard” was the essential 
part of the petitioner’s name, but held that a party could not adopt 
as a part of its name the trade-mark of another and then claim any 
special rights as against that party. He also considered the question 
whether the R. S. Howard Company was damaged by the use 

116 of Registration No. 46,993, by The Baldwin Company as a 
basis for securing registration in certain foreign countries, 

and held that the R. S. Howard Company had not established any 
such damage. 

In the decision of the District Court the relation of the parties is 
set out at length. It appears that R. 8. Howard was a piano sales¬ 
man and was connected with various piano companies; that for sev¬ 
eral years he was connected with The Baldwin Company and in 1902 
organized the R. S. Howard Company and has been connected there¬ 
with ever since. 

The decision in the suit determined fully the rights between these 
parties so far as the use of the name “Howard” is concerned. The 
R. S. Howard Company cannot use the word “Howard” alone, or 
prevent the use of the word “Howard” alone by The Baldwin Com- 
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pany, and The Baldwin Company cannot prevent the use by the 

“RoirtTHoSrfSply’’ " 0rdS “ R - S ' H ° Ward C ° mpan y 01 
It is well settled by a long line of decisions of the Court of Anneals 
o the District of Columbia that a party cannot sustain a cancellation 
proceeding unless he can establish that he is damaged bv the rezis 
tra ion of the mark. The rights of the parties to the^se of the mSk 
n this country having been fully determined by the Court it is not 
fff" ‘he rights of the R. S.‘ Howard Company are in »y way 
affected by the registration. No suit could be sustained against the 
r , S ' Hon aid Company for any use of the words “R. S S Howard 
company, or Robert S. Howard Company,” and it has no right to 

the use of the word “Howard” alone. u n nas no ngnt to 

So far as the question of foreign registrations is concerned, there 
is no testimony that the R. S. Howard Company has in any 

11 ‘ "uLjTh 11 lnterfered " lth in its trade in foreign countriw 
" here the pianos were marked with the name of the company 

and they have under the Court decree no right to mark them oVr- 

R S S Tt" e ° f lr " ltnesses testiAcd that the trade of the agent of the 
R S Howard Company in Cuba would have been interfered with 
had the registration of the name “Howard” in Cuba been effected 
J The Baldwin Company, but it does not appear whether that 
testimony was based upon the fact that at one time R S Howard 
had marked pianos with the word “Howard” alone or not ' 

lhe witness Barber testified that the registration of the word 

burden'upon' thoT£°Tr ' A ™ eT ' can countri e3 might put an undue 
ouraen upon the R S. Howard Company to sustain its rieht to sell 

r 1 ^ name of the company since it would be 
difficult to establish that the marks were not substantially the same 

As pointed out by the Examiner of Interferences, however the 

anrHfV* l i ,p ° n ‘il® , R ' S , Po ' vard Company to establish the injury 
and if goods marked with the name of the company had been held 

up or the importation prevented, it was encumbent upon the com¬ 
pany to show it, which has not been done. 

It may be noted as appears from the record and as stated in the 

uttfftvi 15 f f „ b ? th Courls > ,hat the earlier registration was obtained 

tinn h n fu kl , K ’')- e< ge 0 , f , R - s - Howard; that he made no objec¬ 
tion to its registration and he made no objection to the use of the 

"’ ord Howard by The Baldwin Company for several years after 
he left its employ It is further to be noted that at one dme a ui 
was brought in the Courts of New York by R. S. Howard to 
118 prevent the use of the word “Howard” by The Baldwin Com¬ 
pany, but this suit was withdrawn and The Baldwin Com- 
pany continued to use the word "Howard” for a number of yeWs 
thereafter and built up a large trade without any objection on the 

part of R. S. Howard or the R. S. Howard Company until the can¬ 
cellation proceeding was brought in 1914. J n 

Attention is called in the Brief to the following statement of the 
Commissioner rendered on a petition: 

It is urged that the R. S. Howard Company has not shown the 
injury required by the statute. But if the mark is not registrable I 
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think any one who is legitimately using the name “Howard” on 
pianos is injured by the registration sufficiently to warrant can¬ 
cellation proceedings. 

That decision was rendered before the decision in the suit and 
expressly states that the person who would be injured by the im¬ 
proper registration is one who was “legitimately” using the name 
“Howard” on pianos. But the Court proceedings determines that 
the R. S. Howard Company has no right to use the word “Howard.” 

It is urged that the name “Howard” and the name “R. S. How¬ 
ard Company,” or “Robert S. Howard Company,” are substantially 
the same, and therefore there would be likelihood of confusion. The 
best evidence, however, on this point is the fact that although The 
Baldwin Company has continuously used the word “Howard” since 
a time prior to the organization of the R. S. Howard Companv and 
the R. S. Howard Company has been in business since 1902, yet 
there is on the record no proof of any confusion. 

It must be held, therefore, that the petition for cancellation was 
properly dismissed. 

The decision of the Examiner of Interferences is affirmed. 

R. F. WHITEHEAD, 

First Assistant Commissioner. 

Feb. 1, 1918. 

119 Memorandum.— Decision of Assistant Commissioner of 
Patents in reference to Registration No. 31,411 which was 

filed February 1st, 1918, followed bis decision respecting Registra¬ 
tion No. 46.993 and affirmed the decision of the Examiner of Inter¬ 
ferences dismissing the petition to cancel Registration No. 31,411. 

120 In the Court of Appeals of the District of Columbia. 

Patent Appeal No. 1201. 

R. S. Howard Company, Appellant, 

vs. 

The Baldwin Company, 
and 

Patent Appeal No. 1202. 

R. S. Howard Company, Appellant, 

vs. 

The Valley Gem Piano Company (The Howard Piano Company 
Substituted) and The Baldwin Company. 

These are cancellation proceedings brought by R. S'. Howard Com¬ 
pany, a corporation, against the Baldwin Company, a corporation. 
One is to cancel the certificate of registration of a trade-mark con- 
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sisting of the^ word “Howard” registered by the Baldwin Company 
on October 17, 1905, and the other is to cancel the certificate of reg¬ 
istration for a trade-mark consisting of the word “Howard’’ in con¬ 
nection with the initials “YGPCo” arranged in monogram, registered 
by the Valley Gem Piano Company on March 8, 1898, and now 
owned by the Baldwin Company. Both marks were registered as 
trade-marks for pianos. 

These cases were consolidated and heard together in the Patent 
Office, and will be so considered here. From the decision of the 
Commissioner denying the petition, the Howard Company appeals. 

It appears that appellant corporation was organized in 1902, and 
that for a number of years prior to that R. S. Howard, the organizer 
of the corporation, had been an agent for the sale of pianos for the 
Baldwin Company. During that period, Howard sold pianos 

121 extensively throughout the country bearing the trade-mark 
“Howard.” It appears, however, that pianos similarly marked 

were extensively hold by the Baldwin Company through other 
agencies than R. S. Howard. After its organization, the Howard 
Company sold pianos marked on the fall-board “R. S. Howard 
Company,” and advertised itself extensivelv as manufacturers of 
“Howard” pianos. 

This resulted in a suit by the Baldwin Company against the 
Howard Company for unfair competition in the United States Dis¬ 
trict Court for the Southern District of New York (233 Fed., 439), 
resulting in a decree restraining the Howard Company from mak¬ 
ing or selling pianos bearing the word “Howard” alone, but per¬ 
mitting it to use the marks “R. S. Howard Company” and “Robert 
S. Howard Company.” The decree was affirmed by the United 
States Court of Appeals (238 Fed., 154). 

While an attempt was made to involve the present proceeding in 
that case, the court refused to interfere with its course in the Patent 
Office. The district Judge, in his opinion, said: “I am inclined to 
think if this court has the power, it is inadvisable to seek to prevent 
the continuance of the cancellation proceedings in the Office. It is 
plain to me that the object of these proceedings is primarily to get 
rid of something which constitutes an obstacle to the extension into 
certain foreign countries (e. g. Cuba and Uruguay) of the business 
of the R. S. Howard Company. I doubt whether under our law 
the name “Howard,” being a not infrequent surname or place name, 
can be appropriated as a strict trade-mark. I have no doubt that the 
original registration in 1898 was made with the full knowledge and 
consent of Mr. Robert S. Howard. He admits the knowledge; the 
consent is implied from the course of business. But if he 

122 could not make a strict trade-mark out of his own name, I 
am unable to see how anybody else could do it even with his 

consent.” The Circuit Court of Appeals, referring to the validity 
of the trade-mark registration, said: “The appellee’s brief contains 
the following: * * * ‘The matter was not pressed by either 

side and therefore there is no finding about it in the decree. It was 
evidently the opinion of the Court below that all questions concern¬ 
ing the validity of the registrations should be left to the Cancella- 
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tion Proceedings instituted bv the R. S. Howard Company in the 
Patent Office and now about to come to final hearing there.’ We 
are inclined to think that the court was not called upon to hear 
what were practically moot questions not essential to a decision and 
which, even if decided according to the appellant's contention, would 
not affect the controlling question in the least.” 

The court decisions can be dismissed from further consideration, 
since they were confined solely to the question of unfair competition, 
a matter of no concern in this proceeding, either by way of estoppel 
or otherwise. We are here dealing with the validity of the registra¬ 
tion of the marks in question, in a proceeding in which the Com¬ 
missioner of Patents is vested by statute with exclusive jurisdiction. 
Section 13 of the Trade-Mark Act of February *20, 1905, provides 
“That whenever any person shall deem himself injured by the regis¬ 
tration of a trade-mark in the Patent Office he may at any time apply 
to the Commissioner of Patents to cancel the registration thereof. 
The Commissioner shall refer such application to the examiner in 
charge of interferences, who is empowered to hear and de- 

123 termine this question and who shall give notice thereof to 
the registrant. If it appear after a hearing before the ex¬ 
aminer that the registrant was not entitled to the use of the mark 
at the date of his application for registration thereof, or that the 
mark is not used bv the registrant, or has been abandoned, and the 
examiner shall so decide, the Commissioner shall cancel the registra¬ 
tion. Appeal may be taken to the Commissioner in person from 
the decision of the examiner of interferences.” Section 5 of the 
same act, as amended by the act of March 2, 1907, among other 
things, forbids the registration of a “mark which consists merely in 
the name of an individual, firm, corporation, or association, not 
written, printed, impressed, or woven in some particular or dis¬ 
tinctive manner or in association with a portrait of the individual.” 

Unquestionably, the Baldwin Company was the first to make a 
trade-mark use of the word “Howard,” but in our view of the case 
that is of no importance. The sole question here is, Was the Bald¬ 
win Company entitled to the exclusive use of this mark on the date 
of its application for registration? If not, has the Howard Com¬ 
pany been injured by the registration of the mark? The right to 
register the name of a person or corporation, except under condi¬ 
tions not present in either of these cases, is expressly forbidden. 
Rogers vs. International Silver Co., 34 App. D. C. 410. The mark 
in the Baldwin case and the dominating feature of the mark in the 
Valiev Gem case is not only a common surname, but the name of 
appellant corporation, either of which is sufficient to prohibit the 
right of registration or to form the basis of an action for 

124 cancellation. As was said by Mr. Chief Justice Fuller in 
ITowe Scale Co. vs. Wvckoff, Seaman & Benedict, 198 U. S’., 

118. 134: “But it is well settled that personal name cannot be ex¬ 
clusively apropriated by any one as against others having a right to 
use it: and as the name ‘Remington’ is an ordinary family surname, 
it was manifestly incapable of exclusive appropriation as a valid 
trade-mark, and its registration as such could not in itself give it 
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\fiw£' + ® rowi l Chemical Co. vs. Meyer, 139 U. S., 540; Singer 
Manufacturing Company vs. June Manufacturing Company 163 

Companj- HO u! lllin ° is Wa,ch ’ Case 

U ^ observed that the statutory prohibition relates back to 
the date of adoption. If it was then “incapable of exclusive appro 

ncht The n„«t ld y f may be as r ailed by any one Possessing the 
light. The question of priority of use is immaterial if no right to 

the use e\er existed. As this court said in Asbestone Co vs Philin 

’ 4 !, A PP- D - q- 507, 509: “The statute takes frS 
the realm of possible registration the name of an individual firm 
corporation, or association, except under conditions not existing j n ’ 
this case. This limitation is founded upon sound principles of 
public policy. A man s name is his own property, and he has the 
same right to its use and enjoyment as he has to'that of anv other 
species of property Brown Chemical Co. vs. Meyer, 1.39‘U.S 
o40. The same rule applies to a corporation. ‘That the name of a 
corporation is an essential part of its being, and that the comt* n 
dependent of statutory provision, will protect the corporation in the 
use of its name, seems to be well settled bv he authorities 
«nd the controlling principles in such a case aretho^ap- 

Fed bOS^Tfie ade_mark3 - 1 I , nvestor Pllb - Co. vs. Dobinson, 72 
1-ed., 603. The converse is equally true. Had appellee been usino- 

In'”?! " “ appellant incorporated, it could not, by mere adorn 
tion of the name, have created an exclusive ri^ht to it* uso Ton!] 

598” Kubber ° iov » -'"i!. c »- ooodji;i nSbrco s 

t6i\r 0 n 0n V llat ’ a j t ii e , < ? ate of the adoption of the mark bv both 
the Valley Gem and Baldwin Companies, the word “Howard” was 

a surname in common use, and not available to either for rem«tra 

ion as a trade-mark. But the statute goes further and requ res 

date In ^ant must be entitled to the use of the mark at the 
date of Ins application for registration thereof. When the Baldwin 
Company applied for the registration of the word “Howard ” the 
Howard Company was in existence and a direct competitor of am 

nethorVn ^ plan ° bu , siness ; Hence - the registration of its com- 

KKrysraf ” cuM in *-«- 

. 11 is ?aid that the Howard Company has not shown that it 

has been injured by the registration of its name. The element of 
damage enters into the right to challenge the registration of a 

ceeiW® , T rade .'.7 lark either ln an opposition or a cancellation pro- 
ceeding. In either case, the complaining party must show that he 

would be damaged unless the relief sought is granted. But where 
the party is seeking to prevent the adoption of his name as a trade¬ 
mark or the cancelation of its registration, his action is grounded 

126 itself tbe u'T aS10n ° f , a Property right inhering in the name 
126 itself, and damage will be presumed. As we said in the As- 

■ bertone case, supra: “It is not the business which the statute 

in this particular aims to protect. It is the corporate name, and it 
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is sufficient that possible damage may be inferred from invading 
the property right which the corporation posesses in its name.” 

Section 13 of the act of 1905 provides a remedy which applies to 
registrations existing at the date of its passage, as well as to registra¬ 
tions made subsequent to its enactment. In Black Betsy Coal Co. 
vs. Hamilton Coal Co., 197 0. G., 998, Commissioner Ewing said: 
“I see no reason why section 13 of the Trade-Mark Act of 1905 
should not be held to apply to trade-marks registered under the 
earlier act. Section 13 does not alter in any way the right of a regis¬ 
trant to his trade-mark, but merely provides a new remedy in case 
a trade-mark is registered by a party who never had or who has 
abandoned any right thereto. The language in section 13 is broad 
enough to cover registration under the earlier act, and there is no 
reason for limiting its plain meaning.” 

The same interpretation was placed upon the statute by this Court 
in Stamatopoulos vs. Stephano Bros., 41 App. D. C., 590, where we 
said: “The registration of trade-marks is regulated entirely by 
statute. There is no such property right acquired bv registration 
as either forbids regulation or abolition by a subsequent act of Con¬ 
gress. Section 13 relates entirely to procedure in the Patent Office. 
The act of 1881 did not provide for challenging a registration by a 
proceeding for cancelation. The act of 1905 for the first 
127 time furnished this speedy and sensible remedy. Being 
merely remedial, and a matter of procedure, it was within 
the power of Congress to make it apply to all marks registered in 
the Patent Office. Intention to make it apply only to future marks 
is not indicated in the later act. Neither do we find anything to 
that effect in the saving clause in sec. 30 of the act. Provision as 
to cancelation did not exist in the prior acts, hence the saving clause 
in the later act could have no reference to that subject.” 

The decision of the Commissioner of Patents is reversed, and the 
clerk is directed to certify these proceedings as by law required. 

Reversed. 

JOSIAH A. VAN ORSDEL, 

Associate Justice. 
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128 January Term, 1919. 

No. 1201. 

Registration No. 46,993. 

R. S. Howard Company, Appellant, 

vs. 

The Baldwin Company, 
and 

No. 1202. 

Registration No. 31,411. 

R. S. Howard Company, Appellant, 

vs. 

The \ alley Gem Piano Company (The Howard Piano Com¬ 
pany Substituted) and The Baldwin Company. 

Subject-matter: Trade-mark for Pianos. 

Appeals from the Commissioner of Patents. 

These causes came on to be heard on the transcript of the record 
from the Commissioner of Patents and were argued by counsel. On 
consideration whereof, it is now here ordered and adjudged by this 
Court that the decisions of the said Commissioner of Patents in these 
causes be and the same are hereby reversed. 

Per Mr. Justice VAN ORSDEL, 

March 3, 1919. 

129 Motion to Dismiss. 

Filed October 13, 1921. 

Now comes the R. S. Howard Company, one of the above-named 
defendants, and moves for an order dismissing the above-entitled 
action, based upon the allegations and admissions contained in the 
bill of complaint, the answers thereto, and the matters of record 
and of which the Court will take judicial notice, upon the following 
grounds: 

1. That said action is not brought in the name of the real party 
in interest. 

2. That the bill of complaint fails to state a cause of action, and 
is bad in substance. 


9—3854a 
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3. That said Court is without power or authority to grant the re¬ 
lief prayed for, or any relief in the premises. 

4. That all issues involved in the said above-entitled action are 
res ad judicata, as a matter of law, as appears from the allegations 
and admissions contained in the bill of complaint and the matters of 
record, admitted and of which the Court will take judicial notice. 

5. The undersigned moves for such other, further and different 
relief as said Honorable Court shall deem meet and in accordance 
with equity and good conscience. 

Respectfully, 


2 Rector Street, New York. 


R. S. HOWARD COMPANY, 
By SAMUEL S. WATSON, 

Its Attorney. 


130 Opinion of Mr. Justice Iloehling of the Supreme Court of 

the District of Columbia. 

Filed February’ 20, 1922. 

This is an application for preliminary injunction to restrain the 
defendant, Commissioner of Patents, from canceling pendente life 
two certain trade-mark registrations; one thereof being No. 31,411, 
dated March 8, 1898, and the other, No. 46.993, dated October 17, 
1905. 

The question involved is both important and novel; and, as dis¬ 
closed by the pleadings, the facts involved are substantially thus: 

The Baldwin Company, plaintiff, (for brevity, hereinafter referred 
to herein as Baldwin Co.,) is tlie owner of the two registered trade¬ 
marks above referred to, and has used the same for many years in its 
business of manufacturing and selling pianos, both in interstate and 
foreign commerce; the earlier mark consists of the word “Howard/’ 
in old English letters, accompanied by the initials and abbreviation 
“V. G. P. Co.’’ arranged in monogram form, that mark having been 
registered under the trade-mark act, of March 3, 1881, (21 Stat. 
502;) and the later mark consists of the word “Howard,” in old 
English letters, standing alone, that mark having been registered 
under the trade-mark act, of February 20, 1905, (33 id. 704;) it 
being alleged that the word “Howard,” under each said registration, 
is printed or impressed in a particular and distinctive manner. It 
is further alleged that, since the adoption of the mark “Howard,” of 
the character described, the same has been used continuously by 
said Baldwin Co. and its predecessors upon the fall boards of 

131 pianos manufactured by it, and upon the boxes in which the 
pianos have been shipped and sold, and that such mark has 

been and is of value in identifying pianos as the product of the 
Baldwin Co. It. also, appears that the Baldwin Co. has obtained 
registration of the trade-mark "Howard in a number of foreign 
countries, where the right to registration is based upon the registra¬ 
tion of the mark in this country, but which foreign registration 
would be subject to cancelation if the registration in this country 
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should be canceled; in which connection, said company alleges that 
its foreign business has been built up at considerable expense and is 
largely based upon registrations of its trade-mark, as above described 
and which business would be greatly and irreparably injured by the 
cancelation of either or both of its said trade-marks in the U S 
Patent Office. 

The R. S. Howard Company, (intervening defendant herein, and, 
for brevity, hereinafter referred to as Howard Co.,) in August, 1914' 
instituted proceedings in the U. S. Patent Office to procure the can¬ 
celation of the registration of each of the two marks above described 
this under the provisions of Section 13, of the trade-mark act of 
February 20, 1905, supra, which provides “that whenever anv per¬ 
son shall deem himself injured by the registration of a trade-mark 
m the Patent Office he may at any time apply to the Commissioner 
of Patents to cancel the registration thereof. ,J 

. "’Me ‘hat proceeding was pending, the Baldwin Co. filed suit in 
the U. S District Court, Southern District of New York, against the 
Howard Co., for unfair competition in trade; alleging that said de- 
-.oo fend 1 an 1 t > subsequent to its organization, in 1902, sold pianos 
132 marked on the fall board “R. S. Howard Company,” and that 

it had advertised itself extensively as manufacturing “How¬ 
ard” pianos. 

oo T ! 1 . a L Sui ‘ re fV lted in final decree b >’ said District Court, dated May 
23 19i6, (Baldwin Co. y. Howard Co., 233 F. R. 439,) adjudging 

that the name “Howard, ’ without prefix or suffix on pianos, or con- 
tamed in advertisements, or otherwise used in connection with 
pianos, indicates that such pianos are the product of the Baldwin Co., 
and distinguishes the same from pianos of all other manufacturers; 
i cruj i , dwin Co., and its predecessors, ever since December, 
loJb, have been, and the Baldwin Co. now is, the true, lawful and sole 
owner of said word “Howard” as a name for its pianos, and it alone is 
entitled to use the same on pianos or advertising matter relating 
t leieto , and that defendant, Howard Co., has infringed upon and 
violated the rights aforesaid of the Baldwin Co. Said final decree 
also affirmed the right of the Baldwin Co. to use the name “The 
How ail d Piano Company as a name for one of the corporations 
owned and controlled by it. Finally, the decree enjoined defend- 
ant, Howard Co., perpetually and forever, from using the word 
Howard in connection with pianos not the product of the Bald¬ 
win Co., except with *the initials “R. S.” or the name “Robert S.” 
prefixed and the word “Company” affixed to said word “Howard” 
wherever that word appears on pianos, boxes or packages containing 
the same, or from advertising in any manner calculated to deceive 
purchasers into the belief that such pianos are the product of the 
Baldwin Co. 

On appeal by said defendant, the decree was affirmed, on Novem- 

1,0 r er 14 ; S hy‘he U. S. Circuit Court of Appeals, Second 

133 Circuit, (238 id. 154). In passing, it may be noted that the 

decisions in the litigation just mentioned, by express refer¬ 
ence to the matter, did not undertake to interfere with the cancel¬ 
ation proceedings then pending, supra. 
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Thereupon, the Baldwin Co. filed in the U. S. Patent Office, in said 
cancellation proceedings, certified copy of the final decree aforesaid; 
with the result that decision was rendered both bv the examiner of 
interferences and by the Commissioner of Patents, denying the ap¬ 
plications to cancel; the Commissioner, in his decision, stating: 

“It is well settled by a long line of decisions of the Court of Ap¬ 
peals of the District of Columbia that a party cannot sustain a can¬ 
cellation proceeding unless he can establish that he is damaged by 
the registration of the mark. The rights of the parties to the use of 
the mark in this country having been fully determined by the court, 
it is not seen how the rights of the R. S. Howard Company are in 
any way affected by the registration.” 

From the above adverse holding of the Commissioner of Patents, 
the Howard Co. appealed to the Court of Appeals of this District; 
with the result that that court dismissed from consideration the 
court proceedings, supra, “since they were confined solely to the 
question of unfair competition, a matter of no concern in this pro¬ 
ceeding, either by way of estoppel or otherwise,” ( p . 410;) and, 
having found that “unsuestionably, the Baldwin Company was the 
first to make a trade-mark use of the word ‘Howard,’ but in our view 
of the case that is of no importance;” thus proceeded in its opinion: 

“The sole question here is, Was the Baldwin Company entitled to 
the exclusive use of this mark on the date of its application for 
registration? If not, has the Howard Company been injured by 
the registration of the mark?” (p. 441). 

134 The court then answered the first question in the negative, 
upon the ground that the right to register the name of a per¬ 
son or corporation is expressly forbidden, except under conditions 
which the court stated were not present in the case, (that is, “writ¬ 
ten, printed, impressed, or woven in some particular or distinctive 
manner, or in association with a portrait of the individual;”) and 
then answered the second question in the affirmative, upon the 
ground that, while the complaining party in such cancelation pro¬ 
ceeding must show resulting damage unless the relief be granted, 
nevertheless, “where the party is seeking to prevent the adoption of 
his name as a trade-mark, or the cancelationof its registration, his 
action is grounded upon the invasion of a property right inhering 
in the name itself, and damage will be presumed,” (p. 443). The 
Court of Appeals, accordingly, reversed the decision of the Commis¬ 
sioner of Patents, and directed the clerk of the court “to certify these 
proceedings as bv law required” (Howard Co. v. Baldwin Co., 43 
App. D. C. 437).‘ 

The Baldwin Co. then prosecuted an appeal to the Supreme Court 
of the United States, and, also, filed application for writ of certiorari, 
to review the above decision of the Court of Appeals. The appeal 
was dismissed and the application for writ of certiorari denied, April 
11, 1921; the opinion of the court, delivered by Mr. Justice Day, thus 
stating: 

“If the decision of the Court of Appeals of the District of Columbia 
is not final, then the motion to dismiss the appeal should be sus- 
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j aiI ? e ^» a ° d we have no authority to grant a writ of certiorari. Ju¬ 
dicial Code, Secs. 250-251. 

‘‘The nature of proceedings of the character now under considera- 
turn was considered in Frasch v. Moore, 211 U. S. 1, in which 
loo the opinion of Chief Justice Alvey, speaking for the Court of 
_Appe{ils ot the District of Columbia, in Rosseau v. Brown, 21 

PP* 2* E* *3, ^0, explaining the nature of this statutory proceeding 
and affirming that it did not authorize a judgment but only the re¬ 
turn by the Court of Appeals of a certificate to the Commissioner of 
1 atcnts, to be there entered of record to govern further procedings 
m the case, was fully approved. 

In Atkins \. Moore, 212 U. S. 285, application for registration of 
a tiademark was refused by the Examiner, which action was ap¬ 
proved by the Commissioner, and affirmed on appeal by the Court 
of Appeals of the District of Columbia, an appeal and writ of error 
were allowed, both of which were dismissed in this court. The pre¬ 
vious decisions of this court were reviewed by Chief Justice Fuller 
speaking for the court, and in concluding the opinion he said: 

H ie light of the various details of the Act of February 20, 
lJOo, and of the specific provisions of Section 9, we were of opinion 
(Gaines \. Knecht, 212 U. S. 561) that proceedings under the act 
"ere go\erned by the same rules of practice and procedure as in 
the instance of patents, and the writ of error was accordingly dis- 
missed. The same result must follow in the present case. 

Lnder Section 4914 ol the Revised Statutes no opinion or de¬ 
cision of the Court of Appeals on appeal from the Commissioner pre¬ 
cludes ‘any person interested from the right to contest the validity 
of such patent in any court wherein the same may be called in ques¬ 
tion, and by Section 4915 a remedy by bill in equity is given where 
a patent is refused, and we regard "these provisions as applicable in 
trade-mark cases under Section 9 of the act of February 20, 1905.’ 

“Me are of opinion that the principle there announced controls 
this case. Xo provision is made which permits this statutory pro¬ 
ceeding to be carried beyond the decision of the Court of Appeals 
of the District of Columbia, the decision of which court is directed 
to be certified to the Commissioner of Patents. It is in no sense a 
final judgment reyiewable here upon writ of certiorari or appeal. 

o~o*t T * 8 tr ~? that . in Esta te of Beckwith v. Commissioner of Patents, 
2o2 U. S. 538, this court allowed a writ of certiorari from a decision 
of the Court of Appeals of the District of Columbia, affirming a de¬ 
cision of the Commissioner of Patents, in an application to register a 
trade-mark. Xo question of the jurisdiction of the court was con¬ 
sidered in that case, and an inadvertent allowance of the writ of 
certiorari does not establish the jurisdiction of the court, Fritch 
Inc. v. United States, 248 U. S. 458, 463. 

“It follows that the appeal must be dismissed, and the petition 
for a writ of certiorari denied.” 

Following the action by the Supreme Court, supra, the Clerk 

° f the Court of A PP eals certified to the Commissioner of Pat- 
136 ents the action of the latter court; and, thereupon, bill of 
complaint was filed herein, by the Baldwin Co., May 7, 1921, 
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setting up, substantially, the several matters and things above re¬ 
ferred to; detailing the damage which would result to it by reason 
of the cancelation of the trade-mark registrations, and alleging that, 
because of the certain final decree of injunction, aforesaid, the R. S. 
Howard Company cannot legitimately get a direct benefit from the 
cancelation of said registrations; prayed that said question be de¬ 
termined; and that the Commissioner of Patents be restrained and 
enjoined from canceling said registration, pendente lite and per¬ 
petually. 

Following the filing of that bill and rule to show cause issued 
thereon, answer was filed on behalf of defendant, Commissioner of 
Patents, contending therein that said defendant is bound by the 
decision of the Court of Appeals of this District, and that, therefore, 
the application for injunction should be denied and the bill dis¬ 
missed. 

On May 17, 1921, said R. S. Howard Company filed petition for 
leave to intervene as party defendant; that leave was granted, May 
27, 1921, and, on the same day, said company filed answer to the 
bill, in which answer, it was contended, inter alia, that, under the 
circumstances present in the case, this court is without jurisdiction 
to grant the relief prayed, and concluded by asking that the bill be 
dismissed. 

Thus the litigation stood, until October 13, 1921, when plaintiff, 
Baldwin Co., filed amended bill of complaint herein, in which the 
allegations of its original bill are amplified, and the assertion 
137 made that, under the circumstances stated, the Commissioner 
of Patents is without lawful authority and power to cancel the 
trade-mark registrations described; and that, by Section 4915, R. S. 
U. S., “as construed and directed to be applied bv the Supreme Court 
of the United States," supra, remedy by bill in equity is afforded 
plaintiff, and that such remedy, so given and so applicable, would 
be futile if, pending the disposition of the proceedings, the Com¬ 
missioner of Patents should be permitted to cancel the registration. 

Aside from the prayer for injunction, pendente lite and perpetu¬ 
ally, the substantial prayer for affirmative relief contained in said 
amended bill of complaint, and upon which the prayer for injunc¬ 
tion is based, is thus stated therein: 

“2. That * * * this * * * court will determine and de¬ 

clare that the R. S. Howard Company, intervenor in the above en¬ 
titled cause, is without any such right to or interest in the case as a 
trade-mark in connection with pianos of the word ‘Howard,’ stand¬ 
ing alone, without prefix or suffix, as is or can or may be damaged 
by the continued maintenance of record in the United States Patent 
Office of either one or both of the registered Trade-Marks next above 
described”; (meaning the two certain trade-marks hereinaforesaid.) 

Thereupon, the intervening defendant, Howard Co., filed motion 
to dismiss the action, the substantial grounds assigned therefor be¬ 
ing thus stated: 

“3. That said court is without power or authority to grant the 
relief prayed for, or any relief in the premises. 
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J'tFZ?* ail lssues involved in the said above entitled action are 
re s ddyudieata, as a matter of law, as appears from the allegations 
and admissions contained in the bill of complaint and the mafters of 
ecord, admitted and of which the court will take judicial notice ” 
Thereafter, the cause was argued orally, on behalf of the respective 
1S8 P ar,les * n interest, on the application for preliminary injunc- 

13 IT r U ° n - the m0tl ? n I '° dismis8 - 0n behalf of the dcfend- 
ant, Commissioner of Patents, the cause was submitted for 

court aC on 0 behalf‘of'Zi - de ? m pr °? er; k bein 8 a 8™d, in open 

tinn of H; f i- ! Commissioner, that, pending the determina¬ 
tion of the application for preliminary injunction and motion to 
dismiss, the status of the registration of the trade-marks would be 
presened unimpaired, so far as the Patent Office is concerned In 
f d K lt ‘?. n J° the L ^ ra , ar Suments of counsel, written briefs have been 

«ne^T ltt f d ° n bebalf , of tbe Bald "’in Co. and the Howard Co re- 
-pectnely, covering the questions involved; all of which argument* 
both oral and written, have been carefully considered by ffiewurt 
and, u may be added, that the argument so presented bycZS 
have been exceedingly helpful to the court in its consideration of 
the various questions involved. ° n 01 

", bd ?’ as hereinabove stated, the determination and adjudication 
sought by the Baldwin Co., in its amended bill of complaint is 
limited to the matter of alleged lack of right on the part of skid 
Howard Co. to maintain the cancelation proceedings aforesaid be- 
cause of the fact, as-alleged, that it cannot be damaged by the con- 

"f!f d ma ' n i enance of el ‘ her one or botl * of said trade-mark regis- 
trations, and injunction is, accordingly, sought to restrain the can- 

'?'™ UP °- n tlat , g , ro !‘ nd ’ tbe case itself ’ in tlle written brief sub¬ 
mitted herein on behalf of said defendant, Howard Co reaches to 

the whole merits of the trade-mark registrations; including, how- 
( ’ particularly the defense that “the subject-matter and afl que«- 
10 ns at issue at bar are res adjudicata and shown to be such by mat- 
ters of record now before the trial court.” 

339 states SUPP ° rt ° f th * defense last mentioned, said defendant 

1 * 1 1 /* 1 1 ^ as the subject-matter of 

of A i °/, C T plain f ! iereln , has been definitely and finally adiudi- 
cated by the Court of Appeals of the District of Columbia, the piain- 

tiff has exhausted its remedies, and this controyersy should now 
forthwith be terminated.’’ J u 

In view of the holding of the Supreme Court of the United ^tqfp« 
giipra, to the effect that the decisions of the Court of Appeals of this 
District, both in patent and trade-mark cases, are in no sen«e a final 
judgment renewable upon certiorari or appeal, but are only the re¬ 
urn by that court of a certificate to the Commissioner of Patents 
to be there entered of record to govern further proceedings in the 

4014 !,nV 4 qif R e « l, TT h c r holdm 8? f said Supreme Court that Secs. 
4914 and 491o R. S. U. S. are applicable in trade-mark cases' and 

finally, in view of the express holding of the Supreme Court that this 

case is controlled by the principles so announced; the conclusion 

seems necessarily to follow that the Supreme Court, having before 
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it an application to review the adverse holding of the Court of 
Appeals, supra, and finding itself without jurisdiction to entertain 
the same, either on appeal or by certiorari; nevertheless, in direct 
and express terms and language, pointed out a method and way in 
which such judicial review of the questions might be secured. 

If that be not the true intent and meaning of the decision of that 
court, then the language of the opinion must be denied its ordinary, 
plain, and usual meaning. 

If, therefore, there be open to the plaintiff, Baldwin Co., an 
opportunity for judicial review of the questions raised in this 

140 suit, under said Sections 4914 and 4915 R. S. U. S., and the 
Supreme Court apparently has so held; then pending the 

proceeding, the status of the subject-matter of the litigation should 
be preserved unimpaired; since the remedy so given would be futile 
if, pending the proceeding, the trade-mark registrations be permitted 
to be canceled. 

Accordingly, the court is of opinion that the motion of defendant, 
Howard Co., to dismiss should be overruled, and that the application 
of plaintiff, Baldwin Co., for preliminary injunction should be 
granted. Appropriate order in that behalf may be prepared by 
counsel and submitted, upon due notice. 

As the case now stands on the pleadings, the rule to show cause 
was issued upon the original bill of complaint, answer to which 
original bill was made and filed by said defendant, Howard Co. 
The court has deemed it proper to consider that answer in connection 
with the application for preliminary injunction which was carried 
forward in the amended bill of complaint. 

The motion to dismiss the cause, however, was filed in response to 
the amended bill of complaint, and which latter supersedes and takes 
the place of the original bill. Hence, the motion to dismiss must be 
and has been determined upon the allegations of said amended bill, 
and the matters of law urged in opposition thereto. 

If defendant, Howard Co., he of opinion that the questions of law 
and jurisdiction are sufficiently presented in the amended bill and 
the motion to dismiss the same, it may elect, if so advised and in 
order to speed the cause, to stand upon said motion to dismiss; in 
which event, final decree for plaintiff may be entered at once, from 
which an appeal mav be taken. 

A. A. HOEHLING, 

Justice. 

February 20, 1922. 

141 Decree Overruling 1 ntervenor’s Motion to Dismiss and 

Granting Plaintiff’s Application for Injunction Pendente 
Lite. 

Filed June 16, 1922. 

This cause having come on to be heard upon the application for 
and return to Rule to Show Cause why an injunction should not be 
granted pendente life as prayed in the Bill of Complaint, and upon 
the Answer of defendants Thomas E. Robertson, Commissioner of 
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Patents, and R. S. Howard Company, Intervenor-Defendant thereto 
both o f said answers having been submitted also by way of return Vo 

the d mo U tion°of h R W « C w 86 ’ 8 ? d r, also havln S c <>me on to be heard upon 
the motion of R. S. Howard Company, intervenor-defendant to dis- 

miss plaintiff’s Amended Bill of Complaint, and all proceedines con- 

the eroundThi «h ed a * nd had h f rein for the reason8 and upon 
g ounds in said motion to dismiss stated; and both said 

application for injunction pendente lite, and said motion to dismiss 

a\ing been argued orally and in writing by counsel for each of the 

several parties to the cause, were submitted to the Court and by said 

Court were taken under advisement; and the Court being now 

sufficiently advised in the premises, It is this 16th day of June S 1922 
adjudged, ordered and decreed, y ’ ’ 

(1) That the Motion of intervenor-defendant R. S. Howard Com¬ 
pany to dismiss plaintiff’s Bill of Complaint herein both as filed and 
as amended be, and same is hereby denied; 

F ' P en dmg final disposition of this cause, defendant Thomas 

E. Robertson, Commissioner of Patents, his assistants agents sub¬ 
ordinates and successors be and they are and each of then? is hereby 
restrained and enjoined from cancelling or erasing from the records 
11 9 tbe United States Patent Office or in any other manner 
142 interfering with the Registration in said United States Patent 

Office of the two several Trade Marks described in said Bill 
of Complaint as amended as follows- 

“How n 3” de Mark Rc fi trat . ion for Pianos > consisting of the word 
Howard accompanied by the initials V. G. P. Co. so arranged in 

a monogram,-the word “Howard” therein being also primed or 

npressed in a particular and distinctive manner,—that is in Old 

ing g date March ^ 9 ^ glstration bein S n ™bered 31,411 and bear- 
,.J b) Trade-Mark Registration for Pianos consisting of the word 

n anneT-llon “niT'p 68 r d . a P articular a ?d distinctive 
manner, that is, in Old English letters, such Registration beino- 

numbered 46,993, and bearing date October 17, 1905. ® 

such restraint and injunction pendente lite to become and be effective 
pon the execution and filing in this cause by the plaintiff The 
Baldwin Company of an undertaking in the penal sum of One 
Thousand Dollars ($1,000.00) with surety to be approved by the 
Court to make good to said defendants and to each of them all 
damages which they or either of them may sustain by reason of the 
wrongful suing out of such injunction. y 

A. E. HOEHLING, 

Justice. 

From the foregoing the defendant R. S. Howard Company inter- 
\enor, in open court noted an appeal in open court and thereunon 
the amount of appeal bond for costs is fixed at $50.’deposit in cash 
or undertaking in the penalty of $100. P 83 ’ 

A. A. HOEHLING, 

10—3854a Justice. 
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Memorandum. 

June 16, 1922. Deposit of $50. made by R. S. Howard Company 
as security for costs on appeal. 

143 Assignment of Errors. 

Filed June 16, 1922. 

The defendants hereby enter their appeals to the Court of Appeals 
of the District of Columbia, from the decree made and entered in the 
above entitled cause, on the 16th day of June, 1922. 

The following are assigned as errors and grounds for appeal: 

The Supreme Court of the District of Columbia erred: 

1. In not adjudging that said action is not brought in the name 
of the real party in interest. 

2. In not adjudging that the amended bill of complaint fails to 
state a cause of action and is bad in substance and insufficient in law. 

3. In not adjudging that said Supreme Court of the District of 
Columbia was without power or authority to grant the relief prayed 
for, or any relief in the premises. 

4. In not adjudging that all issues set up in said amended bill 
of complaint are res ad judicata as matters of law, as appears from the 
allegations and admissions contained in the bill of complaint and the 
matters of record admitted and of which the Court will take judicial 

notice. 

144 5. In granting the injunction, or granting any injunction 
or relief whatsoever to the plaintiff in the premises. 

6. In refusing to dismiss the amended bill of complaint. 

7. In holding that Sections 4914 or 4915 Revised Statutes of the 
United States provide grounds for a judicial review of the issues set 
up in the amended bill of complaint, or any of them. 

8. In failing to hold that the R. S. Howard Company is damaged 
by said registrations sought to be canceled: 

(a) By reason of The Baldwin Company sending to customers of 
the R. S. Howard Company threatening and intimidating letters 
claiming rights under said “duly registered’’ trade-marks, “and will 
take all necessary steps to protect our rights against infringement;” 

(b) By suing the R. S. Howard Company for infringement of 
both said registered trade-marks and claiming three-fold damages 
for such infringement under the Trade-Mark Registration Acts of 
Congress; 

(c) Because “R. S. Howard Co.” and “Howard’’ are substantially 
and deceptively similar, and that damage and injury will not only 
inevitably result, but also will be presumed to result from their con¬ 
current use on the same class of goods, and that as said R. S. Howard 
Company has been adjudged entitled to use its corporate and trade- 
name “R. S. Howard Co.” damage will be presumed to result to it 
from the improper registration of “Howard;’’ 
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. (d) because “Howard” being a personal name its improper or 
improvident registration will be presumed to damage any person or 

145 r,?L n en ", ,led ,0 USe lhc namc “Howard” in Inyfo7m as 
lb trade or business name in connection with the manufac- 

“ Ho ward 1 ” with °, *'? class ~ goods > 93 P ianos marked 

j>’> 1 T ' ,th ? r "“liout prehx or suffix, or with any variant of 

ovard have always been, and always will be, commonly known 

referred to and spoken of, as “Howard” pianos: * ’ 

■III Because the registration of the name “Howard” is prima facie 
e.idence of exclusive ownership, as a valid trade-mark, and as such 
pmna facie, entitles the owner to the exclusive use of the name 
Howard” as a mark for pianos, i. e„ “Howard” in any form and 

if “Howard” 1 were 01 ! 101 rT' su "l jllc ! tcr ° r with prefixes'or suffixes; 
1,0 ,"® re „ a vaI ‘ d and registrable trade-mark, the use of 

. S. Howard Co. or R. S. Howard Company” on pianos would 
be prima facie infringements of such trade-mark; P 

(/) ecausc t.ie word “Howard” is the dominant and distinguish 
ng feature of the corporate name of the R. S. Howard Commnv 
htch vi as incorporated in 1902, whereas The Baldwin Company or 

Z Sir “ not ” 1 ' K 

(a) Because The Baldwin Company has registered in a number 
of foreign countries since said cancellation proceedings were begun 
he name “Howard” as a trade-mark for pianos, such foreign rel 
tratrons bemg based on the Imted States registration No S 46 993 
in which foreign countries the R. S. Howard Company is now and 
continuously for many years past beginning long prior to 1912 has 
been, selling pianos of its manufacture prominently marked "with 
applicant s corporate and trade-name “R. S. Howard Co ” 

hr • . r. not adjudging that The Baldwin Company comes 
146 into Court with unclean hands and not entitled to anv relief 

c f . Under ^® ttlons 4*114 or 4915 Revised Statutes of the United 
States, or in the premises, because the statement and declaration 

fa™ffi 8 th a P t art ° the application t0 re g‘ ster each of said marks were 

(a) The marks had not been used in the business of registrants 
(or their predecessors in business) since December 1896- 

(A) Registrants (or their predecessors in business)’ had never 
made statutory use of the mark prior to their applications to register 
< c> , Phe declaration and affidavit of Lucien Wulsin forming a 
m thft Th^RIjcation to register Registration No. 46,993 was false 
m that The Baldwin Company had no title or right to the mark 
therein sought to be registered. b tn a k 

10 In not adjudging that The Baldwin Company comes into 
court without equity and not entitled to any relief inVe premi^ 
because its answers in said cancellation proceedings were fal*e thlt 
(a) it had no title to the mark registered bv it • (h \ it LI ! ' j 
u„ or ,h. m . rl P nor md * 

Ji AS fSSJSS 

and improMdently registered and were registered without authority 
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of law and in violation of the Trade-Mark Acts of Congress in force 
when registered and not registrable under the Trade-Mark Acts now 
in force. 

SAMUEL S. WATSON, 

Attorney for R. S. Howard Company. 
THEODORE A. HOSTETLER, 
Attorney for Commissioner of Patents. 

Filed June 16, 1922. 

147 Designation of Record on Appeal. 

Filed June 16, 1922. 

The defendant, R. S. Howard Company, by its Attorney, hereby 
designates the following papers and proceedings to be included in 
the transcript of record on the appeal in the above entitled cause: 

1. Amended bill of complaint filed October 13, 1921. 

2. Rule to Show Cause issued May 17, 1921. 

3. Answer of Commissioner of Patents tiled Mav 20, 1921. 

4. Answer of R. S. Howard Company to the amended bill filed 
October 13, 1921, with summary of “Exhibit A” annexed to said 
answer. 

5. Motion of R. S. Howard Company to dismiss the bill filed 
October 13, 1921. 

6. Opinion of Mr. Justice Hoehling filed February 20, 1922. 

7. Decree overruling motion of R. S. Howard Company to dismiss 
and granting injunction pendente life entered June 16, 1922. 

8. Notation of deposit of $50 as security for costs on appeal. 

9. Assignment of errors filed June 16, i922. with notice of appeal. 

10. This designation of record. 

SAMUEL S. WATSON, 
Attorney for R. S. Howard Co. 

2 Rector Street, New York. 

148 Order for Appeal and Citation. 

Filed June 21, 1922. 

******* 

The Clerk of said Court will enter an appeal for the Commissioner 
of Patents and issue citation to The Baldwin Company. 

T. A. HOSTETLER, 

Attorney for Thomas E. Robertson, Com. of Patents , 
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A3149. 


In the Supreme Court of the District of Columbia. 

In Equity. 

No. 39010. 

United States of America ex Rel. The Baldwin Co. 

vs. ■' 

Thomas E. Robertson et al. 

T1 in^ reSldent ° f the United States t0 The BaJdwin Company, Greet- 

You are hereby cited and admonished to be and appear at a Court 
of Appeals of the District of Columbia, upon the dockrtmg the cause 
therein, under and as directed bv the Rules of said Court pursuant to 

on the P 2?" H° ted r"r th ® fe me Court of the District </Columbil 
on the 21 day of June, 1922, wherein Thomas E. Robertson Com’ 

missioner of Patents is Appellant, and you are Appellee to show 

cause, if any there be, why the Decree rendered against the said" An 

w atssijBis * h> ' ^ ^ 

t .'ear of our Lord one thousand nine hundred and twenty two. 
[Seal of the Supreme Court of the District of Columbia.] 

MORGAN H. BEACH, 

Clerk 

By F. E. CUNNINGHAM, ' 

Ass’t Clerk. 


Service of the above Citation accepted this — day of 


19—. 


Attorney for Appellee. 

[Endorsed:] No. 39010. Equity. Baldwin Co. vs. Robertson 
Citation. Issued June 21, 1922. Served copy of the within Cita 
tion on The Baldwin Co. by McKennev & Flannery Lawvers 
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150 Supreme Court of the District of Columbia. 


United States of America, 

District of Columbia, ss: 

I, Morgan H. Beach, Clerk of the Supreme Court of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
149, both inclusive, to be a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 39010 in Equity, wherein the 
United States of America ex relatione The Baldwin Company is 
Plaintiff and Thomas E. Robertson, as Commissioner of Patents and 
R. S. Howard Company, Intervener, by leave of Court, are Defend¬ 
ants, as the same remains upon the files and of record in said Court. 

In testimony whereof, I hereunto subscribe my name and affix the 
seal of said Court, at the City of Washington, in said District, this 
26th day of June, 1922. 

[Seal of the Supreme Court of the District of Columbia.] 

MORGAN H. BEACH, 

Clerk, 

By W. E. WILLIAMS, 

Assistant Clerk. 


E. W. 


Endorsed on cover : District of Columbia Supreme Court. No. 
3854. Thomas E. Robertson, as Commissioner of Patents, and R. S. 
Howard Company, intervener, appellants, vs. United States of 
America ex relatione The Baldwin Company. Court of Appeals, Dis¬ 
trict of Columbia. Filed Aug. 2, 1922. Henry W. Hodges, clerk. 
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IN THE 


(Huurt of Apprala 

OF THE DISTRICT OF COLUMBIA. 

Thomas E. Robertson, as Com¬ 
missioner of Patents, and R. S. 

Howard Company, 

Appellants, 

VB. 

CInited States of America, 
ex relatione, 

The Baldwin Company. 

BRIEF ON BEHALF OF R. S. HOWARD COMPANY. 


Statement of the Case. 

This is an appeal from an order and decree granting an in¬ 
junction pendente lite and denying a motion to dismiss the 
complaint. 

This action was brought to enjoin the Commissioner of 
Patents from cancelling two Trade-Mark Registrations, viz: 
Trade-Mark Registration No. 31,411, registered March 8, 
1898, by The Valley Gem Piano Company, and Trade-Mark 
Registration No. 46,993, registered October 17, 1905, by The 
Baldwin Company. Both of said registrations were claimed 
to be owned by The Baldwin Company. 






The claim for this injunction is based wholly upon the 
allegation that the R. S. Howard Company is not, and could 
not be, damaged or injured by said Trade-Mark Registra¬ 
tions, and that The Baldwin Company is entitled to have this 
claim judicially determined. 

The “ten-year ’ 9 clause is not involved. 

The basis of the claim for the injunction and the whole 
subject-matter at issue in this action are identical with the 
claims and subject-matter determined by this Court in Patent 
Appeal Cases Nos. 1201 and 1202 (48 App. I). C. 437; Rec. pp. 
60-64), and the parties in interest are the same. In said Pat¬ 
ent Appeal Cases Nos. 1201 and 1202, the R. S. Howard Com¬ 
pany sought to have cancelled the said two trade-mark regis¬ 
trations mentioned above, and the said The Baldwin Com¬ 
pany was the only other party which had any interest in said 
registrations. 

In said Patent Appeal Cajses this Court adjudged that said 
4 wo trade-mark registrations should be cancelled. In other 
words, the whole basis of this action is that the decision of 
this Court in said cancellation cases (Patent Appeal Nos. 
1201 and 1202) was wrong. 

On May 7,1921, before the decision of this Court in said can¬ 
cellation cajses had been certified to the Commissioner of Pat¬ 
ents, The Baldwin Company filed its bill of complaint in the 
Supreme Court of the District of Columbia alleging that it 
would be damaged by the cancellation of said trade-mark 
registrations and that said R. S. Howard Company had not 
been, and could not be, damaged by said trade-mark registra¬ 
tions, and praying that the Commissioner of Patents be en¬ 
joined from cancelling the said trade-mark registrations, 
pendente life and perpetually. Following the filing of said 
bill of complaint, the Supreme Court of the District of Colum¬ 
bia entered an order to show cause why an injunction pen¬ 
dente life should not issue. 

The Commissioner of Patents answered that he was bound 
by said decision of this Court in said cancellation proceed¬ 
ings, and prayed that the application for the injunction should 
be denied and the bill dismissed (Rec. p. 11). 
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On May 17, 1921, said R. S. Howard Company filed its pe¬ 
tition for leave to intervene, as party defendant, which peti¬ 
tion was granted May 27, 1921, and on the same day said 
Company filed answer to the bill contending, inter alia, that 
the Supreme Court ot the District of Columbia was without 
power or authority to grant the relief prayed, and asked that 
the bill be dismissed. 

On October 13, 1921, The Baldwin Company filed an amend¬ 
ed bill of complaint (Rec. pp. 1-10), in which the allegations 
of the original bill were somewhat amplified, and further al¬ 
leged that Section 4915 U. S. Rev. Stat. afforded it an oppor¬ 
tunity to have the question of damage to the R. S. Howard 
Company ‘‘judicially determined”. 

The R. S. Howard Company duly filed its answer to the 
amended bill of complaint (Rec. p. 12); also a motion (Rec. p. 
65) to dismiss the bill of complaint on the grounds: 

(a) That the bill was bad in substance and insufficient 
in law; 

(b) That the Supreme Court of the District of Colum¬ 
bia was without power or authority to grant the relief 
prayed for, or any relief in the premises; 

(c) That all issues involved in the action were res 
adjudicata as appeared from the allegations and admis¬ 
sions contained in the bill of complaint and the matters 
of record filed as a part of its answer. 

On February 20, 1922, Mr. Justice Hoehling of the Supreme 
Court of the District of Columbia denied the motion to dis¬ 
miss the bill of complaint and granted an injunction pendente 
hte as prayed (Rec. p. 66), and an order and decree, pursuant 
to said ruling, was entered in the Supreme Court of the Dis¬ 
trict of Columbia on June 16,1922 (Rec. p. 72). 

From said order and decree denying the motion to dismiss 
and granting the injunction pendente l\te y Thomas E. Robert- 



son, as Commissioner of Patents, and said R. S. Howard Com¬ 
pany have duly prosecuted their appeal to this Court. 

The following are assigned as errors and grounds for ap¬ 
peal : 

Assignment of Errors. 

The Supreme Court of the District of Columbia erred: 

1. In not adjudging that said action is not brought in 
the name of the real party in interest. 

2 In not adjudging that the amended bill of com¬ 
plaint fails to state a cause of action and is bad in sub¬ 
stance and insufficient in law. 

3. In not adjudging that said Supreme Court of the 
District of Columbia was without power or authority to 
grant the relief prayed for, or any relief in the premises. 

4 . In not adjuding that all issues set up in said amend¬ 
ed bill of complaint are res adjndicata as matters of law, 
as appears from the allegations and admissions contained 
in the bill of complaint and the matters of record ad¬ 
mitted and of which the Court will take judicial notice. 

5. In granting the injunction, or granting any in¬ 
junction or relief whatsoever to the plaintiff in the prem¬ 
ises. 

0. In refusing to dismiss the amended bill of complaint. 

7. In holding that Sections 4914 or 4915 Revised Stat¬ 
utes of the United States provide grounds for a judicial 
review of the issues set up in the amended bill of com¬ 
plaint, or any of them. 
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8 . In failing to hold that the R. S. Howard Company 
is damaged by said registrations sought to be cancelled: 

(a) By reason of The Baldwin Company sending to 
customers of the R. S. Howard Company threatening 
and intimidating letters claiming rights under said 
“duly registered” trade-marks, '“aind will take all 
necessary steps to protect our rights against infringe¬ 
ment”; 

(b) By suing the R. S. Howard Company for in¬ 
fringement of both said registered trade-marks and 
claiming three-fold damage's for such infringement un¬ 
der the Trade-Mark Registration Acts of Congress; 

(c) Because “R. S. Howard Co.” and “Howard” 
are substantially and deceptively similar, and that dam¬ 
age and injury will not only inevitably result, but also 
will be presumed to result from their concurrent use 
on the same class of goods, and that as said R. S. 
Howard Company has been adjudged entitled to use 
its corporate and trade-name “R. S. Howard Co.” 
damage will be presumed to result to it from the im¬ 
proper registration of “Howard”; 

(d) Because “Howard” being a personal name, its 
improper or improvident registration will be presumed 
to damage any person or concern entitled to use the 
name “Howard” in any form as its trade or business 
name in connection with the manufacture and sale of 
the same class of goods, as pianos marked “Howard”, 
with or without prefix or suffix, or with any variant of 
“Howard” have always been, and always will be, com¬ 
monly known, referred to and spoken of, as “Howard” 
pianos; 


(e) Because the registration of the name “Howard” 
is prima facie evidence of exclusive ownership, as a 
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valid trade-mark, and as such, prima facie, entitled the 
owner to the exclusive use of the name “Howard” as 
a mark for pianos, i. e., “Howard” in any form and in 
every form, whether used simpliciter or with prefixes 
or suffixes; if “Howard” were a valid and registrable 
trade-mark, the use of “R. S. Howard Co.” or “R. S. 
Howard Company” on pianos would be prima facie 
infringements of such trade-mark; 

(f) Because the word “Howard” is the dominant 
and distinguishing feature of the corporate name of 
the R. S. Howard Company which was incorporated in 
1902, whereas “The Baldwin Company, or any of its 
predecessors in business, did not make statutory use of 
the name “Howard” prior to 1912; 

(g) Because The Baldwin Company has registered 
in a number of foreign countries since said cancellation 
proceedings were begun the name “Howard” as a 
trade-mark for pianos, such foreign registrations being 
based on the United States registration No. 46,993, in 
which foreign countries the R. S. Howard Company is 
now, and continuously for many years past beginning 
long prior to 1914 has been, selling pianos of its manu¬ 
facture prominently marked with applicant’s corporate 
and trade-name “R. S. Howard Co.” 

9. In not adjudging that The Baldwin Company comes 
into Court with unclean hands and not entitled to any 
relief under Sections 4914 and 4915 Revised Statutes of 
the United States, or in the premises, because the state¬ 
ment and declaration forming a part of the application 
to register each of said marks were false in that: 

(a) The marks had not been used in the business of 
registrants (or their predecessors in business) since 
December, 1896; 
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(b) Registrants (or their predecessors in business) 
had never made statutory use of the mark prior to 
their applications to register; 

(c) The declaration and affidavit of Lucien Wulsin 
iorming a part of the application to register Registra¬ 
tion No. 46,993 was false in that The Baldwin Company 
had no title or right to the mark therein sought to be 
registered. 

10 . In not adjudging that The Baldwin Company 
joines into court without equity and not entitled to any 
relief in the premises because its answers in said can¬ 
cellation proceedings were false in that (a) it had no title 
to the mark registered by it; (b) it had not made statu¬ 
tory use of the mark prior to its application to register. 

11 . In not adjudging that The Baldwin Company 
comes into court without equity, because the marks regis¬ 
tered were improperly and improvidently registered and 
were registered without authority of law and in viola¬ 
tion of the Trade-Mark Acts of Congress in force 
when registered and not registrable under the Trade- 
Mark Acts now in force. 

History of Said Cancellation Proceedings. 

In August, 1914, said R. S. Howard Company, a New York 
corporation and one of the appellants above-named, made 
application to the Commissioner of Patents to cancel said two 
Trade-Mark Registrations, No. 31,411 and No. 46,993. 

The Baldwin Company, above-named, and The Valley Gem 
Piano Company (The Howard Piano Company, substituted) 
appeared and answered, said The Baldwin Company claim¬ 
ing to be the exclusive owner of both of said Trade-Mark 
Registrations and the marks thereby registered. 
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In said cancellation proceedings, the grounds alleged for 
cancellation were in substance as follows (Rec. pp. 14-15): 

As to Trade-Mark Registration No. 31,411, that: 

(1) The principal feature of the mark is the name 
“Howard’’, an individual or proper name, and was not 
registrable under the Trade-mark Act then in force; 

(2) That the name “Howard” is the dominant feature 
of applicant’s corporate name and was not registrable; 

(3) Registrant or its predecessors in business were not 
the first to adopt or ase the name “Howard” as a mark 
for pianos, but Robert S. Howard, the predecessor of R. 
S. Howard Company was the first user, beginning in 
1889; 

(4) Registrant, prior to its application to register, had 
never made use of the mark; 

(5) Registrant had never used the mark at any time; 

(6) That the mark has been abandoned by registrant 
>and its successors in business. 

As to Trade-Mark Registration No. 46,993, that: 

(1) Registrant or its predecessors in business were not 
the first to adopt or use the name “Howard” as a mark 
for pianos, but Robert S. Howard, the predecessor of R. 
S. Howard Company, was the first user, beginning in 
1889; 

(2) The mark consists merely in t’ > name of an indi¬ 
vidual, a common surname, not written, printed, im¬ 
pressed or woven in some particular or distinctive man¬ 
ner, or in association with a portrait of the individual, is 
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also a geographical term, and not registrable under the 
Trade-Mark Act then in force; 

(3) The statement and declaration forming a part of 
the application to register was false, in that: 

(a) The mark had not been continuously used in the 
business of the registrant and its predecessors since 
December, 1896; 

(b) The name ‘‘Howard’’ was never at any time used 
by registrant or its predecessors in business, written, 
printed, impressed or woven in a particular or dis¬ 
tinctive manner; 

(c) Registrant or its predecessors had never made 
statutory use of the mark prior to its registration; 
and 

(d) The name “Howard” is the dominant feature of 
applicant’s corporate name, and registrant or its pre¬ 
decessors had never made use of the name “Howard” 
as a trade-mark for pianos prior to date of applicant’s 
incorporation. 

The Answers in Said Cancellation Proceedings. 

The answers of said The Baldwin Company, et al., in said 
cancellation proceedings were general denials and allegations 
that said The Valley Gem Piano Company was the first to 
adopt and use the name “Howard” as a mark for pianos 
which was first adopted and used about December 15, 1896, 
and that said The Valley Gem Piano Company and its suc¬ 
cessor, said The Baldwin Company, had used said name 
“Howard” continuously since said date as a mark for pi¬ 
anos, said The Baldwin Company claiming exclusive owner¬ 
ship to said mark and its registrations through an assignment 
from said The Valley Gem Piano Company. 
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Said answers also denied that said R. S. Howard Company 
has been, or could be, injured by said registrations, and in 
both its pleadings and evidence said The Baldwin Company 
set forth in substance and at length every fact and circum¬ 
stance now alleged at bar for the purpose, then as now, of 
showing that said R. S. Howard Company was not, and 
could not be, injured or damaged by said registrations (Rec. 
p. 15). 


The Issues and Adjudication in Said Cancellation 

Proceedings. 

The issues, as stated above, especially as to damage and in¬ 
jury, were expressly litigated in said cancellation proceedings 
and *he Court of Appeals of the District of Columbia ad¬ 
judged that the registrants were not entitled to register said 
marks, and that said R. S. Howard Company was injured bv 
said registrations, and further adjudged that bota said regis¬ 
trations, be canceled (48 App. D. C. 437), which decision was 
duly certified and delivered to the Commissioner of Patents 
on May 16, 1921 (Rec. pp. 16-17). 

After adjudication by the Court of Appeals of the District 
of Columbia that said Trade-Mark Registrations should be 
canceled. The Baldwin Company prosecuted an appeal to the 
Supreme Court of the United States and applied for a writ 
of certiorari to review said decision of the Court of Appeals 
of the District. Said appeal was dismissed and said applica 
tion for a writ of certiorari denied on April 11, 1921 <256 IT. 
S. 35; 41 Sup. Ct. Rep. 405). 

The entire proceedings in this Court in said Patent Appeal’ 
Cases, as the same was certified to the Supreme Court of the 
United States, were annexed to and made a part of tin* an¬ 
swer, at bar, of the R. S. Howard Company, marked “Ex¬ 
hibit A”, and proper, relevant and sufficient portions of said 
“Exhibit A” to determine the issues on this appeal are in¬ 
cluded in the record now before this Court. 

As stated by this Court in said cancellation proceedings 
(Rec. pp. 60-4): 
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‘‘The sole question here is, Was the Baldwin Company 
entitled to the exclusive use of this mark on the date of 
its application for registration! If not, has the Howard 
Company been injured by the registration of the mark! 
The right to register the name of a person or corpora¬ 
tion, except on condition not present in either of these 
canes, is expressly forbidden. Rogers vs. International 
Silver Co., 34 App. D. C. 410. The mark in the Baldwin 
case and the dominating feature of the mark in the Val¬ 
ley Gem case is not only a common surname, but the name 
of appellant corporation, either of which is sufficient to 
prohibit the right of registration or to form the basis of 
an action for cancellation. * * * 

“It will be observed that the statutory prohibition re¬ 
lates back to the date of adoption. If it was then ‘incap¬ 
able of exclusive appropriation’, its validity may be as¬ 
sailed by anyone possessing the right. The question of 

priority of use is immaterial if no right to the use ever 
existed.” 


This Court adjudged that both marks were incapable of 
registration, that said R. S. Howard C mpany was damaged 
by said registrations and that both said registrations should 
be canceled. Its opinion makes it unmistakably plain that the 
identical issues and subject-matter now before this Court were 
at issue and fully adjudicated by this Court in said Patent 
Cases, and that the parties to those proceedings are the real 
parties in interest now before this Court. 


Section 4915 United States Revised Statutes. 

The only new thing suggested in the bill of complaint, as a 
ground for relief, is the contention by The Baldwin Company 
that Sec. 4915 U. S. Rev. Stat. provides a remedy by bill in 
equity, to all 4 ‘in like circumstances’\ Sec. 4915 Rev. Stat. 
reads: 


i 



“Sec. 4915. Whenever a patent on application ijs re¬ 
fused, either by the Commissioner of Patents or by the 
Supreme Court of the District of Columbia upon appeal 
from the Commissioner, the applicant may have remedy 
by bill in equity; and the court having cognizance thereof, 
on notice to adverse parties and other due proceedings 
had, may adjudge that such applicant is entitled, accord¬ 
ing to law, to receive a patent for his invention, as speci¬ 
fied in his claim, or for any part thereof, as the facts in 
the case may appear. And such adjudication, if it be in 
favor of the right of the applicant, shall authorize the 
Commissioner to issue such patent on the applicant filing 
in the Patent Office a copy of the adjudication, and other 
wise complying with the requirements of law. In all 
cases, where there is no opposing party, a copy of the bill 
shall be served on the Commissioner; and all the ex¬ 
penses of the proceeding shall be paid by the applicant, 
whether the final decision is in his favor or not.” 

Sec. 4915 pertains strictly and wholly to patents, and there 
iB no indication in it, or in its history, that it includes trade¬ 
marks. 

Patents and trade-marks have nothing in common, as has 
repeatedly been pointed out by the Courts. Patent grants 
and trade-mark registrations are under different Constitu¬ 
tional provisions, all Acts of Congress relating to patent 
grants and trade-mark registrations are separate and dis¬ 
tinctly different, and the property rights secured by patent 
grants and the benefits and advantages obtained by trade¬ 
mark registrations are different in every respect; all of 
which is so well settled as to require no citations. 

“The Constitution and laws give a property right in 
his invention or discovery to an inventor” (Bcrnnrdin v. 
Northall , 77 Fed. 849, 850), while trade-mark rights are 
acquired by adoption and use of a mark as an adjunct of 
a business, “not in the mark itself nor in its registra- 
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tion” (Imperial Cotto Sales Co. v. Fairbanks Co., 50 
App. D. C. 250). 

Hercules Powder Co. v. Newton, 266 Fed. (C. C. A.) 
169. 

The Baldwin Company claims that what the Supreme 
Court of the United States said in Atkins v. Moore, 212 U. S. 
285, indicated that Sec. 4915 R. S. applies to trade-marks, as 
well ais patents, and that this Section entitles it to have the 
issues and subject-matter of said Patent Appeal Cases adjudi¬ 
cated de novo. This appellant flatly denies this contention; 
and says further, even if such inference is justified, that the 
statement relied upon is pure dicta, without the slightest bind- 
ing force. A judicial declaration unaccompanied by judicial 
application is of no authority.” General expressions in an 
opinion are not controlling, and unless necessary to a decision 
of the issues presented are without authority. 

Cohens v. Virginia, 6 Wheat. 264, 299; 

Crane v. Bennett, 177 N. Y. 106. 

It has been often well said that “a judicial opinion, like evi¬ 
dence is only binding so far as it is relevant, and when it 
wanders from the point at is^ue it no longer has force as an 
official utterance” (Colonial City T Co. v. Kingston R. R. Co., 
154 N. Y. 493, 495). Nothing is established or adjudicated by 
what is said in a judicial opinion; “that is only done by the 
decision made”. (People ex rel. Met. St. Rwy. Co. v. Tax 
Commis., 174 N. Y. 417, 447.) 

There is nothing authoritative in a case, except what is re¬ 
quired to be decided to reach the final judgment. 

Atkins v. Moore, supra, was an appeal and writ of error to 
review a decision of the Court of Appeals of the Diistriet of 
Columbia which denied an application to register a trade¬ 
mark, and the dicta in that case is claimed to be to the effect 
that the plaintiff in that case could apply by bill in equity 




under Sec. 4915 R. S. for the registration there denied. But 
there is not the slightest suggestion, or even intimation, that 
said Sec. 4915 provided any review or trial de novo in a pro¬ 
ceeding to cancel a trade-mark registration, any more than it 
could be held to apply to the cancelling of a patent. 

Three cases only have been discovered where attempts have 
been made to secure a trade-mark registration by bill in 
equity under Sec. 4915, and none of these efforts has been 
successful. 

These cases are: 

Old Lexington Club Dist. Co. v. Kentucky Dist. *(- 
Wareh. Co. (1916) (“Old Lexington Club” for 
whiskey), 234 Fed. 464; aff. 247 Fed. 1005; 

Hercules Powder Co. vs. Newton Commissioner of 
Patents (1918) (“Infallible” for powder), 254 
Fed. 906; aff. 266 Fed. 169; 

American Steel Foundries vs. Simplex Electric 
Heating Co. (1922) (“Simplex” for brake beams 
and devices for railway cars), Northern District 
of Illinois (Chicago), not reported. 

In the “Old Lexington Club” case no question of jurisdic¬ 
tion, power or authority of the Court, apparently, was sug¬ 
gested or considered, and an inadvertent adjudication does 
not establish jurisdiction or the power or authority of the 
Court. ( The Baldwin Company vs. R. S. Howard Company , 
256 U. S. 35; 41 Sup. Ct. Rep. 405.) 

In the Hercules Powder case the defendant did not contest 
the power or authority of the Court, but on the contrary “con¬ 
sents to the jurisdiction of the Court above named to hoar 
and determine said action as a Court of original jurisdiction”. 

In the “Simplex” case, the defendant contested the jurisdie 
tion, power and authority of the Court and moved to dismiss 
the bill of complaint, which was granted, without opinion, 
Jan. 6, 1922. This case is now pending on appeal to the Su¬ 
preme Court of the United States (No. 291). 
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An Adjudication Under 8eo. 4815 R. 8. 

Under Sec. 4915 no adjudication can be made in favor of 
plaintiff unless the alleged invention for which he seeks a pat¬ 
en is a patentable invention, and it must be shown that “the 
applicant ie entitled, according to law, to receive a patent”. 

Gandy v. Marble, 122 U. S. 432; 

Butterworth v. Hoe, 112 U. S. 50; 

Hill v. Wooster, 132 U. S. 693. 

In Gandy v. Marble, supra, the Supreme Court held that the 
complainant in an action based on Sec. 4915 was not entitled 
to a patent because his application filed in the Patent Office 
had become abandoned under Sec. 4894 E. S., as more than 
two years had elapsed between the last action in the Patent 

Office and the filing of the bill under Sec. 4915. The Court 
also said (p. 440): 

All that the Court which takes cognizance of the bill 
in equity, under Sec. 4915, is authorized to do is to ad- 
judge whether or not ‘the applicant is entitled, according 
to law, to receive a patent’, and, after an adjudication in 
his favor to that effect, the Commissioner is not author¬ 
ized to issue a patent unless the applicant otherwise com- 
plies with the requirements of the law.” 

In Hill v. Wooster, supra, the patent was refused under 
Sec. 4915 because the alleged invention was not a patentable 
invention, although the pleadings presented only the ques¬ 
tion of priority of invention and all the tribunate below (Pat¬ 
ent Office and Court) decided the case solely on the issue of 
priority. 

In a suit under Sec. 4918 R. S„ which is, in substance, an 
interference suit to determine priority of invention, the Court 
will not engage in a useless investigation of priority, if there 






is no patentable invention involved, but will dismiss the bill. 
(International Signal Co. v. Vreeland Apparatus Co., 278 
Fed. (C .C .A.) 468, 470, and cases cited. 

The “Right” Claimed at Bar Is Frivolous. 

As the 44 right ’’ claimed here, and the only claim of “right’’ 
involved, is the right to a registration of the common sur¬ 
name “Howard”, which claim of “right” is not only without 
merit on its face, but also a claim which has been positively 
foreclosed by the repeated decisions of the Supreme Court of 
the United States, any contention based upon such a claim 
of “right” is frivolous, and when made under Sec. 4915 R. S., 
or any other, must be denied. 

That a common surname is not registrable, see: 

Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 
U. S. 118; 

Merriam Co. v. Syndicate Pub. Co., 237 U. S. 618; 
and cases cited. 

That such a contention is frivolous, see: 

Newburyport Water Co. vs. Neuburyport, 193 U. S. 
561; 

Equitable Life Assur. Soc. v. Broun, 187 U. S. 308; 

Merriam Co. v. Syndicate Pub. Co., 237 U. S. 618. 

That plaintiff under Soc. 4915 must show that he is entitled 
“according to law, to receive a patent”, see: 

Gandy v. Marble, 122 U. S. 432; 

Buttencorth v. Hoe, 112 U. S. 50; 

Hill vs. Wooster, 132 U. S. 693. 

“If * * * the averment as to a right arising under the 
Federal Constitution or statutes was unsubstantial and 
without real merit, either because of its frivolous char- 
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acter upon its face, or from the fact that reliance was 
based upon a claim of Federal or statutory right denied 
by former adjudications of this Court, then the appeal 
to this Court must be dismissed”. Newbury port Water 
Co. v. Netvburyport, 193 U. S. 561, 576. 


To Enjoin the Commissioner of Patents 
is Unauthorized and “Improper”. 

<— 

The Court has no power or authority either under this Sec. 
4915 or under Sec. 4921, “and it would be highly improper”, 
to enjoin the Commiissioner of Patents from issuing a patent 
to the opponent of such unsuccessful applicant, Illingworth v. 
Atha, 42 Fed. 141; Whipple v. Miner, 15 Fed. 117. No one but 
the United States could institute proceedings for cancelling a 
patent except in the cases of interfering patents already is¬ 
sued, as provided by Sec. 4918. Lockwood v. Cleveland, 20 
Fed. 164; U. S. v. Telephone Co., 128 U. S. 315; Briggs v. 
United Shoe Mach. Co., 239 U. S. 48. 

Illingworth v. Atha, 42 Fed. 141, was an action brought by 
an unsuccessful applicant to enjoin the Commissioner of Pat¬ 
ents from granting a patent to a successful applicant pending 
a determination of an action by the unsuccessful applicant for 
a patent under Section 4915. In denying such injunction, the 
Court said (p. 144): 

“Nor can the like motion (for a preliminary injunc¬ 
tion) against the Commissioner of Patents be granted, 
and for two reasons: First, in my opinion, this Court 
can derive no power to enjoin the Commissioner from the 
Statute (Sec. 4915 R. S.) relied upon by complainant. 
This is purely a statutory proceeding, and the Court can¬ 
not go outside the Statute which is the foundation of the 
action to assume to itself powers not found in the pur¬ 
view of the Act. This section under consideration has 
but a single object,—to provide a way by which an un¬ 
successful applicant for Letters Patent, notwithstanding 




the rejection of his claim by the Commissioner of Pat¬ 
ents, may obtain them through an adjudication, in favor 
of his right, thereto, by a court of equity having cogniz¬ 
ance of the subject-matter; and, as the object of the sec¬ 
tion is single, so is the power of the Court plainly limited 
under it to the accomplishment of that object. The pray¬ 
er of a bill of complaint exhibited to the court under and 
by virtue of this section would be for a decree that the 
complainant has established hiis right to have Letters Pat¬ 
ent issued to him. So far may the decree of the Court go, 
but no further. It may decree an issue of the Letters or 
it may declare the complainant to be without right. In 
either case the power conferred by this section is ex¬ 
hausted. Nowhere can be gathered, either from the words 
of the section or from its spirit and purpose, an inten¬ 
tion on the part of the national legislature to authorize 
an interference with the Commijssioner of Patents, in 
the performance of his plain duty, by writ of injunction. 
I think this is very manifest; but were it a matter of 
doubt, such doubt should be resolved against the exercise 
of so delicate and dangerous a power upon application 
for a preliminary injunction. 

Illingworth v. Atha , 42 Fed. 141, 144; 

Gandy vs. Marble, 122 U. S. 432, 4-10. 

In this connection, attention is also respectfully requested 
to Wells v. Boyle , 43 0. G. 753, and In re Sargent, C D 1877 

125. 

In Wells v. Boyle (supra), the headnote reads: 

44 The filing of a bill in equity in the Circuit Court of 
the l nited Statejs by the defeated party in an interfer¬ 
ence will not operate to stay the issue of patent to the 
successful contestant, nor will it justify the Commis¬ 
sioner of Patents in delaying or withholding it until such 
proceeding in equity is terminnted. ,, (Headnote.) 
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In the exhaustive and convincing reasoning of the Honor¬ 
able Carl Schurz (then Secretary of the Interior) In re Sar¬ 
gent (supra), which was a case where the losing party in a 
patent interference had filed a bill in equity under Section 
4915 R. S. and had petitioned the Commissioner of Patents 
to withhold the patent from the successful applicant in the 
interference until the issues in the equity action had been 
determined, (which petition the Commissioner of Patents 
had granted), he reviewed the whole subject-matter and di¬ 
rected the Commissioner of Patents to issue the patent forth¬ 
with, holding that the Commissioner of Patents was without 
right or authority to make the order of suspension, and that 
such order was a plain violation of the express provisions of 
the statute, saying (p. 127): 

“The rights which you are to determine are those 
which are granted by law, and are confined to a particu¬ 
lar class. The mode of ascertaining and determining! 
these rights, as well as their duration or continuance, 
is well defined by the statutes and the rules and regula¬ 
tions of your Office. These rights cannot be enlarged, 
abridged, or defeated, or at least should not, and will not 
be, if the law is properly administered.’’ 

(p. 129): “The proceeding in the court of equity is a 
proceeding de novo, and I am unable to conclude that 
Congress intended that a party who has submitted his 
claim to a right to a tribunal clothed with powers of final 
adjudication thereon should be deprived of that right 
when the adjudication is in his favor until another tribu¬ 
nal, not appellate or supervisory, has examined and de¬ 
termined the same question. The proceeding in equity 
is in no sense an appeal from your decision, nor does it, 

or can it, have the effect to supersede it. 

#•*### 

“It cannot be fairly presumed, or at least it should 
not be presumed by you, that any different conclusion 
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can or will be arrived at in that court than has already 
been made.” 

#•**** 

(p. 131): “If the filing a bill in equity by parties as¬ 
serting adverse claims, to retry questions already de¬ 
cided by your Office, could be permitted to stay final ac¬ 
tion on your part, very few patents for really valuable 
inventions would, in my opinion, hereafter be issued, 
and the injurious results which would necessarily follow 
would be beyond calculation. 

“The only reason which has been assigned why (the 
trade-mark registration here in issue) should not now 
(be cancelled) is that a bill in equity has been filed in th' 
supreme court of the District of Columbia, in conse¬ 
quence of wdiich the same questions wdiich have been de¬ 
termined (by the Court of Appeals of the District of 
Columbia) wdll be considered and passed upon, and it is 
possible that by a trial de novo a different conclusion 
may be arrived at from wdiat has already been reached. 
This, in my opinion, is not a sufficient reason for with¬ 
holding (the cancellation order). It must be presumed 
that the questions at issue between the parties have been 
correctly decided (by the Court of Appeals of the Dis¬ 
trict of Columbia) upon the law T and the facts pre¬ 
sented.” 

The last paragraph above quoted is from In re Sorpent . 
p. 131, the only matter changed being that which is included 
in the parentheses. 

Suit Under Sec. 4915 R. S. Is in the nature of a Suit 
to Set Aside a Judgment. 

The proceedings under Sec. 4915 are “in fact and neces¬ 
sarily a part of the application for a patent” (Gandy v. 
Marble , 122 U. S. 432, 439), and “something in the nature of 
a suit to set aside a judgment, and as such is not to be sus¬ 
tained by a mere preponderance of evidence”. (Morgan v. 
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Daniels, 153 U. S. 120, 124). “It is sufficient for us, however, 
to apply to this case the rule of Morgan v. Daniels, that there 
must be a clear conviction on this record that the conclusion 
of the Court of Appeals was erroneous.’’ 

Greenwood v. Dover , 194 Fed. (C. C. A.) 91, 94. 

In Gold v. Newton, 254 Fed. (C. C. A.) 824, which was an 
application for a patent under Sec. 4915, after refusal by 
the Court of Appeals of the District of Columbia, it was urged 
that the proceeding was not an appeal but an original action. 
Said the Court (p. 827): 

In form this ijs true, but in substance we do not think 
it is. * * * In respect to actions like this, solely against 
the Commissioner, the jurisdiction still existing under R. 

S. Sec. 491o (Comp. St. Sec. 9460), is, to say the least, 
a singularity in law making. * * * 

“Further, a Court appealed to under Sec. 4915 must 
by the evidence shown it, whether new or old, be very 

fully and amply persuaded of plaintiff’s merits before 
granting relief. * * * 

“Even if we admitted all the foregoing (plaintiff’s 
arguments), we remain of the opinion that the decent 
and seemly administration of the law does not prohibit 
a Court of (in this matter) substantially coordinate 
jurisdiction to (in effect) overrule or disregard all that 
has hitherto been done, unless and except this whole 
Court is very sure of the matter after considering evi¬ 
dence that is not only persuasive but new.” 

“But, in a proceeding under Section 4915, (for a pat¬ 
ent) * * * the Court * * * must treat the conclusions * * * 
of the Court of Appeals as finding of a tribunal having 
jurisdiction with matters determined in the Patent Office 
and upon appeal therefrom, and in so far as these deter¬ 
minations are shown to have been made upon the same 
facts as those presented to the Court in the action under 
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Section 4915, they should not be disturbed unless (shown 
to be plainly and unmistakably erroneous. * * * All 
reasonable doubt must be removed and thorough convic¬ 
tion must be had. M General Electric Co. v. Steinberger, 
208 Fed. 699, 700. 


There is always a presumption in favor of that which has 
once been decided, such, e. g., as findings of fact and conclu¬ 
sions of law made by a court, or by a master concurred in by 
a Court. 

“Clearly, then, they are to be taken as presumptive!> 
correct, and unless some obvious error has intervened in 
the application of the law, or serious or important mis¬ 
take has been made in the consideration of the evidence, 
the decree should be permitted to stand/ ’ Crawford v. 
Neal, 144 U. S. 585, 596; Camden v. Stuart, 144 U. S. 104; 
Furrer v. Ferris, 145 U.S. 132. 

In Curtiss Aeroplane Co. v. Janin, 278 Fed. (C. C. A.) 454, 
which was an application for a patent under Sec. 4915 (p. 
455): 


“Such a part is very properly compelled to assume 
a heavy burden of evidence. Not only must his case carry 
through conviction by the character and amount of evi¬ 
dence (Morgan v. Daniels , 158 U. S. 120, 14 Sup. Ct. 722, 
38 L. Ed. 657), but if facts are seriously in dispute, he 
must adduce in his equity suit new and persuasive testi¬ 
mony not submitted to the Administrative tribunal (Gold 
v. Newton , 254 Fed. 824. 166 C. C. A. 270).“ 

Action at Bar is Wholly Without Equity. 

The Baldwin Company does not come into equity with clean 
hands, because both registrations were originally secured 
upon false affidavits. 




It was conclusively and unquestionably shown by the testi¬ 
mony of the officers of The Baldwin Company that 

(1) there had never been any statutory use of the mark 
shown in the earlier registration (No. 31,411) prior to the ap¬ 
plication to register, as required by the Trade-Mark Act. 
The application to register No. 31,411 was verified Novem¬ 
ber 8, 1897, and the application filed November 15, 1897, and 
the factory manager where the pianos were made (who is now 
a director of The Baldwin Company) testified that no pianos 
bearing this mark were shipped or sold to Indians or Indian 
tribes, or in any foreign country prior to November 29, 1897. 
There was no attempt to modify, impeach or deny this testi¬ 
mony. Such statutory use is a prerequisite to a valid regis¬ 
tration. (See Sargent’s testimony, Rec. pp. 30-31). 

Bronson Co. v. Duell, 17 App. D. C. 471; 

Elgin Nat’l Watch Co. v. Illinois Watchcase Co. y 
179 U. S. 665. 

(2) The affidavit forming a part of the application for the 
earlier registration (No. 31,411) was false, according to the 
testimony of the Baldwin Company’s officers, in that there 
had never been any “use” of the mark by The Valley Gem 
Piano Company (the applicant to register) prior to the ap¬ 
plication, OR AT ANY TIME. There was no attempt to 
modify, deny or impeach this testimony. The present Presi¬ 
dent of The Baldwin Company testified that The Valley Gem 
Piano Company (the registrant of this mark) never at any 
time made pianos, sold pianos or dealt in pianos. That the 
pianos marked with the name “Howard” were both made 
and sold by The Ellington Piano Company, an Ohio corpora¬ 
tion. (Sargent’s testimony, Rec. pp. 30-32; Armstrong’s 
testimony, Rec. pp. 32-33.) 

(3) The Baldwin Company claims its only title and rights 
to Registration No. 31,411 and to the mark therein shown, and 
to the name “Howard” as a mark for pianos, solely from and 



through The Valley Gem Piano Company, and as the as¬ 
signee and successor to the business of The Valley Gem 
Piano Company. (See Baldwin Company’s answers in can¬ 
cellation proceedings, Rec. pp. 21-23; Affidavit of Wulsin, 
Rec. p. 5 2-f.) 

Inasmuch as The Valley Gem Piano Company never did or 
could acquire any trade-mark rights (as it never had or did 
any business), it obviously follows that the title and rights 
of The Baldwin Company to these alleged marks must to¬ 
tally fail. Furthermore, the President of The Baldwin Com¬ 
pany, one of the organizers of The Baldwin Company and 
of The Valley Gem Piano Company, and officially connected 
with both companies since their organization, testified that 
the only transfer, or taking over, from The Valley Gem Piano 
Company and The Ellington Piano Company by The Baldwin 
Company w r as the acquiring of all the stock of these com¬ 
panies from the members of the firm of D. H. Baldwin & Co. 
(Armstrong’s testimony, Rec. p. 32.) 

(4) The evidence of the officers of The Baldwin Company 
in said cancellation proceedings w T as that the mark shown in 
Registration No. 31,411 was abandoned in 1912 with the in¬ 
tention never “to take it up again”, and their testimony is 
that they have never used it since 1912. No attempt was 
made to modify, impeach or deny this testimony. (Sargent’s 
testimony, Rec. p. 32.) Armstrong’s testimony, Rec. pp. 32- 
33; McGee’s testimony, Roc. p. 35.) 

Registration No. 46,993 was Based Solely Upon Registration 

No. 31,411 and the Use of the Mark By, and its Assign¬ 
ment From, The Valley Gem Piano Company. 

As The Valley Gem Piano Company had no trade-mark 
rights which it could transfer, the title to the mark not only 
must fail but the registration be held invalid because obtained 
by a false statement and declaration made by the President 
of The Baldwin Company as part of the application to reg¬ 
ister, cited supra (Rec. p. 52-f). There w’as no attempt to 
modify, deny or impeach this testimony. 
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The record shows that the R. S. Howard Company was in¬ 
corporated and has been in active business since April, 1902. 

The evidence of The Baldwin Company’s own officers in the 
cancellation proceedings was that whatever mark or marks 
containing the name “Howard’’ were used on pianos by any 
Baldwin concerns at any time prior to 1912 was not “How¬ 
ard” simpliciter but Howard in conjunction with the initials 
“VGPCo.” arranged in a monogram (Sargent’s testimony, 
Rec. pp. 30-32; Armstrong’s testimony, Rec. pp. 32-33; Mc¬ 
Gee’s testimony, Rec. p. 35). Hence, it is respectfully sub¬ 
mitted that there was no statutory use of “Howard” prior to 
the application to register or prior to 1912, and as statutory 
use of a mark is a prerequisite to the right to register, such 
registration was improvidently granted and is invalid. “He 
can register only what he has used.” 

Elgin Nat’l. Watch Co. v. Illinois Watckcase Co., 
179 U. S. 665. 

Corbin v. Gould, 133 U. S. 308; 

Quaker City Flour Mills Co. v. Quaker Oats Co., 
43 App. D. C. 260; 

Hay vs. Malone, 50 App. D. C. 399; 

Johnson v. Brandeau, 32 App. D. C. 348. 

Hence, it follows that the right and title of The Baldwin 
Company to both said registrations entirely fails. The statu¬ 
tory “use” required by the Trade-Mark Statute, as a pre¬ 
requisite to a valid registration, also fails. 

Elgin Natl Watch Co. v. Illinois Watchcase Co., 179 
U. S. 665; 

Warner vs. Searle <6 Hereth Co., 191 U. S. 195, 204, 
206; 

South Carolina v. Seymour, 2 App. D. C. 240; 

Bronson Co. v. Duell, 17 App. D. C. 471; 

Planten v. Canton Pharmacy Co., 33 App. D. C. 268; 

Hay v. Malone, 50 App. D. C. 399; 


Ammon d Person vs. Narragansett Dairy Co., 252 
Fed. 276; aff. 262 Fed. 880; 

Stephano Bros. v. Stamatopoulos, 238 Fed. (C. C. 
A.) 89. 

“If the plaintiff makes any material false statement 
in connection with the property which he seeks to pro¬ 
tect, he loses his right to claim the assistance of a court 
of equity. * * * it is a clear rule, laid down by courts 
of equity, not to extend their protection to persons whose 
case is not founded in truth/’ Warden vs. California 
Fig Syrup Co., 187 U. S. 516, 528. 

The application of the maxim “he who comes into equity 
must come with clean hands”, is not limited to cases where 
the defendant had suffered from the unconscionable conduct, 
but it is often applied where a third person as the public, is 
the sufferer, and even when the defendant has participated in 
such conduct. 21 Corpus Juris, 184-186. 

Manhattan Medicine Co. v. Wood, 108 U. S. 218; 

Uheda v. Zialcita, 226 U. S. 452. 

The meaning of the maxim is that equity refuses to lend its 
aid in any manner to one who has been guilty of unlawful or 
inequitable conduct in the matter with relationship to which 
he seeks relief. (16 Cyc. 144.) 

“But in such cases it is the general public or some pub¬ 
lic policy that is, so to speak, the client of the court. The 
public has a vital interest in protecting honest, proper use 
of trade-marks.” Am. Thermos Bottle Co. vs. Grant Co., 
279 Fed. (C. C. A.) 151, 159. 

It follows that, under the authority of Gandy v. Marble, 
122 U. S. 432, and Buttencorth v. Hoe, 112 U. S. 50, The Bald¬ 
win Company must fail in any proceeding had or taken un- 
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der Sec 4915 as, under the authority of these cases, The Bald¬ 
win Company must show that it “is entitled, according to 
law’”, to the registration. 

Registration Is solely a Statutory Right and All Statutory 

Provisions Relating to Registration are Wholly Arbitrary. 

As all provisions relating to registration of trade-marks 
are wiiolly statutory and may be modified or entirely with¬ 
drawn, at any time, (Stamatopoulos v. Stephano Bros., 41 
App. D. C. 590), there are no general principles or sub¬ 
stantive law r applicable, but all questions must be determined 
according to the terms and limitations of the statutes. 

Registration confers no title, and there is no vested right, 
or vested right of property in trade-mark registrations, and 
registration creates no new 7 right or title. 

Trade-Mark Cases, 100 U. S. 52, 92, 93; 

United Drug Co. v. Theo. Rectanus Co., 248 U. S. 90; 

Hanover Star Milling Co. v. Metcalf, 240 U. S. 403; 

Andrew Jergens Co. v. Woodbury, Inc., 273 Fed. 

953, 965; 

Ewing vs. Standard Oil Co., 42 App. D. C. 321. 

A registrant cannot be deprived, in a legal sense, of the 
benefits of the registration statute if he were never entitled 
to registration, as is self-evident. 

Property rights in the mark are not created by the Trade- 
Mark Acts but must already be in existence under the com¬ 
mon law 7 before entitled to benefits of the Registration Acte. 

Phillips vs. Hudnut, 49 App. D. C. 247; 

Fulton Water Works Co. vs. Bear Lithia Spring Co.. 

47 App. D. C. 438; 

Given v. N. Y. Athletic Club, 42 App. D. C. 558. 


Property right in a mark ceases w 7 ith the discontinuance of 
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its use. Imperial Cotto Sales Co. v. Fairbanks Co., 50 App. 
D. C. 250. 

The statutory limitations have been enforced by the Courts 

in a strict manner, as is illustrated by a host of cases, of which 

the following are a few: 

Stark Bros. v. Stark, 41 Sup. Ct. Rep. 221. Held: No dam¬ 
ages can be recovered in an action for infringement of 
registered trade-mark except on proof that defendant 
was notified of the registration by actual notice or 
constructive statutory notice by marking the goods as 
required by the statute, and notice to “discontinue the 
unfair competition and infringement of our rights’’ not 
sufficient as a basis to recover damages under the 
Trade-Mark Statute. 

Elgin Nat’l. Watch Co. v. Illinois Watch case Co. 179 IT. S. 665. 
Held: Where a word or name had been granted regis¬ 
tration improperly, the registration conferred no rights 
or benefits under the Trade-Mark Statutes. 

Ryder v. Holt, 128 U. S. 525. Held: Where bill did not allege 
that the mark was used by defendant on goods intended 
to be transported to a foreign country, the Federal 
Court had no jurisdiction, and where proof of that fact 
was not presented the bill was dismissed. Warner v. 
Searle & Hereth Co., 191 U. S. 195, to the same effect. 

Corbin v. Gould, 133 U. S. 308. Held: That use and registra¬ 
tion of the words “The Tycoon Tea” enclosed in a 
diamond shaped figure, “the essential features of 
which are the symbol of a diamond and the arbitrary 
selected word ‘Tycoon’ ”, conferred no exclusive right 
to the word “Tycoon” simpliciter. 

Ammon & Person v. Narragansett Dairy Co., 252 Fed. 27C: 
262 Fed. (C. C. A.) 880. Held: That use of “Queen of 



the West” did not show the prerequisite statutory use 
to authorize the registration of “Queen”, and the de¬ 
fendant held not guilty of infringement of the regis¬ 
tered trade-mark “Queen”, although the defendant 
UBed “Queen” on goods of the same description; the 
defendant was held guilty of unfair trade competition. 

Quaker City Flour Mills Co. v. Quaker Oats Co., 43 App. D. C. 
260. Held: That the use of “Quaker City Mills” did 
not show the prerequisite statutory use to authorize 
the registration of “Quaker”. 

Diederich v. Schneider Co., 195 Fed. (C. C. A.) 31. Held: 
That one acquires no right in a registered trade-mark 
unless the mark is used on a vendable commodity, and 
a registered mark cannot be infringed, that is, plaintiff 
can have no relief under the trade-mark statute®, unless 
the mark is placed by the defendant on a vendable com¬ 
modity sold or intended to be sold in commerce among 
the States, foreign nations or Indian tribes; Warner v. 
Searle d Hereth Co., 191 U. S. 195, to same effect. 

South Carolina v. Seymour, 2 App. D. C. 240. Held: That as 
the State of South Carolina had no authority to carry 
on trade outside its own boundaries, it could not obtain 
rights, by user, in a trade-mark which would entitle it 
to have the mark registered, and that statutory use, 
pursuant to the requirements of the jstatute was a pre¬ 
requisite to the right to have a mark registered; John¬ 
son v. Brandeau, 32 App. D. C. 348, to same effect. 

Bronson v. Duell, 17 App. D. C. 471. Held: “The lawful 
right to convert a mark or symbol into a trade-mark 
was intended to remain a prerequisite to registration”, 
and that the mark must be such a mark as could be law¬ 
fully exclusively appropriated. 
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Oliver Plow Works v. Oliver Co., 40 App. D. C. 135, whore tho 
strict construction of the trade-mark statute iis well 
illustrated; a name claimed to be displayed in a “par¬ 
ticular and distinctive manner” was refused registra¬ 
tion. A reproduction of the mark appears in the opin¬ 
ion. 


In re Spalding, 27 App. D. C. 314. Held: That “actual use” 
under the “ten-year” clause should he “strictly con¬ 
strued”, and registration refused for all articles “save 
thojse upon which he has actually used the mark for the 
required period”; and registration was refused for a 
general class of merchandise (“Athletic goods”). 

The power to cancel under the Trade-IMark Registration Act 
is Granted Exclusively to the Commissioner of Patents Sub- 
ject only to review by the Court of Appeals of the District 

of Columbia. 

Such statutory limitation is unmistakably plain. No Court 
has ever assumed the right to cancel a trade-mark registra¬ 
tion, except the review by the Court of Appeals of the Dis¬ 
trict of Columbia as provided by the statute. 


“The remedy (cancellation for trade-mark registra¬ 
tions improvidently granted) is full, fair and summary, 
with appeal from the Examiner to Commissioner, and 
with no time limit for the application”. Planten v. Ged- 

ney, 221 Fed. (C. C. A.) 281, 284. 

It is “familiar doctrine that ‘when a statute creates a 
new offence and denounces the penalty, or gives a new 
right and declares the remedy, the pnn ; shment or the 
remedy can be only that which the statute prescribes \ 
Farmers' & Mechanics' National Bank v. Bearing, 91 U. 
S. 29, 35; Barnett v. National Bank, 98 U. S. 555; Oates 
v. National Bank, 100 U. S. 239; Stephens v. Monongahela 
Bank, 111 U. S. 197; Tenn. Coal Co. v. George, 233 U. S. 
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354, 359”; Wilder Mfg. Co. v. Corn Products Co. t 236 U. 
S. 165, 174, 175. 

“When a statute creates a new right or offence, and 
provider a specific remedy or punishment, they alone 
apply. Such provisions are exclusive” and excessive in¬ 
terest which might be recorded by the payers could not 
be set up as a counterclaim or offset to another obliga¬ 
tion; payers “can resort to no other mode or form of pro¬ 
cedure’ ’ except such as provided by the statute. Barnett 
v. Nat'l Bank, 98 U. S. 555, 558. 

It is respectfully submitted that the Supreme Court of the 
District of Columbia was without power or authority in the 
premises and that the bill of complaint is bad in substance* 
and should have been dismissed. It is wholly a question of 
statutory power and statutory construction. Congress has 
dictated what rule, what procedure and what Court shall con¬ 
trol. What the Supreme Court said respecting patent statutes 
appears equally applicable to the Trade-Mark Statutes: 

“These are questions not of natural but purely statu¬ 
tory right * * *. No court can disregard any statutory 
provisions in respect of these matters on the ground that 
in its judgment they are unwise or prejudicial to the in¬ 
terests of the public.” United States vs. Amer. Bell Tel. 
Co., 167 U. S. 224, 246. 

And even should plaintiff’s contention appear meritorious 
“they cannot prevail against the provisions of the statutes. 
(U. S . vs. Amer. Bell Tel. Co., supra) 19 “for the whole sub¬ 
ject is one of statutory origin and regulation”, (Chapman v. 
Wintroath, 40 Sup. Ct. Rep. 234), and subject to all the re¬ 
strictions Congress has provided. 

“Courts of equity can no more disregard statutory and 
constitutional requirements and provisions than can 
courts of law. They are bound by positive provisions of 
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the statute equally with courts of law * * Hedges 
vs. Dixon County, 150 U. S. 182, 192. 

No claim is, or can fairly be, made that the statute i $ am¬ 
biguous. Hence, the cancellation of the Trade-Mark Regis¬ 
trations in issue is now wholly a ministerial act. 

Butterworth v. Hoe, 112 U. S. 50; 

United States vs. Duell, 172 U. S. 576. 

“It is a simple, definite duty, arising under conditions 
admitted or proved to exist, and imposed by law.” Mis¬ 
sissippi v. Johnson, 4 Wall. 475, 498. 

“The fact that the complainants have no remedy at law, 
* * *, confers no jurisdiction upon a court of equity to 
afford them relief”. Hedges vs. Dixon County, supra. - 

The adjudication of the Court of Appeals of the Dis¬ 
trict of Columbia is final. It is “conclusive upon the pat¬ 
ent Office itself, for, as the statute declares, Rev. Stat. Sec. 
4914, it ‘shall govern the further proceedings in the case’. 
The Commissioner cannot question it. He is bound to 
record and obey it. His failure or refusal to execute it bv 
appropriate action would undoubtedly be corrected and 
supplied by suitable judicial process. The decree of the 
Court is the final adjudication upon the question of right; 
everything after that dependent upon it is merely in exe¬ 
cution of it; it is no longer matter of discretion, but has 
become imperative and enforceable”. Butterworth vs. 
Hoe, 112 IT. S. 50, 60. 

United States v. Duell, 172 U. S. 576. 

“Howard” in 8ald Registrations Not Written or Impressed 
In a Particular or Distinctive Manner. 

In its amended complaint The Baldwin Company, for the 
first time, has attempted to make some serious contention that 




the name “Howard’* in said registrations is “printed or im¬ 
pressed in a particular and distinctive manner,—that is, in 
Old English letters”. Such contention, it is respectfully sub 
mitted, is wholly without merit. 

In the certificate of registration (Rec. p. 52-s) No. 31,411 it 
is stated “the panel and form of lettering of ‘Howard’, may 
be differently arranged without wholly altering the character 
of the trade-mark, the principal feature of which is the word 
‘Howard’ in connection with the initials ‘VGPCo.’ arranged 
monogrammatically ’ ’. 

In the application to register, which resulted in Registra¬ 
tion No. 46,993, eubstantially the same wording is found. (Rec. 
p. 52-s). The first drawing (Rec. p. 52-o) originally filed with 
this application was substantially a duplicate of the drawing 
shown in Registration No. 31,411, and the statement contained 
the following: “beneath the panel, in curved plain type, ap¬ 
pears ‘ Cincinnati, U. S. A. ’, but this latter, together with the 
words ‘Cabinet Grand’, the panel, and the form of lettering of 
‘Howard’, may be differently arranged without materially 
altering the character of the trade-mark, the principal feature 
of which is the word ‘Howard’ ”. 

The drawings of the Trade-Mark Registrations to be can¬ 
celled (Rec. pp. 52-r, 52-p) speak for themselves. It needs no 
argument to show that the lettering of the word “Howard” 
is not “particular” or “distinctive”, as required by the stat¬ 
ute. 

“Peculiarities in printing cannot lend trade-mark 
properties to an otherwise unregistrable descriptive 
word (or personal name). If it were otherwise, an unreg¬ 
istrable non-technical word could be appropriated and 
registered as a trade-mark as many timeis as the form of 
its printing could be varied.” Johns-Manville Co. vs. Am. 
Steam Packing Co., 33 App. D. C. 224. 

Oliver Plow Works v. Oliver Mfq. Co., 40 App D C 
125. 
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A mark is not registrable unless its controlling or dominant 
features are registrable. 

In re Crescent Typewriter Supply Co., 30 App. D. C. 

324; 

Johnson vs. Brandeau, 30 App. D. C. 348; 

In re Hopkins, 29 App. D. C. 118. 

A non-registrable name, word or term does not become reg¬ 
istrable by combining it with registrable subject-matter. 

“nor does the fact that it (Orient) is associated with 
a wreath, which is in itself an arbitrary feature, confer 
registrability”. In re Crescent Typewriter Supply Co., 
30 App. D. C. 425; or when associated with an arbitrary 
“fantastic winged figure”. Ex parte Hopkins, 125 O. G. 
670; or when associated with a geometrical figure. Ex 
parte Weil, C. D. 1898, 612. 

The Court’s attention is particularly directed to the draw¬ 
ings of the Trade-Mark Registrations sought to be canceled. 
(Rec. p. 52-p and 52-r), and respectfully requested to compare 
the lettering of the word “Howard” with the reproductions of 
the marks, and the only marks used by the Baldwin concerns 
since 1912, which reproductions are shown in the Record, 
pp. 42 c, 42-d, and 42-f. It is testified by the officers of Tin* 
Baldwin Company that these three markings (last named) are 
the only markings for “Howard” pianos used by that Com¬ 
pany since 1912. (Sargent’s testimony, Rec. pp. 30-32; Mc¬ 
Gee’s testimony, Rec. p. 35.) 

A comparison of the drawings referred to discloses that 
f he lettering of the word “Howard” is different in each of 
the markings and also that each one is different from the let¬ 
tering of the mark used prior to 1912 (Rec. p. 42-e). Such 
comparison makes what this Court said in Johns-Manville Co. 
vs. Steam Packing Co., supra, particularly pertinent. 

The Baldwin Company has previously, to this action, al¬ 
ways claimed the name “Howard”, broadly, under said reg- 
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istrations. See, answers in cancellation proceedings, Rec. pp. 
21-23; Wulsin’s affidavit, Rec. p. 52-f; threatening letters ‘ ‘Ap¬ 
plicant’s Exhibit 111”, Rec. pp. 42, 43. 

To permit the registration of “Howard” to istand opens the 
door to fraud and oppression, and to do precisely what has 
been done by The Baldwin Co., viz: disclaim “Howard” here 
as a mark except when written in “Old English” but every¬ 
where else, under all other circumstances to claim “Howard” 
in every form—that is, the exclusive right to use “Howard”, 
and in any form and every form of lettering. 

To be entitled to any relief under Sec. 4915 Rev. Stat. (as¬ 
suming that that statute is applicable, which is denied), plain¬ 
tiff must here show (under the decisions of the Supreme 
Court, supra) that it was and now is legally entitled to reg¬ 
ister “Howard” under the Trade-Mark Statutes. This it 
cannot do, as is clearly obvious. 

Business History of R. 8. Howard Co. and its Predecessor, 

Robert 8. Howard. 

1877 to 1889: Robert S. Howard became a piano salesman 
in 1877 and continued until 1889 to sell pianos, at retail on 
his own account and at wholesale in the principal cities of 
the United States as representative of leading piano manu¬ 
facturers, such as John Church & Co., Cincinnati; Chicker- 
ing & Sons, of Boston; Hallet & Comston, of Boston; Sohmer 
& Company, of New York; during this period he became pro¬ 
ficient in piano tuning, piano tone regulating, piano action 
regulating, the details of piano manufacture, and a prac¬ 
tical piano manufacturer (Rec. pp. 23, 24). 

August 1889, to December 31st, 1892: In August, 1889, 
Robert S. Howard became connected with the New England 
Piano Company, of Boston, one of the largest piano manufac¬ 
turing concerns in the country, and continued this connection 
until December 31, 1892. At the outset of his connection with 
the New England Piano Company, Mr. Howard arranged to 
have pianos manufactured by that concern marked with the 


name “Howard’’ (Rec. p. 24). These “Howard” pianos, 
were sold by Mr. Howard, in addition to the regular lines of 
the New England Company (Rec. p. 24). 

These pianos were marked, beginning in 1889, “Howard, 
New York”, “R. S. Howard & Co., Boston”; also “Howard 
& Co., Boston”, beginning in 1893. (See Howard’s testi¬ 
mony, Rec. p. 24; Scanlon’s testimony, Rec. p. 25.) 

January 1, 1893, to 1896: Robert S. Howard was connected 
with J. & C. Fischer, piano manufacturers, of New York, 
selling their product all over the United States, and also 
selling “Howard” pianos for his own account and risk, made 
by the New England Piano Company and supplied to Mr. 
Howard at a fixed factory price, Mr. Howard guaranteeing 
payment for same and receiving the difference between the 
factory price and the price at which he sold them. These 
“Howard” pianos were sold by Mr. Howard in many of the 
principal cities of the United States (Rec. p. 24). 

Judge Hough finds that “there were thousands sold 
under the title ‘R. S. Howard & Co.’, ‘Howard, New 
York’, ‘Howard & Co., Boston’, and ‘R. S. Howard & 
Co., Boston’ ”, (Rec. p. 46). 

Judge Hough finds that: “No other salesman except 
Howard sold pianos with the ‘Howard’ mark upon them. 

There is no doubt that from the time any variant 
of ‘Howard’ was inscribed upon pianos, the retail trade, 
the user and the public generally, spoke of them as ‘How¬ 
ard’ pianos” * # * (Rec. p. 46). 

The New England Piano Company never claimed to own 
the mark or brand “Howard” for pianos, but, on the con¬ 
trary, recognized that it belonged to Robert S. Howard fRec 
pp. 25, 26). V ' 

many witnesses who 
knew about or dealt in “Howard” pianos sold by Robert S. 

Howard and R. S. Howard Company, all of whom testified 


that such pianos were always known and designated as *‘ How¬ 
ard’ ’ pianos. 

‘ 4 There is no doubt that from the time any variant of 
‘ Howard ’ was inscribed upon pianos, the retail trade, 
the user and the public generally, spoke of them as 
‘Howard’ piano®. (Judge Hough’s Opinion, p. 46.) 

Twenty-four of these witnesses sold or handled, or knew 
about, pianos marked “Howard” (either “Howard”, “R. S. 
Howard & Co.”, or “Howard & Co.”) sold by Robert S. 
Howard prior to 1896, viz.: Leander S. Sherman, San Fran¬ 
cisco, Cal. (Rec. p. 36); Frank T. Rowers, Belvedere, Cal. 
(Rec. p. 36); Erastus P. LaSalle, Richmond, Cal. (Rec. p. 
36); Frank Anrys, San Francisco, Cal. (Rec. p. 37); Frank 
J. Hart, Los Angeles, Cal. (Rec. p. 37); A. G. Bartlett, 
Los Angeles, Cal. (Rec. p. 37); Edward A. Geissler, Los 
Angeles, Cal. (Rec. p. 38); F. W. Blanchard, Los Angeles, 
Cal. (Rec. p. 38); Geo. S. Marygold, Los Angele®, Cal. (Rec. 
p. 39); Wm. S. Lanneau, Charleston, S. C. (Rec. p. 39); John 
F. Greer, Charleston, S. C. (Rec. p. 39); Platt P. Gibbs, Chi¬ 
cago, Ill. (Rec. p. 39); Charles A. Schlichter, Burlington, la. 
(Rec. p. 40); James Vaughn, Detroit, Mich. (Rec. p. 40); Ed¬ 
win A. Kieselhorst, St. Louis, Mo. (Rec. p. 40); Benjamin B. 
Crow, Atlanta, Ga. (Rec. p. 41); John E. Mulvey, Boston, 
Mass. (Rec. p. 41); Noble E. Hill, Boston, Mass. (Rec. p. 
41); J. H. Brenner, San Francisco, Cal. (Rec. p. 41); Charles 
H. Dewing, Oakland, Cal. (Rec. p. 41); George A. Heidinger, 
Portland, 0. (Rec. p. 41); Fergus Coalter, Salt Lake City, 
Utah (Rec. p. 42); Thomas F. Scanlon, Boston, Mass. (Rec. 
pp. 25, 26); Robert S. Howard, New York City (Rec. pp. 23, 
24). 

Beginning in December, 1896, Mr. Howard testifies that he 
obtained “Howard” pianos on the same general plan and 
basis from D. H. Baldwin & Company of Cincinnati; these 
pianos were made by The Ellington Piano Company of Cin¬ 
cinnati, 0. (Rec. p. 24). 
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1896 to December 31, 1898: Robert S. Howard continued 
with J. & C. Fischer, as before, up till January 1st, 1898, and 
then with the Schuberts and Sohmer & Company, piano manu¬ 
facturers, till December 31, 1898; during all this period 
Robert S. Howard continued to sell 1 * Howard ’’ pianos made 
by The Ellington Piano Company, Cincinnati, Ohio, and fur¬ 
nished to him at a fixed factory price, under an arrangement 
claimed to be similar to that which he had with the New Eng¬ 
land Piano Company (Rec. p. 24). 

January 1, 1899, to March 31, 1902: Beginning January 1, 
1899, Robert S. Howard was associated with D. H. Baldwin 
& Co. selling their several grades of pianos under a salary, 
expense and profit-sharing agreement, whereby the several 
grades of pianos of the Baldwin concerns were supplied at 
fixed factory prices, and Mr. Howard’s business kept in a 
separate account (Rec. p. 24). 

The “R. S. Howard Companv” was organized by Robert 
S. Howard as a New York corporation in April, 1902; suc¬ 
ceeded to the business, good-will and name of Robert S. How¬ 
ard, acquired a factory in New York City, and began the 
manufacture and sale of pianos marked “Howard”, “R. S. 
Howard Co.” commonly called “Howard” pianos (Rec. pp. 
23, 24). This business has since continued and its pianos 
sold in the principal cities of the United States from the At¬ 
lantic to the Pacific and in a long list of foreign countries 
(Rec. pp. 25, 26). 

The 8uit in the Second Circuit. 

(The New York Case.) 

After most of the testimony had been taken in said can¬ 
cellation proceedings, The Baldwin Company brought an 
action against the R. S. Howard Company in the United 
States District Court for the Southern District of New York. 
This action, as shown by the Opinions (Rec. pp. 44-53), was 
brought to 



(a) enjoin unfair trade competition based on common- 
law rights to the name“Howard” as a common law mark 
for pianos; 

(b) for infringement of the said two Trade-Mark Reg¬ 
istrations, No. 31,411 and No. 46,993, praying for three¬ 
fold damages for their infringement; 

(c) to enjoin the R. S. Howard Company from further 
prosecuting said cancellation proceedings respecting said 
two Trade-Mark Registrations, “or any other applica¬ 
tion for the cancellation” of said Trade-Mark Registra¬ 
tions. 

Ajs shown by said Opinions (Rec. pp. 50, 52), the claims for 
infringement of said Trade-Mark Registrations were with¬ 
drawn at final hearing. 

Also as shown by said Opinions (Rec. pp. 50, 52, 53), the 
Federal Courts’ decisions (as to “a” above) were based 
“solely on principles of unfair competition”, and this Court} 
in said concellation cases Noe. 1201 and 1202, and in many 
other like cases, has ruled that decisions 4 4 confined solely to 
the question of unfair competition” are 44 a matter of no 
concern * # * either by way of estoppel or otherwise” in can¬ 
cellation or opposition proceedings (Rec. p. 62). 

In re Hoff , 30 App. D. C. 233; 

Oliver Plow Works v. Oliver Co. y 40 App. D. C. 125 
128; 

See, Hercules Powder Co. v. Newton , 266 Fed. (C. C. 
A.) 169; which case thoroughly covers this point, 
the Opinion of the Court being written by the same 
Judge who decided the Baldwin-Howard case in 
the District Court in New York. 

m the class of cases at bar, quality of goods, volume of 
business, amount of capital or profits, value of good-will, plant 
or business, are wholly immaterial, as has been repeatedly 
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pointed out by this Court and other Courts. Notwithstand¬ 
ing, the complaint is, and appellee’s prior arguments have 
been, largely made up of such immaterial and irrelevant mat¬ 
ters. There is equal reason to protect the weak that there is 
to protect the strong; “equal protection of the laws” still 
has force. 

It may be noted that in the decree in the New York case the 
word “mark” or “trade-mark” does not appear and is no¬ 
where used, but the deeree is that The Baldwin Company has 
the right to use the name “ ‘Howard’ as a name for its pi¬ 
anos”, and that the R. S. Howard Company has the right to 
use “Howard”, with the prefix “R. S.” or “Robert S.” and 
the suffix “Company” or “Co.”, on its pianos and as its busi¬ 
ness and corporate name (Rec. pp. 4, 5). 

The Federal Courts In New Yo rk Refused the Injunctive 

Relief Now 8ought at Bar. 

A reference to the Opinions of the Federal Courts in New 
York and to the Opinion of this Court (Rec. pp. 50, 52, 61), 
shows not only that an injunction “to prevent the continu¬ 
ance of the cancellation proceedings in the (Patent) Office” 
was pleaded and urged, but also that an injunction was ex¬ 
pressly denied. 

This appellant now urges, as claimed in its motion to dis¬ 
miss, (Rec. pp. 65, 66), that said adjudication by the Federal 
Courts in New York, between the same parties, is res ad judi¬ 
cata of the whole contention and all issues involved in the 
case at bar, and in view of said decisions of the Federal 
Courts, as well as the prior adjudication of this Court in said 
cancellation proceedings, further expressly urges that the 
Baldwin Company has already entirely exhausted its remedies 
and that this controversy should now forthwith be termin¬ 
ated by a dismissal of the bill of complaint. 

In Opposition Proceedings Under Section 6 and in Can¬ 
cellation Proceedings Under Sectiofi 13 of the Trade- 



Mark Act of 1905, the Requirements as to “Interest in 
the Subject-matter’ 7 are the Same. 

Such has been the repeated decisions of the Patent Office 
and Court of Appeals of the District of Columbia. 

Underwood Typewriter Co. vs. A. B. Dick Co., 36 
App. D. C. 175, 178; 

Battle Creek Sanitarium Co. vs. Fuller, 30 App. D. 

C. 411, 415. 

In Cancellation and Opposition Proceedings Where the 
Mark is a Nontechnical Mark, the Questions of “First 
Use” or “Acquiescence” are immaterial. 

Van Alstyne Co. vs. Boutwell Milling Co., 43 App. 

D. C. 530; 

Duluth Superior Milling Co. vs. Koper, 37 App. D. 
C. 115; 

Heaton-Peninsular Co. vs. Independent Button Fas¬ 
tener Co., 43 App. D. C. 264; 

Joseph Lay Co. vs. Indianapolis Brush Mfg. Co., 40 
App. D. C. 36; 

Mcllhenny Sons vs. The New Iberia Extract Co., 34 
App. D. C. 43; 

Kentucky Dist. & Wareh. Co. vs. Old Lexington C. 
Dist. Co., 31 App. D. C. 233. 

In Magic Curler Co. vs. Porter, C. D. 1907, 163, an early 
cancellation proceeding, the Commissioner said: 

“The right registered is a supposed right to exclusive 
use. * * * There is more reason why a party who has 
himself no trade-mark right, but who is harassed in his 
business through an improper registration, should be 
permitted to overthrow that registration than there is for 
according this relief to one who is the possessor of a 
trade-mark right. The latter party may obtain relief 




42 


against injury through the invalid registration by inter¬ 
ference proceedings, registration to himself and suit 
thereon. The former party though liable to the same in¬ 
jury, has not the same opportunity for combating it.” 

The Test of Injury or Damage to Obtain Cancellation. 

In Baid cancellation proceedings the Patent Office decisions 
were based solely upon the finding that the R. R. Howard 
Company had failed TO PROVE damage. Such has repeat¬ 
edly been held by this Court not to be the test; “likelihood of 
confusion”, “likely to deceive” the public, “probability of 
confusion”, “tend to confusion in trade”, are the tests laid 
down by this Court. “But if a doubt existed, it should be re¬ 
solved for the protection of the public”. 

The test is whether confusion “is likely” or “probable”. 

“The jstatute is prospective, in that it forbids the reg¬ 
istration of a mark which is likely to create confusion in 
the public mind, or is likely to deceive purchasers. It is 
not necessary that actual confusion be shown; the mere 
probability of confusion is sufficient.” (Italics are by 
the Court.) Rookuood Pottery Co. vs. Wilhelm Co., 43 
App. D. C. 1. 

“There is no testimony as to any actual confusion in 
trade, by reason of the opposing marks.” But “there is 
such a similarity as would probably tend to confusion in 
trade”. This held to be sufficient “interest in the sub¬ 
ject-matter”. Nofsiger vs. Schultze Baking Co., 46 App. 
D. C. 292. 

“The decision, after all, must be based largely upon 
* * * the probable result of the use of these marks upon 
the same kind of goods.” No actual confusion was 
shown. “But if a doubt existed, it should be resolved for 
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the protection of the public, * * Goodrich Drug Co. 
vs. Cassada Mfg. Co., 46 App. D. C. 146, a cancellation 
case. 

“Opposer is not bound to establish damages in order 
that he may succeed. It is sufficient for it to ishow that the 
applicant’s mark would be ‘likely to cause confusion or 
mistake in the mind of the public * * (Sec. 5, 33 Stat. L. 
725; Patton Paint Co. vs. Orr’s Zinc White Ltd., 48 App. 
D. C. 223; Thomas Manufacturing Co. vs. Aeolian Co., 
47 App. D. C. 378)”. William Waltke d Co. vs. Geo. H. 
Schafer d Co., 263 Fed. (App. D. C.) 650, 652. 

“The test is whether the use is likely to deceive.” 
Hilton vs. Hilton, 105 Atl. Rep. (N. J.) 65; Aff. 107 Atl. 
Rep. 263. 

“The likelihood of confusion depends as much upon 
the probability of the future as upon the experiences of 
the past.” Wadsworth Howland d Co. vs. Trussed Con¬ 
crete Steel Co., 48 App. D. C. 592, 593. 

“If it is likely to cause confusion” it is sufficient. 
William P. Stark vs. Stark Bros., 257 Fed. (C. C. A.) 9. 

In Guth vs. Guth Chocolate Co., 224 Fed. (C. C. A.) 932, the 
Court held that “Guth Chocolate Company” was an infringe¬ 
ment and colorable imitation of ‘‘Guth’’, saying: “In the na¬ 
ture of things confusion was inevitable.” Where there is 
confusion, damage is obvious and will be presumed. 

R. S. HOWARD COMPANY DAMAGED. 

I. 

R. S. Howard Company Damaged by Appellee’s Intimidating 
Letters to R. S. Howard Company’s Customers. 


The Record shows that appellee has been sending threat¬ 
ening and intimidating letters to R. S. Howard Company’s 
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customers claiming rights under trade-marks “duly regis¬ 
tered by us in the United States Patent Office”, and “will 
take all necessary steps to protect our rights against infringe¬ 
ment”. 

Samples of these threatening and intimidating letters are set 
out in Applicant’s Exhibit 111 (Rec. pp. 42, 43) admitted to 
have been written and sent by The Baldwin Company (Rec. 
p.42). 

It is respectfully submitted that any use by appellee of the 
registiations sought to be cancelled which threatens to cause 
damage or injury is sufficient to give the R. S. Howard Com¬ 
pany a standing to cancel. 

Any conduct or language which influences or tends to in¬ 
fluence customers or the public to withdraw or withhold its 
custom from the R. S. Howard Company is damage and in¬ 
jury. 

It is immaterial whether such effect is produced by persu¬ 
asion, by threats, or by falsehood. Am. Wells Works Co. vs 
Layne & Bowler Co., 241 U. S. 257. 

In the case at bar, appellee threatens R. S. Howard Com 
panv’s customers with the penalties incurred under the stat 
utes for infringing registered trade-marks, such registration 
being prima facie valid. This is obviously a threatened in¬ 
jury and damage, directly founded upon said improper reg¬ 
istrations. 

The direct and obvious purpose of the letters was to intimi¬ 
date R. S. Howard Company’s customers, threaten them with 
litigation, and cause them to cease to buy R. S. Howard Com¬ 
pany’s pianos. However vague the language of such intimi¬ 
dating letters may be, to intelligent business men they havo 
no doubtful meaning and their purpose and result are plain. 

“Why it is to intimidate those people or prevent them 
from dealing in complainant’s beer. That far it is op¬ 
pressive of the business of complainant and tends to do- 
stroy its business. There is no question about thht, 
insofar as it would intimidate these people. It must he 
remembered that there are many timid people in this 



world, who would be much influenced by danger of even 
small losses.’’ Seattle Brewing Co. vs. Hansen, 144 Fed. 
1011, 1014. 

Anything that unfairly obstructs or unlawfully interferes 
with appellant’s business would be an injury and its continu¬ 
ance a menace. To disturb or annoy, or to threaten with an¬ 
noyance or injury, is an actionable wrong. 

“Nor does it matter whether the wrongdoer effects 
his object by persuasion or by false representations. 

“Now, intentionally to do that which is calculated in 
the ordinary course of events to damage another in that 
other person’s property or trade, is actionable, if done 
without just cause or excuse. Such intentional action 
when done without just cause or excuse, is what the law 
calls malicious wrong.” * # * 

“Loss of business is the only natural result to be ex¬ 
pected from such action and if continued the failure of 
the enterprise would inevitably follow.” Barr vs. Essex 
Trades Council, 30 Atl. Rep. (N. J. Eq.) 881, 886, 887. 

Nor is it essential that the statement contained in the cir¬ 
cular or letters be false, or in disparagement of R. S. How¬ 
ard Company’s business; it is sufficient if the scheme of using 
improper registrations is used to intimidate R. S. Howard 
Company’s customers and as a continuing menace to all who 
would deal or wish to deal with R. S. Howard Company. Such 
is, in substance, the language of the Courts in Barr vs. Essex 
Trades Council, 30 Atl. Rep. (N. J. Eq.) 881, and Sherry vs. 
Perkins, 147 Mass. 212, both cited with approval in Seattle 
Brewing Co. vs. Hansen, 144 Fed. 1011. 

In Emack vs. Kane, 34 Fed. 47 (a case cited with approval 
in a number of instances by the U. S. Circuit Court of Ap¬ 
peals), the defendant sent circulars to plaintiff’s customers 
threatening to bring suit against them for infringement of 
patents. In granting an injunction, Judge Blodgett, among 
other things, said: 
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“Statements and charges intended to frighten away 
a man's customers, and intimidate them from dealing 

with him, may wholly break up and ruin him financially." 

****** 

“The average business man undoubtedly dreads, and 
avoids, if he can, a lawsuit of any kind, and a suit for in¬ 
fringement ot a patent is so far outside of the common 
man's experience that he is terrified by even a threat of 
such a suit." The Court might with equal truth have 
said the same of a trade-mark infringement suit. 

In Racine Paper Goods Co. vs. Dittgen, 171 Fed. (C. C. A.) 
631, the defendant had been circulating among plaintiff’s cus¬ 
tomers and the trade generally, by letters and otherwise, rep¬ 
resentations that plaintiff was infringing defendant's letters 
patent. After citing with approval Emach vs. Kane, 34 Fed. 
47; Farquhar Co., Ltd. vs. National Harrow Co., 121 Fed. (C. 
C. A.) 827, the Court in granting an injunction, said: 

“In the cases cited, supra, the means employed to in¬ 
jure the business of the three complainants was by cir¬ 
culars, addressed to the trade differing from the acts of 
appellant herein more in volume and method of distri¬ 
bution than in substance. The distinction goes to the de¬ 
gree of certainty in establishing the malicious motive, 
not to the question of amount of damage sustained. In 
other words, it requires no prolonged or extensive series 
of damaging assaults upon one’s business to call into 
service the restraining hand of the law, provided it satis¬ 
factorily appears that the acts are done with the pur¬ 
pose of injuring the business, and have injured, and are 
calculated to injure. When this is proven, fraud will be 
implied." (See also decision below, 164 Fed. 85, and 
Kidd vs. Ilorry, 28 Fed. 773, Mr. Justice Bradley.) 

Ogilvie Co. vs. Merriam Co., 149 Fed. 858; 

Spaulding vs. Everson, 149 Fed. 913. 
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In Am. Wells Works Co. vs. Layne, 241 U. S. 257, the de¬ 
fendant wrote letters to plaintiff’s customers claiming that 
plaintiff’s pump infringed defendant’s rights, whereupon 
plaintiff sued the defendant for damages to its business 
caused by euch threats. In sustaining plaintiff’s declaration 
as disclosing a good cause of action, Mr. Justice Holmes, 
speaking for this Court, said: 

“It is evident that the claim for damages is based 
upon conduct, or more specifically, language, tending to 
persuade the public to withdraw its custom from the 
plaintiff and having that effect to its damage. Such con¬ 
duct having such effect is equally actionable whether it 
produces the result by persuasion, by threats, or by 
falsehood. Moran vs. Dumphy, 177 Mass. 485, 487. And 
it is enough to allege and prove the conduct and effect, 
leaving the defendant to justify if he can. 

“Finally, we see no sound distinction between persuad¬ 
ing by malevolent advice and accomplishing the same re¬ 
sult by falsehood or putting in fear. * # * It appears to 
us not to matter which motive is relied upon. If accom¬ 
plishing the end by one of them is a wrong to the plain¬ 
tiff, accomplishing it by either of the others must be 
equally wrong. 

“It follows from what we have said that we are of the 
opinion that both counts of the declaration disclose a 
good cause of action * # * ” 


Rollman Mfg. Co. vs. Universal Hardware Works, 
238 Fed. (C. C. A. ) 568. 


II. 

R. 8. Howard Company Damaged by Appellee’s Suit for In¬ 
fringement of Registrations! Which 8uit May Be Renewed 
Against R. 8. Howard Company or its customers at Any 
Time. 

In Elgin National Watch Co. vs. Illinois Watch Case Co., 
179 U. S. 665, that Court expressed the inevitable damage re- 
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suiting from improper registrations in the following lan¬ 
guage: 


“Thus it is seen that under the act registration is 
prima facie evidence of ownership; that the certificate is 
evidence in any suit or action in which the registered 
trade-mark is brought in controversy; # * * though the 
benefit of the act cannot be availed of if the alleged trade¬ 
mark is not susceptible of exclusive ownership as such, 
and not, therefore, of registration. 

“Should registrants be permitted to retain their reg¬ 
istration they would be * * # in a position to institute ex¬ 
pensive and troublesome litigation basing their suits upon 
said registration and attacking both the petitioner’s pur¬ 
chasing trade as well as the purchasing public in gen¬ 
eral, and they would be in a position to threaten and in¬ 
timidate the purchasing public. In this way the busi¬ 
ness of petitioner would be seriously and permanently 
damaged; its sales # # * would necessarily fall off, * * * 
and the trade and business of petitioner would be seri¬ 
ously injured were the registrants to be allowed to retain 
their registration * * *.” Electro Steel Co. vs. Linden- 
berg Steel Co., 43 App. D. C. 270. 

In Old Lexington Club D. Co. vs. Kentucky D. d W. Co., 234 
Fed. 464 (affirmed on the opinion below, 247 Fed. 1005), plain¬ 
tiff sought to register “Old Lexington Club” for whiskey. 
Defendant opposed, claiming to be the owner of “Lexington 
Club” as a mark for whiskey. The Court found that the 
marks were similar, that plaintiff was the prior user, but had 
lost the exclusive right through laches, and that the defend¬ 
ant would be damaged by the registration. The Court said 
(p. 469): 

“It is urged by the plaintiff that as it has shown a prior 
adoption and use of the mark, and as the registration 



thereof would be only prima facie evidence of ownership, 
the defendant could not be damaged by the registration, 
because it would have the same right to assert the de¬ 
fense, which it now urges, in any suit which might be 
brought for an infringement of the trade-mark so reg¬ 
istered, as if it were not registered. There are, I think, 

several answers to this contention. * * * 

“Under any of these theories the defendant would be 
damaged by the registration of the trade-mark, because 
it would confer upon the plaintiff a right to which it is 
not entitled, and which it could assert against the defend¬ 
ant, namely, a prima facie title. * * * In addition, I can 
readily see that damage would result to the defendant if 
the plaintiff were permitted to register this trade-mark, 
because in any suit hereafter brought against the de¬ 
fendant for infringement thereof the burden of disprov¬ 
ing the plaintiff’s title to the trade-mark as against the 
defendant would be cast upon the latter.” 

In Heaton-Peninsular Button Fastener Co. vs. Independent 
Button Fastener Co., 43 App. D. C. 264; Familton vs. Alonzo 
Bliss Co., C. D. 1908, 189; Hydraulic Press Brick Co. vs. 
Hocking Valley Products Co., 120 Ms. Dec. 196, and in Need¬ 
ham Tire Co. vs. Hood Rubber Co., 124 Ms. Dec. 396, held 
that suing or threatening to sue was “damage” and a “suffi¬ 
cient interest in the subject-matter” to cancel. 

“It is not at all necessary to show that the Denny 
Company used the mark as a trade-mark. It was isuffi- 
cient that it had had any rightful use inconsistent with 
its rival’s registration ( Tim A Co. vs. Cluett, Peabody 
& Co., 42 App. D. C. 222); * * * The registration is itself 
a standing threat, interfering with the exercise by the 
Denny Company of its right to use the mark in some way, 
and this ijs an injury.” Denny Tag Co. vs. Dennison 
Mfg. Co., 258 0. G. 221; affi. 48 App. D. C. 213. 
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A refusal to release said registrations is equivalent to a 
threat to sue for their infringement. 

“A refusal to cancel appellant’s mark would amount 
to a ruling that no one other than appellant is entitled to 
sell under its proper name sauce made from Tobasco pop¬ 
pers.” Mcllhenny Sons vs. Trappey d Sons, 278 Fed. 
582, 583. 

III. 

R. 8. Howard Company Damaged by the Registrations Be¬ 
cause the Registrations are Prima Facie evidence of Ex¬ 
clusive Ownership of a Valid Trade-Mark of the Name 
“Howard”. 

Said Registrations being prima facie evidence of exclusive 
ownership of a valid trade-mark of the name “Howard”, reg¬ 
istrant would prima facie be entitled to the exclusive use of 
“Howard” in any form, and in every form, whether used 
Simpliciter, or with prefixes or with suffixes; the use of “R. S. 
Howard Co.” by R. S. Howard Company would be, prima 
facie, an infringement. 

Thad. Davids Co. vs. Davids, 233 U. S. 461; 

Elgin Natl. Watch Co. vs. Illinois Watch Case Co., 
179 U. S. 665; 

Rice-Stix Dry Goods Co. vs. Schwarzenbach-Huber 
Co., 47 App. D. C. 249; 

Johnson v. Rrandeau , 32 App. D. C. 348, 351; 
Shredded Wheat Co. vs. Humphrey Cornell Co 250 
Fed. (C. C. A.) 960. 

IV. 

R.&. Howard Company Damaged by Registration of the Per¬ 
sonal Name “Howard”. 

Said registrations of the name “Howard” will be PRE¬ 
SUMED to damage any penson or concern entitled to use the 
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name “Howard”, in any form, as a trade name or business 
name, in the same line of business. Confusion is inevitable 
and damage is obvious. See cases under heading V. 

Thad. Davids Co. vs. Davids, 233 U. S. 461. 


V. 

R. 8. Howard Company Damaged by Registration Because of 

Similarity of “Howard” and “R. 8. Howard Co.” 

R. S. Howard Company has been adjudged entitled to use 
“R. S. Howard Co.” and “R. S. Howard Company” and to so 
mark its pianos (Rec. p. 5). 

The pianos bearing the name “Howard”, or any name ot’ 
which the name “Howard” formed a part, have always been 
called “Howard” pianos by practically everybody, because 
“Howard” was the dominant feature of the name on the 
fallboard. Prefixes and suffixes are entirely disregarded by 
the trade and public generally. (See Judge Hough’s Opin¬ 
ion, Rec. p. 46; Steinway testimony, Rec. p. 27; Dickinson 
testimony, Rec. p. 34.) 

In Guth vs. Guth Chocolate Co., 224 Fed. (C. C. A.), 932, 
the Court said: 

“It is the surname which catches the public, and few 
purchasers would notice the difference between one form 
and the other. In the nature of things confusion was in¬ 
evitable.” “Guth Chocolate Company” hold to be an in¬ 
fringement and colorable imitation of “Guth”. 

In this connection, the case of Thad. Davids Co. vs. Davids , 
233 U. S. 461, becomes conclusive. In this Davids case the 
mark registered was “Davids”, under the ten-years’ clause 
The Circuit Court of Appeals held the trade-mark valid (178 
Fed. 801), but held that there was no infringement of the reg¬ 
istered mark by the use of “C. I. Davids Co.” (192 7ed. 9151. 
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The Supreme Court reversed this decision and held the reg¬ 
istered mark infringed, saying (p. 469): 

“The further argument is made that, assuming that 
the complainant has a valid registered trade-mark, still 
the protection is limited to its use when standing alone 
(ajs the complainant has used it on its labels) and that 
there can be no infringement unless it is used in this pre¬ 
cise manner. The statutory rights cannot be so narrow¬ 
ly limited. Not only exact reproductions, but a 1 color¬ 
able imitation’ is within the statute; otherwise, the trade¬ 
mark would be of little avail as by shrewd simulation it 
could be appropriated with impunity * # \ Moreover, in 
view of this statutory right, it could not be considered 
necessary that the complainant in order to establish in¬ 
fringement should show wrongful intent in fact on the 
part of the defendant, or facts justifying the inference 
of such an intent (citing cases). Having duly registered 
under the act, the complainant would be entitled to pro¬ 
tection against any infringing use; * * •. 

“We agree with the Circuit Court that infringement 
was shown. The complainant put its mark ‘ Davids’ 
prominently at the top of its labels. The defendant, in 
the same position on its labels, put ‘C. I. Davids Co.’ At 
the bottom of their labels the defendants placed ‘Davids 
Mfg. Co. The use of the name in this manner was a 
mere simulation of the complainant’s mark which it duly 
registered; it constituted a ‘colorable imitation’ within 
the meaning of the Act.” 

“Davids” infringed by “C. I. Davids Co.” and “Davids 
Mfg. Co.” Thad. Davids Co. vs. Davids , 233 U. S. 461 
“William P. Stark Nurseries” infringes the registered 
trade-Mark “Stark Trees”. JVm. P. Stark vs. Stark Bros 
257 Fed. (C. C. A.) 9. 

“Tucker” and “J. C. Tucker” similar and confusing 
Brown-Forman Co. vs. Beech Dill Dist. Co. } 30 App. D. C. 
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“Taylor”, “Old Taylor”, “G. A. Taylor”, “Kentucky 
Taylor .were all held to be similar and confusing. In re 
Wright, 33 App. D. C. 510. 

“Lexington Club” and “Old Lexington Club” held to be 
similar and in conflict. Kentucky Dist. d Wareh. Co. vs. Old 
Lex, Club Dist., 31 App. D. C. 233. 

“Hoff” and “Leopold Hoff” so similar as to create con¬ 
fusion. In re Hoff, 30 App. D. C. 233. 

“J. Hilton, Prop.” and “Hilton Company” held decep¬ 
tively similar. Hilton vs. Hilton, 105 Alt. Rep. 65 (N. J ) 

“Queen” and “Queen of the West” held to conflict. Ammon 
d Person vs. Narragansett Dairy Co., 252 Fed. 276 

“ Myers” and “H. M. Myers” substantially'similar and in 
conflict, and the goods would be known as ‘ 4 Myers’ Shovels”. 
Ex parte Ames Shovel d Tool Co., 120 Ms. Dec. 242. 

Guth” and “Guth Chocolate Co.” similar and confusion 
inevitable. Guth vs. Guth Chocolate Co., 224 Fed. (C. C. A.) 
•132. 


“Cedarine” infringed by “O’Cedar” 
Gibson, 235 Fed. 230. 

“Rameses” infringed by “Radames”. 
Stamatopoulos, 195 Fed. 451. 

4 ‘Premier” infringed by “Premium”. 
Alaska Packing Co., 258 Fed. 526. 

“Worth” infringed by “Our Worth”. 
ware Co., 33 App. D. C. 221. 


Allen v. Walker & 
Stephano Pros. vs. 
Getz Bros. <£ Co. vs. 
In re Nash Uard- 


VI. 

R. 8. Howard Company Damaged by Registration of the Name 
“Howard”, the Dominant Feature of Its Corporate Name. 

R. S. Howard Company was incorporated in April, 1902 

(Rec. p. 23) and has been adjudicated the right to use “R S 

Howard Co.” as a mark for its pianos and as its corporate 
business name (Rec. p. 5). 

Confusion (which implies damage as a matter of law) is 
inevitable and obvious: 
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“We agree with the Circuit Court that infringement 
is shown (between ‘Davids’ and ‘C. I. Davids Co.’).” 
Thad. Davids Co. vs. C. I. Davids Co., 233 U. S. 461. 

Guth vs. Guth Chocolate Co., 224 Fed (CCA) 
932. 

Damage and injury to a corporation will be implied as a 
matter of law by the use of its dominant and distinguishing 
feature as a trade-mark. 

Furthermore the Trade-Mark Act of 1905 (Sec. 5) exprcss- 
1} prohibits the registration of the name of a corporation, and 
the dominant or distinguishing feature of the corporate name 
is included in such prohibition. 

Asbestone Co. vs. The Philip Carry Mfg. Co.. 41 
App. D. C. 507. 

Mansfield Tire rf Rubber Co. vs. Ford Motor Co 44 
App D. C. 205. 

In re United Drug Co., 222 0. G. 729 ; 44 App D C 
209. ' ' 

D. H. Burrell A Co. vs. Simplex Electric IIeating Co. 
44 App. D. C. 452. 

N. Wolff <f Sons vs. Lord & Taylor, 41 App D C 
514. ' " 

Investor Pub. Co. vs. Dobinson, 72 Fed. 603. 

Kellogg Food Co. vs. Kellogg Corn Flakes Co. 46 
App. D. C. 521. 

“That the name of a corporation is an essential part 
of its being, and that the courts, independent of statu¬ 
tory provisions, will protect the corporation in the use 
of ibs name, seems to be well settled by the authorities, 
and the controlling principles in such a ease are those 
applicable to trade-marks.” Investor Pub. Co. v. Dob¬ 
inson, 72 Fed., 603, 606, and cases cited. 


“The corporate name of a corporation is a trade-mark 
from the necessity of the thing, and, upon every consid¬ 
eration of private justice and public policy, deserves 
some consideration and protection from a court of equity. 
Under the law, the corporate name is a necessary element 
of the corporation’s existence. Without it a corporation 
cannot exist. Any act which produces confusion or un¬ 
certainty concerning this name is well calculated to in¬ 
juriously affect the identity and business of a corpora¬ 
tion.” Neu'by vs. Railway Co., 18 Fed. Cases No. 10,144. 

VII. 

Damage to K. 8. Howard Co.’t Foreign Business by The Bald¬ 
win Company’s Foreign Registrations of “Howard”. 

The Baldwin Company admits in its complaint (Rec. p. 8, 
Par. 11) that it has registered the name “Howard” as a 
trade-mark for pianois in a number of foreign countries, based 
on certified copies of Registration No. 46,993; some fifteen 
countries. (Donegan’s testimony, Rec. p. 30.) 

The testimony shows, without contradiction, that immedi¬ 
ately after the R. S. Howard Company was organized in 1902, 
it began the sale of pianos in this and foreign countries arid 
that since 1902 they have been sold extensively “throughout 
the world”; that these pianos from the beginning were 
marked “Howard” and “R. S. Howard & Co.” (isome one 
way, some the other, indiscriminately) and that said sale and 
markings had been continued ever since. (Howard’s testi¬ 
mony, Rec. pp. 24, 25; Markens’ testimony, Rec. p. 26; Stow¬ 
ers’ testimony, Rec. p. 26.) 

Pianos made by the R. S. Howard Company during said 
period were sold in Argentine Republic, Brazil, Chile, Pana¬ 
ma, Colombia, Spain, Portugal, France, Italy, Belgium, Aus¬ 
tralia, New Zealand, India, Japan, Cuba, Mexico and Porto 
Rico; eighty per cent of the pianos imported into Cuba be¬ 
ing those made by the R. S. Howard Company. (Markens’ 
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testimony, Roc. p. 26; Stowers’ testimony, Rec. p. 26- How¬ 
ard’s testimony, Rec. pp. 24, 25.) 

After the R. S. Howard Company had been doing business 
m Cuba for more than twelve years, The Baldwin Company 
to prevent the R. S. Howard Company from selling its pianos’ 
m Cuba, applied in Cuba to register “Howard” as a trade- 

“ a Q r J„ f0r P ,a " 08 ’ b ® 8ed on mortified copy of Registration No. 
46,993. The R. S. Howard Company has been advised by its 
a orneyinCuba that the effect of the registration of “How¬ 
ard in Cuba as a trade-mark for pianos would be that tha 
pianos made by the R. S. Howard Company in possession of 
dealers in Cuba would be confiscated and the dealers arrested 
and sent to jail. (Howard’s testimony, Rec. p. 25; Stowers’ 
testimony, Rec. p. 26; Barber’s testimony, Rec. p. 28.) This 

r m ° n i 7 Wh 2!! y T <]iSpUt0d The undi sP”tcd testimony 
a Iso !s that in Brazil, Panama, Colombia, and most, if not 

all, Spanish speaking and South American countries, infringe¬ 
ment o a registered trade-mark is a criminal or penal of¬ 
fense, and the goods bearing the infringing mark are subject 
o confiscation; that in Spanish speaking countries the dis¬ 
tinction between a trade-mark and a trade-name is not under- 
stood or not recognized. 

This same confusion and failure to distinguish between a 
trade-mark and trade-name is found in all countries, th- 
United States is no exception, and the distinction pointed 
out in some American and English decisions is not generally 
recognized and does not generally prevail; even the Ameri- 
can and English decisions are full of such confusion. 

The terms ‘trade-mark’, ‘Trade-name’ and ‘technical 
trade-mark’ are confused constantly, both in Court opin 
ions and in the public press. This confusion is natural 
and arises out of the manner in which the law of trade 
marks has been developed in English and American juris' 
prudence * * * Much confusion exists due to the 1„„^ 
use to which it (the term ‘Trade-mark’) inconstantly put 

m lega literature.” Nints, on Unfair Competition and 
Trade-Marks, p. 372-5 (2nd Ed.). 
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The undisputed testimony is that the registration of the 
name Howard” in said foreign countries would give The 
Baldwin Company the opportunity “to do incalculable dam¬ 
age to the trade of the R. S. Howard Company” “by lending 
countenance to threats that might be made against its agents 
and dealers in its goods and by affording a basis for criminal 
prosecutions and suits;” that The Baldwin Company having 
a certificate of registration of a trade-mark in these countries 
as proof of its claimed exclusive rights would place R. S 
Howard Company at great disadvantage and subject its busi¬ 
ness to considerable, if not irreparable damage; that “the 
timidity of dealers in the handling of goods, the trade-mark 
on which is questioned, or is the subject of dispute, is very 
well recognized in all countries and is quite as pronounced in 
Spamsh-American countries as in the United States”- that 
m Spanish speaking and South American countries what mav 
be considered a “similar” marking is quite indefinite and un¬ 
determinable, but that any mark bearing any dominant fea¬ 
ture of a registered mark would probably be considered “simi¬ 
lar” and an infringement, with little hope of securing from 
any court the right to sell under a business or trade name 
which in any degree bore resemblance to a registered trade¬ 
mark. (Barber’s testimony, Rec. pp. 27-30.) 

Jurisdiction of this Court 
Under Section IS of Trade-Mark Act. 

It is respectfully submitted that the purposes of Sec. 13 of 

the Trade-Mark Act, which is obviously remedial should be 
construed liberally. 

It has been construed broadly enough by this Court to give 
any applicant a standing to cancel any Trade-Mark Registra¬ 
tion which offers the probability of injury to the applicant to 
cancel; “mere probability of confusion is sufficient” (Rook- 
wood Pottery Co. v. Wilhelm Co., 43 App. D. C. 1.) 

In said cancellation proceedings no bona fide attempt was 
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made to defend the validity of said registrations, or to deny 
that they were improperly and improvidently made. 

Nor has it been contended that the applications to cancel 
failed to allege ample, sufficient jurisdictional facts. 

It is further respectfully submitted that jurisdiction should 
be determined by the well established rules of practice and 
procedure of Federal equity courts. Such practice and the 
question of “jurisdiction’’ were construed at length in Fair 
vs. Kohler Die Co., 228 U. S. 22, where the parties were resi¬ 
dents of the same State and the bill charged infringement of 
patent rights in general terms because defendant was breach¬ 
ing conditions which plaintiff had attempted to impose upon 
second purchasers of the patented device, but which defend¬ 
ant contended could not be held to be an infringement of ih-* 
patent under the Patent Act, and consequently the Court 
was without jurisdiction. Mr. Justice Holmes, writing for 
the Court, said: 

“The appeal is upon the question of jurisdiction alone. 
There is no uncertainty or ambiguity and we are of opin¬ 
ion that the case is properly here. Petri vs. Creclman 
Lumber Co., 199 U. S. 487, 492.” 

“Jurisdiction is authority to decide the case either way. 
Unsuccessful as well as successful suits may bo brought 
upon the (Patent) act, and a decision that a patent is 
bad, whether on the facts or the law, is as binding as one 
that is good. See Fauntleroy vs. Lum, 210 U. S. 230, 235. 
No doubt if it should appear that the plaintiff was not 
really relying upon the Patent law for his alleged rights, 
or if the claim of right were frivolous, the case might be 
dismissed. In the former instance the suit would not 
really and substantially involve a controversy within th-* 
jurisdiction of the Court, Excelsior Wooden Pipe Co. vs. 
Pacific Bridge Co., 185 U. S. 282, 287, 288, and in the lat¬ 
ter the jurisdiction would not be denied, except possibly 
in form. Deming vs. Carlisle Packing Co., 226 U. S. 102, 
109. But if the plaintiff really makes a substantial claim 


i 
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under an Act of Congress, there is jurisdiction whether 
the claim ultimately be held good or bad. * * * 

In this case the plea, though purporting to go to the 
jurisdiction of the Court, merely means that the Patent 
law does not give a patentee a right to impose such a 
condition as the plaintiff attempted to impose upon sec¬ 
ond purchases of the device. The plaintiff no doubt main¬ 
tains that the law does give him that right, and that even 
if the alleged infringements are confined to the acts ad¬ 
mitted by the plea, they are infringements none the less. 
The bill hardly can be confined to that claim, but if it 
were, it is made in good faith and is not frivolous, it is a 
claim of right under the Patent law and the Circuit Court 
properly took jurisdiction of the case. Excelsior Wooden 
Pipe Co. vs. Pacific Bridge Co., 185 U. S. 282, 295. White 
vs. Rankin, 144 U. S. 628, 635, 636, 639.” 

The Decree at Bar is a Nullity. 

‘‘Jurisdiction may be defined to be the right to adjudi¬ 
cate concerning the subject-matter in the given case. To 
constitute this there are three essentials: First, the court 
must have cognizance of the class of cases to which the 
one to be adjudged belongs; second, the proper parties 
must be present; the third, the point decided must be, in 
substance and effect, within the issue.” Reynolds v. 
Stockton, 140 U. S. 254. 

As the right of registration is strictly a statutory right and 
strictly limited and controlled by the statutory remedy pro¬ 
vided by Sec. 13 of the Trade-Mark Act of 1905, it would ap¬ 
pear to be plain that any order or decree in the action at bar 
is a nullity, because said Supreme Court of the District of 
Columbia has no ‘‘cognizance of the class of cases” to which 
the case at bar belongs and was without authority or power 
to grant the injunction appealed from. It is respectfully 
urged that its order and decree appealed from is absolutely 
void. 
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* ‘If a justice of the peace, having jurisdiction to fine 
for a misdemeanor, and with the party charged properly 
before him, should render a judgment that he be hung, 
it would isimply be void. Why void? Because he had no 
power to render such a judgment. So if a Court of gen¬ 
eral jurisdiction should, on an indictment for libel, render 
a judgment of death, or confiscation of property, it would, 
for the same reason, be void. ,, Ex parte Lange, 18 Wall. 
163, 176. 

The same principle applies to both civil and criminal cases. 

United States vs. Walker, 109 U. S. 259; 

Langford vs. Monteith , 102 U. S. 145, 147; 

Thompson vs. Whitman, 18 Wall. 457; 

Williamson vs. Berry, 8 How. 495; 

Bigelow vs. Forrest, 9 Wall. 329. 

It is as if a justice of the peace undertook to render a deci¬ 
sion and enter judgment in a case involving the title to lands, 
or to appoint a receiver, or to enter judgment in any contro¬ 
versy outside his statutory jurisdiction. 

“Upon principle it would seem that the operation of 
every judgment must depend upon the power of the Court 
to render that judgment; or in other words, on its juris¬ 
diction over the subject-matter which it has determined.” 
Marshall, C. J., in Rose v. Himely , 4 Cranch. 269; Thomp¬ 
son v. Whitman , 18 Wall. 457, 461; to same effect, Story , 
on Constitution , Chap. 29. 

“The Circuit Court being without jurisdiction to en¬ 
tertain the bill in equity for an injunction, all its pro¬ 
ceedings in the exercise of the jurisdiction which it as¬ 
sumed are null and void. The restraining order, in the 
nature of an injunction, it had no power to make.” In re 
Sawyer, 124 U. S. 200, 221. 
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“All Courts, even the highest, are more or less limited 
in their jurisdiction; they are limited to particular classes 
of actions, such as civil or criminal, or to particular 
modes of administering relief * * *. Though the Court 
may possess jurisdiction of a cause, of the subject-matter, 
and of the parties, it is still limited in its modes of pro¬ 
cedure, and in the extent and character of its judgment. 
It must act judicially in all things and cannot transcend 
the power conferred by the law.” Windsor v. McVeigh, 
93 U. S. 274. 

“Where a Court has jurisdiction, it has a right to de¬ 
cide every question which occurs in the case; and whether 
its decision be correct or otherwise, its judgment until re¬ 
versed, is regarded as binding in every other Court. But 
if it acts without authority, its judgments and orders are 
regarded as nullities. They are not voidable, but simply 
void.” Elliott vs. Peisal, 1 Pet. 328, 340; In re Sawyer, 
124 U. S. 200, 220. 

In Morse vs. Hine, 29 App. D. C. 433, 438, 439, the Court, 
after quoting the above, continued: 

“and form no bar to a recovery sought even prior to 
reversal in opposition to them. For the operation of 
every judgment must depend upon the power of the Court 
to render that judgment, or in other words, in its juris¬ 
diction over the subject-matter which it has determined 
* * * where the ultimate judgment is founded upon any 
order or process which the Court was without authority 
to direct, the judgment itself is a nullity.” 

Tenney vs. Taylor, 1 App. D. C. 223; 

District of Columbia vs. Humphries, 12 App. D. C. 

122 . 
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Appellate Court’s Power to Dismiss Bill. 

Where it appears that there is no ground for relief, the 
Appellate Court may finally dispose of the merits upon an 
appeal from an interlocutory order and dismiss the bill. 

Smith v. Vulcan Iron Works, 165 U. S. 518 , 

Mast v. Stover Co., 177 U. S. 494; 

Ex parte Nat’l Enameling Co., 201 U. S. 156; 

Met. Co. v. Kaw Valley District, 223 U. S. 523; 

U. S. Fidelity Co. v. Bray, 225 U. S. 214; 

Ward Baking Co. v. Webber Bros., 230 Fed. (C. C. 

A.) 142; 

Bissell Co. v. Goshen Co., 72 Fed. (C. C. A.) 545; 

(Lurton, Taft and Hammond, JJ.) 

In Smith v. Vulcan Iron Works, supra, the Supreme Court, 
in holding that Appellate Courts may finally dispose of a casa 
on its merits and dismiss the bill of complaint, said (pp. 523, 
524): 

“By the practice in equity as administered in the Court 
of Chancery and the House of Lords in England, and in 
the Courts of Chancery and Courts of Errors in the 
States of New York and New Jersey, appeals lay from 
interlocutory, as well as from final, orders or decrees, 
and upon an appeal from an interlocutory order or de¬ 
cree the Appellate Court had the power of examining the 
merits of the case, and, upon deciding them in favor of 
the defendant, of dismissing the bill, and thus saving the 
parties the needless expense of further prosecution of the 
suit (citing cases). “Held: Federal Courts had same 
power. 

In Mast v. Stover Co., supra , the Court said: 

“That, if the Appellate Court were of the opinion that 
the plaintiff was not entitled to an injunction because his 



bill was devoid of equity, such Court might, to save 

o parties from further litigation, proceed to consider 

and decide upon its merit, and direct a final decree dis¬ 
missing the bill.' ^ 

On appeal from an interlocutory order the Court of Ap¬ 
peals “might direct the bill to be dismissed if it appeared that 
the complainant was not entitled to maintain its suit” (Met¬ 
ropolitan Co. v. Kaw Valley District, 223 U. S. 523), “review 
the whole of the interlocutory decree, not merely the part 
granting the injunction, and determine whether there was 
any insuperable objection, in point of jurisdiction or merits 
to the maintenance of the suit, and, if there was, to direct a 

final decree dismissing the bill” U. S. Fidelity Co v Bran 
225 U. S. 214. J ' 

Billings v. Field, 36 App. D. C. 16; 

Moore v. Heany, 34 App. D. C. 31; 

Burlingame v. Manchester, 43 App. D. C. 288 

The Injunction Should be Vacated and the Bill of Complaint 

Dismissed. 

Respectfully submitted, 


Samuel S. Watson, 
Attorney for R. S. Howard Company, 

2 Rector Street, New York. 
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IN THE 


(Court of Apprals 

OF THE DISTRICT OF COLUMBIA. 


Thomas E. Robertson, as Com¬ 
missioner of Patents, and R. 
S. Howard Company, Inter¬ 
vener, 

Appellants , 


vs. 

United States of America, 
ex relatione , 

The Baldwin Company. 



Appeal No. 3854. 


BRIEF ON BEHALF OF THE BALDWIN COMPANY. 

The Baldwin Company, the appellee, is the sole owner of two 
certain trade marks duly registered in the United States Patent 
Office, for use in connection with and used by said The Baldwin 
Company in its business of manufacturing and selling high 
grade medium priced commercial pianos. 

The earlier one of the two marks is numbered 31,411 and its 
certificate of registration is dated March 8, 1898. 

This mark consists of the word “Howard” accompanied by 
the initials V. G. P. Co. arranged in a monogram, the word 
“Howard” being shown as written or impressed in a particular 
and distinctive manner—that is, in old English letters. 

This mark was registered under the provisions of the Act “To 
authorize the registration of trade-marks and protect the same,” 
approved March 3, 1881, (21 Stats. 502, et seq.) in the second 
section of which it is provided that 

“in order to create any right whatever in favor of the 
party filing” 





application for registration, it must be made to appear by a 
verified declaration that the applicant, 

“Has at the time a right to the use of the trade-mark 
sought to be registered, and that no other person, firm 
or corporation has the right to such use, either in the 
identical form or in any such near resemblance thereto 
as might be calculated to deceive; that such trade-mark 
is used in commerce with foreign nations or Indian 
tribes, * * *; and that the description and fac-similes 
presented for registry represent the trade-mark sought 
to be registered.” 

Among other pertinent provisions of this Act are the 
following: 

“Sec. 3. * # * No alleged trade-mark shall be registered 
* * * which is merely the name of the applicant; nor 
which is identical with a registered or known trade-mark 
owned by another, and appropriate to the same class of 
merchandise, or which so nearly resembles some other 
person s lawful trade-mark as to be likely to cause con¬ 
fusion or mistake in the mind of the public or to deceive 
purchasers. In an application for registration the Com¬ 
missioner of Patents shall decide the presumptive lawful¬ 
ness of claim to the alleged trade-mark; and in any dis¬ 
pute between an applicant and a previous registrant, 
or between applicants, he shall follow, so far as the same 
may be applicable, the practice of Courts of Equity of 
the United States in analogous cases.” 

“Sec. 4. That certificates of registry of trade-marks 
shall be issued in the name of the United States of 
America, under the seal of the Department of the In¬ 
terior, and shall be signed by the Commissioner of 
Patents, and a record thereof, together with printed 
copies of the specifications, shall be kept in books for that 
purpose. Copies of trade-marks and of statements and 
declarations filed therewith, and certificates of registra- 


tion so signed and sealed, shall be evidence in any suit 
in which such trade-marks shall be brought into contro¬ 
versy.” 


“Sec. 5. That a certificate of registry shall remain 
in force for thirty years from its date,” 

except in certain cases not of consequence here, and 

“At any time during six months prior to the expiration 
of the term of 30 years, such registration may be re¬ 
newed in the same terms and for a like period.” 

“Sec. 7. That registration of a trade-mark shall be 
■prima facie evidence of ownership. Any person who shall 
reproduce, counterfeit, copy, or colorably imitate any 
trade-mark registered under this Act, and affix the same 
to merchandise of substantially the same descriptive 
properties as those described in the registration, shall be 
liable to an action on the case for damages for the 
wrongful use of said trade mark at the suit of the owner 
thereof; and the party aggrieved shall also have his 
remedy according to the course of equity to enjoin the 
wrongful use of such trade-mark used in foreign com¬ 
merce or commerce with Indian tribes, as aforesaid, and 
to recover compensation therefor in any court having 
jurisdiction over the person guilty of such wrongful act; 
and the Courts of the United States shall have original 
and appellate jurisdiction in such cases without regard 
to the amount in controversv.” 

“Sec. 9. That any person who shall procure the regis¬ 
try of a trade-mark, or of himself as the owner of a trade¬ 
mark or an entry respecting a trade-mark, in the office 
of the Commissioner of Patents, by a false or fraudulent 
representation or declaration, orally or in writing, or by 
any fraudulent means, shall be liable to pay any damages 
sustained in consequence thereof to the injured party, to 
be recovered in an action on the case.” 
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“Sec. 13. That citizens and residents of this Country, 
wishing the protection of trade-marks in anj foieign 
country, the laws of which require registration here as a 
condition precedent to getting such protection there, may 
register their trade-marks for that purpose as is above 
allowed to foreigners, and have certificate thereof from 

the Patent Office.” 

(Italics supplied). 

The second and later one of the two trade-marks in\olved 
herein is numbered 40,993, and its certificate of registration 
bears date of October 17th, 1905. 

This mark consists of the word “Howard” standing alone, but 
printed or impressed in a particular and distinctive manner, 
that is, in old English letters. 

This mark was registered under the Act “To authorize the 
registration of trade-marks used in commerce with foreign na¬ 
tions or among the several States or with Indian tribes, and to 
protect the same,” approved February 20th, 1905, (33 Stats, 
p. 724, ct seq). 

Sections 1, 2 and 3 of this Act specify the bases and the 
methods to be pursued in practice for obtaining registration of 
trade-marks thereunder. 

Among other pertinent provisions of this Act are the 
following: 

“Sec. 5. That no mark by which the goods of the owner 
of the mark may be distinguished from other goods of the 
same class shall be refused registration as a trade-mark 
on account of the nature of such mark unless such mark 

“(a) Consists of or comprises immoral or scandalous 
matter; 

(b) Consists of or comprises the flag or coat of arms or 
other insignia of the United States, or any simulation 
thereof, or of any State or municipality, or of any foreign 
nation: 



5 


Provided, That trade-marks which are identical with 
a registered or known trade-mark owned and in use by 
another, and appropriated to merchandise of the same 
descriptive properties, or which so nearly resemble a 
registered or known trade-mark owned and in use by an¬ 
other, and appropriated to merchandise of the same de¬ 
scriptive properties, as to be likely to cause confusion or 
mistake in the mind of the public, or to deceive pur¬ 
chasers, shall not be registered : Provided, That no mark, 
which consists merely in the name of an individual, firm, 
corporation, or association, not written, printed, impress¬ 
ed , or woven in some particular or distinctive manner or 
in association with a portrait of the individual, or merely 
in words or devices which are descriptive of the goods, 
or merely a geographical name or term, shall be register¬ 
ed under the terms of this Act: * * * 

And provided further y That nothing herein shall pre¬ 
vent the registration of any mark used by the applicant 
or his predecessors, or by those from whom title to the 
mark is derived, in commerce with foreign nations or 
among the several States, or with Indian tribes, which 
was in actual and exclusive use as a trade-mark of the 
applicant or his predecessors from whom he derived title 
for ten years next preceding the passage of this Act.” 

“Sec. G. That on the filing of an application for regis¬ 
tration of a trade-mark which complies with the require¬ 
ments of this Act, and the payment of the fees herein 
provided for, the Commissioner of Patents shall cause an 
examination thereof to be made; and if on such examina¬ 
tion it shall appear that the applicant is entitled to have 
his trade-mark registered, under the provisions of this 
Act, the Commissioner shall cause the mark to be pub¬ 
lished at least once in the Official Gazette of the Patent 
Office. Any person who believes he would be damaged by 
the registration of a mark may oppose the same by filing 
notice of opposition, stating the grounds therefor, in the 
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Patent Office within thirty days after the publication 
of the mark sought to be registered, which said notice of 
opposition shall be verified by the person filing the same 
before one of the officers mentioned in section two of this 
Act. If no notice of opposition is filed within said time 
the Commissioner will issue a certificate of registration 
therefor, as hereinafter provided for. If on examination 
an application is refused, the Commissioner shall notify 
the applicant, giving his reasons therefor.” 

“Sec. 8. That every applicant for the registration of a 
trade-mark, or for the renewal of the registration of a 
trade mark, which application is refused, or a party to an 
interference against whom a decision has been rendered, 
or a party who has filed a notice of opposition as to a 
trade-mark, may appeal from the decision of examiner in 
charge of trade-marks, or the examiner in charge of inter¬ 
ferences, as the case may be, to the Commissioner in per¬ 
son, having once paid the fee for such appeal.” 

“Sec. 9. That if an applicant for registration of a 
trade-mark or a party to an interference as to a trade¬ 
mark, or a party who has tiled opposition to the registra¬ 
tion of a trade-mark , or party to an application for the 
cancellation of the registration of a trade-mark, is dis¬ 
satisfied with the decision of the Commissioner of Pa¬ 
tents, he may appeal to the court of appeals of the Dis¬ 
trict of Columbia, on complying with the conditions re¬ 
quired in case of an appeal from the decision of the Com¬ 
missioner by an applicant for patent, or a party to an in¬ 
terference as to an invention, and the same rules of 
practice and procedure shall govern in every stage of 
such proceedings, as far as the same may be applicable . 

“Sec. 11. That certificates of registration of trade-marks 
shall be issued in the name of the United States of Amer¬ 
ica, under the seal of the Patent Office, and shall be 
signed by the Commissioner of Patents, and a record 
thereof, together with printed copies of the drawing and 
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statement of the applicant, shall he kept in hooks for 
that purpose. The certificate shall state the date on 
which the application for registration was received in the 
Patent Office. * * 

“Written or printed copies of any records, books, pa¬ 
pers, or drawings relating to trade-marks belonging to 
the Patent Office, and of certificates of registration, 

authenticated by the seal of the Patent Office and certi- 

•/ 

tied by the Commissioner thereof, shall be evidence in 
all cases wherein the originals could be evidence; 
and any person making application therefor and paying 
the fee required by law shall have certified copies there¬ 
of” 

“Sec. 12. That a certificate of registration shall re¬ 
main in force for twenty years.” 

except in certain cases not of consequence here. 

“Certificates of registration may be, from time to time, 
renewed for like periods on payment of the renewal fees 
required by this Act, upon request by the registrant, his 
legal representatives, or transferees of record in the Pa¬ 
tent Office, and such request may be made at any time not 
more than six months prior to the expiration of the 
period for which the certificates of registration were 
issued or renewed.” 

“Sec. 13. That whenever any person shall deem him¬ 
self injured by the registration of a trade-mark in the 
Patent Office he may at any time apply to the Commis¬ 
sioner of Patents to cancel the registration thereof. The 
Commissioner shall refer such application to the exam¬ 
iner in charge of interferences, who is empowered to hear 
and determine this question and who shall give notice 
thereof to the registrant. If it appear after a hearing 
before the examiner that the registrant was not entitled 
to the use of the mark at the date of his application for 
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registration thereof, or that the mark is not used by the 
registrant, or hits been abandoned, and the examiner 
shall so decide, the Commissioner shall cancel the regis¬ 
tration. Appeal may be taken to the Commissioner in 
person from the decision of examiner of interferences.” 

“Sec. 10. That the registration of a trade-mark under 
the provisions of this act shall be prima facie evidence of 
ownership. Any person who shall, without the consent 
of the owner thereof, reproduce, counterfeit, copy, or 
colorably imitate any such trade-mark and affix the same 
to merchandise of substantially the same descriptive 
properties as those set forth in the registration, or to 
labels, signs, prints, packages, wrappers, or receptacles 
intended to be used upon or in connection with the sale 
of merchandise of substantially the same descriptive 
properties as those set forth in such registration, * * * 
shall be liable to an action for damages therefor at the 
suit of the owner thereof; and whenever in anv such 
action a verdict is rendered for the plaintiff, the court 
may enter judgment therein for any sum above the 
amount found by the verdict as the actual damages, ac¬ 
cording to the circumstances of the case, not exceeding 
three times the amount of such verdict, together with the 
costs.” 

v “Sec. 17. # * # the supreme court of the District of Co¬ 
lumbia shall have original jurisdiction and * * * the 
court of appeals of the District of Columbia shall have 
appellate jurisdiction of all suits at law or in equity re¬ 
specting trade-marks registered in accordance with the 
provisions of this Act, arising under the present Act, 
without regard to the amount in controversy.” 

“Sec. 18. That writs of certiorari may be granted by 
the Supreme Court of the United States for the review 
of cases arising under this Act in the same manner as 
provided for patent cases by the Act creating the circuit 
court of appeals.” 


“Sec. 19. That the several courts vested with juris¬ 
diction of cases arising under the present Act shall have 
power to grant injunctions according to the course and 
principles of equity to prevent the violation of any right 
of the owner of a trade-mark registered under this Act, 
on such terms as the court may deem reasonable: * * *” 


Section 1 of the Act “To give effect to certain provisions of 
the convention for the protection of trade-marks and commer¬ 
cial names, made and signed in the City of Buenos Aires in the 
Argentine Republic, August 20th, 1910, and for other pur¬ 
poses,’' approved March 19th, 1920, (41 Stats, p. 533) declares: 

“That the Commissioner of Patents shall keep a re- 
gister of 


(a) 


* * * 


(b) All other marks not registerable under the Act of 
February 20th, 1905, as amended, except those specified 
in paragraph (a) and (b) of Section 5 of that Act (that 
is marks consisting of or comprising immoral or scandal¬ 
ous matter, or consisting of or comprising the flag, coat 

of arms, etc., etc.) but which have been in bona fide use 
for not less than one year in interstate or foreign com¬ 
merce or commerce with the Indian tribes by the pro¬ 
prietor thereof upon or in connection with any goods of 
such proprietor upon which a fee of ten dollars has been 
paid to the Commissioner of Patents and such formalities 

as required by the said Commissioner have been complied 
with^ 


(Italics supplied) 


U i !o' , !' arS fr ° m the bil1 of com Plaint that sometime in the 
year 1896 the predecessors in business and subsequently the 

assignors of appellee The Baldwin Company, in a department 
of their factory specially set aside for such purpose, began the 
manufacture of high grade medium priced commercial pianos 
and on December 15th, 1896, in advance of all others adopted’ 



applied and used in connection with the sale of pianos the name 
“Howard” written or impressed in old English letters as shown 
in the certificates of registration above specified; that since such 
adoption the plaintiff and its predecessors have “continuously” 
and conspicuously marked “Howard” upon the fall boards of all 
such pianos and stenciled same upon the piano boxes in w r hich 
pianos have been sold and shipped in interstate and foreign 
commerce; that such use of the trademark “Howard has been 
and is now of great value in identifying pianos so marked as 
the product of The Baldwin Company; that at the date of such 
adoption and use of the word “Howard” so distinctively w ritten 
or impressed as a trade-mark, no other person, firm, corporation 
or association engaged in the business of manufacturing, selling 
or dealing in pianos was using said w r ord in any such form or 
aspect as a trade-mark, trade name or designation for pianos; 
that appellee’s predecessor in business and assignor had the 
legal right to adopt and use the w ord “How ard” as a trade-mark 
for pianos produced and sold by it, and the appellee itself as the 
assignee of such business and of said mark, now has the ex¬ 
clusive right to use the word “Howard,” w hen w ritten or im¬ 
pressed in a particular and distinctive manner,—to wit, in old 
English letters,—as its lawful trade-mark for pianos manufac¬ 
tured and sold by it; that appellee’s sales of pianos bearing the 
trade mark “Howard,” for the past five years, have exceeded in 
monev value the sum of one million dollars annually, and many 
thousands of “Howard” pianos manufactured by it or its pre¬ 
decessors in business, are in use in the United States and foreign 
countries, and constitute a continuing advertisement of the type 
“How r ard” pianos manufactured and sold by appellee, and the 
“good will” developed and exemplified by and in connection 
with the use of said trade-mark “Howard” is of the value of at 
least one million dollar. 

For twenty years The Baldwin Company and its predecessors 
had made continuous and undisputed use of the w’ord “Howrard” 
in the forms and manners described, as its trade-mark in con¬ 
nection with the sale in interstate and foreign commerce of its 
pianos, w r hen the intervening defendant herein, R. S. Howard 




u «»;“2 rxri"’*‘ ■" .-* 

1902 the latter tommm. 1 , , f? 1 4 lts organization in 

board “I! s n • Ul s "d pianos marked on the fall 

ziszsrszt z~ ■“— 

adSr g “LT l ^„g : l“" a ' decr " * ” id ■>“«« Court 

“First. That the name ‘Howard’ without prefix or 

wit*’ 0n , P ! an0S ’ or con tained in advertisements or other 
ise used in connection with pianos, indicates that th» 

dTt°: f b r 7zsx Lis cr e ’ are the pr °- 

name ‘Howard’ distinguishes plaintiff^E SmSe 
pianos of all other manufacturers; and that the plaintiff 

have h “ mpan ' V ’ and its Predecessors in business’ 
e been ever since December, 1896, and The Baldwin 

Company now is the true, lawful and sole owner of -a 

word ‘Howard’ as a name for its pianos, and TalSa 

entitled to use the said word (simpliciterl on nio 

in advertising matter relating thereto.” P D0S ’ ° r 

“Second. That the defendant, R. g. Howard Companv 
as infringed upon and violated the rights of the plain-’ 
tiff ,n its said name ‘Howard’ by threatening to use the 
said word on pianos not the product of the pfain tiff and 
by using the same in advertisement* nn^ *1. d 

rr—.. £ 

placing said name on the back of its pianos.” 7 


“Third. That an injunction issue out of and under the 
seal of this court restraining and enjoining said defend¬ 
ant, R. S. Howard Company, its officers, agents, servants, 
clerks, employees and workmen, and all persons claiming 
or holding through or under it or in privity with it, and 
each and every of them, perpetually and forever, from 
directly or indirectly making or causing to be made, sell¬ 
ing, or causing to be sold, or offering for sale pianos bear¬ 
ing the said word ‘Howard’ and not the product of the 
plaintiff, except with the initials ‘R. S.’ or the name 
‘Robert S.’ prefixed and the word ‘Company’ affixed to 
said word ‘Howard’ wherever the said word appears on 
said pianos or boxes or packages containing the same, 
and from marking or advertising or describing in any 
manner by said w r ord, pianos not the product of the plain¬ 
tiff except with the initials ‘R. S.’ or the name ‘Robert 
S.’ prefixed to said w T ord and wdth the word ‘Company’ 
affixed thereto in as conspicous and prominent a manner 
as the word ‘Howard’, and from marking, advertising 
or describing pianos manufactured or sold by it with any 
name or in any manner calculated or liable to confuse or 
deceive purchasers into the belief that said pianos are the 
product of the plaintiff.” 

“Fourth. * * * 

“Fifth. That the plaintiff has the right to use the name 
‘The Howard Piano Company’ as a name for one of the 
corporations, owned and controlled by it, and it alone is 
entitled to use the word ‘How r ard’ without prefix or suffix 
in the name of any company, firm or corporation that 
manufactures pianos bearing said name; and that the 
defendant’s counter-claim be, and it hereby is, dismissed 
with costs.” 

• • • 

(See 233 Federal Reporter 439). 



On appeal by the R. S. Howard Company, to the Circuit Court 

of Appeals for the Second Circuit, after full hearing, this decree 
was in all things affirmed (238 Federal Reporter 154). 

• attempt was made in the course of such proceedings 

in the District Court to involve the cancellation proceeding 

then pending in the Patent Office therein, the District Court 
refused to consider same, the District Judge, in his Opinion 

“I am inclined to think if this court has the power, 
it is inadvisable to prevent the continuance of the can¬ 
cellation proceedings in the office. * * * I doubt whether 
under our law the name ‘Howard’, being a not infrequent 
surname or place name, can be appropriated as a strict 
trade mark^ I have no doubt that the original registra- 
tion in 1898 was made with the full knowledge and con- 
sent of Mr. Robert S. Howard. He admits the knowl¬ 
edge, the consent is implied from the course of business 
But if he could not make a strict trade-mark out of his 

TeveT^h S consent” "" ^ ^ C ° UW *> 

ci ™«* ‘ he D,,WM c ° 

“It was evidently the opinion of the court below that 
aU questions concerning the validity of the registration 

bvThe R C g C ^Tj t0 th ^ canceIlation proceedings instituted 
y the R. S. Howard Company in the Patent Office and 

now about to come to final hearing there. We areTn 

dined to think that the (district) court was not calli 

essent II to a a r d Wha - W6re Practicall y moot questions not 
***** tla ‘ a de f slon > and which, even if decided accord- 

g °... e a PP p Hant’s contention, would not affect the 
controlling question in the least.” 

Thereafter the Baldwin Company filed in the Patent OflW 

fhTDisSt^d ^'cS^ouT ofA the had in 

circuit Court of Appeals, with the result that 
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the Examiner of Interferences and the Commissioner of Patents, 
held that said decree of the District Court, affirmed as it had 
been by the Circuit Court of Appeals, constituted a bar to favor¬ 
able action in the Patent Office upon the applications of the 
R. S. Howard Company for cancellation of said certificates of 
registration or either of them, and consequently ordered each 
of said applications to be dismissed. 

From such decision and order the R. S. Howard Company, 
being dissatisfied with the decision of the Commissioner of 
Patents, and as authorized by section 11 of the Trade-Mark Act 
of February -0, 1905, supra, duly appealed to the Court of Ap¬ 
peals of the District of Columbia, and that Court first having 
found and declared that (4S Appeals, D. (\, 457, 441 ) :— 

“Unquestionably, the Raldwin Company was the first 
to make a trade-mark use* of the word ‘Howard’, but in 
our view of tin* case that is of no importance. The sole 
question here is. Was the Raldwin Company entitled to 
the exclusive use of this mark on tin* date of its applica¬ 
tion for registration? If not, has the Howard Company 
been injured by the registration of the mark?" 


further found and declared that 

“The mark in the Raldwin case and tin* dominating 
feature of the mark in the Valiev Gem case is not only 
a common surname, but the name of appellant (R. S. 
Howard Company) corporation, either of which is suffi¬ 
cient to prohibit the right of registration or to form the 
basis of an action for cancellation." 

basing such conclusion upon the further proposition that 

“The right to register the name of a person or cor¬ 
poration, e.rcept under conditions not present in cither 
of these cases is expressly forbidden.’’ (Italics supplied). 

and cited Wm. A. Rogers r. International Silver Company, 34 
App. D. C. 410, as its authoritative support therefor. 




As the result of such findings and holding, the Court of Ap¬ 
peals of the District of Columbia, reversed the decision of the 
Commissioner of Patents and the Clerk of that court was 

directed to certify these proceedings as by law re¬ 
quired.” 

A petition for rehearing which urged certain Constitutional 
grounds for further consideration, was denied, and 

“opinion and judgment was withheld pending decision 

of the Supreme Court of the United States on petition for 
certiorari.” 

(48 App. D. C. p. 444). 


Appeal to and application for certiorari from the Supreme 
Court of the United States were duly prayed, and on considera¬ 
tion of a motion which had been made on part of the R. S. How¬ 
ard Company to dismiss the appeal, that Court, speaking 

through Mr. Justice Day, said: • 

“If the decision of the Court of Appeals of the District 
of Columbia is not final, then the motion to dismiss the 
appeal should be sustained, and we have no authority to 
grant a writ of certiorari. Judicial Code, Secs. 250-251.” 

The nature of proceedings of the character now under 
consideration was considered in Prase!, v. Moore, 211 

U. S. 1, in which the opinion of Chief Justice Alvey 
speaking for the Court of Appeals of the District of Co¬ 
lumbia in Rousseau v. Brown, 21 App. I). C. 73, 80, ex¬ 
plaining the nature of this statutory proceeding and affir¬ 
ming that it did not authorize a judgment but only the 
return by the Court of Appeals of a certificate to the 
ommissioner of Patents, to be there entered of record 

to govern further proceedings in the case, was fullv 
aproved.” J 

“In Atkins v. Moore, 212 U. S. 285, application for 
registration of a trade-mark was refused by the Exam¬ 
iner, which action was approved by the Commissioner, 
and affirmed on appeal by the Court of Appeals of the 




District of Columbia, an appeal and writ of error were 
allowed, both of which were dismissed in this court. The 
previous decisions of this court were reviewed by Chief 
Justice Fuller speaking for the court, and in concluding 
the opinion he said: “ ‘In the light of the various details 
of the Act of February 20, 1005, and of the specific pro¬ 
visions of Section 9, we were of opinion (Games v. 
Knecht, 212 U. S. 501) that proceedings under the act 
were governed by the same rules of practice and proced¬ 
ure as in the instance of patents, and the writ of error 
was accordingly dismissed. The same result must follow 
in the present case.' ” 

44 ‘Under Section 4914 of the Revised Statutes no opin¬ 
ion or decision of the Court of Appeals on appeal from 
the Commissioner precludes ‘any person interested from 
the right to contest the validity of such patent in any 
court wherein the same may be called in question,’ and 
by Section 4915 a remedy by bill in equity is given where 
a patent is refused, and we regard these provisions as 
applicable in trade-mark cases under Section 9 of the 
act of February 20, 1905.’ ” 

“We are of opinion that the principle there announced 
controls this case. No provision is made which permits 
this statutory proceeding to be carried beyond the de¬ 
cision of the Court of Appeals of the District of Colum¬ 
bia, the decision of which court is directed to be certified 
to the Commissioner of Patents. It is in no sense a final 
judgment reviewable here upon writ of certiorari or 
appeal.” 

* * * 

“It follows that the appeal must be dismissed, and the 
petition for writ of certiorari denied.” 

The statutory proceedings provided by the patent laws where¬ 
by an applicant for patent and every party to an interference 
is permitted as of right to appeal from the decision of the 
primary examiner or of the examiner in charge of interferences 
as the case may be to the examiners in chief (Rev. Stats. Sec. 
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4909) and if dissatisfied with the decision of the examiners in 
chief then to further appeal to the Commissioner in person 
(Rev. Stats. Sec. 4910) and if again aggrieved by the decision 
of the Commissioner to finally appeal to the Court of Appeals 
of the District of Columbia (Rev. Stats. Sec. 780 as amended by 
Act of February 3, 1903, ch. 74, Sec. 9; 27 Stats. 436), come to 
an end with the summary revision on the record as made in the 
Patent Office, but as above pointed out by the Supreme Court 
of the United States, the conclusions or decisions of the Court 
of Appeals in such cases which are directed to be certified to 
the Commissioner to “be entered of record” and to thereafter 
“govern the further proceedings in the case” in the Patent 
Office, do not constitute final judgments which end further 
judicial contentions, but merely lay the foundation for the in- 
stitution of the judicial proceeding which is provided for in and 
by Sections 4914 and 4915 of the Revised Statutes of the United 
States, which Sections, although in terms only refer to and men¬ 
tion “patents,” nevertheless, as pointed out in the extracts from 
the opinion of the Supreme Court of the United States on appli¬ 
cation for appeal of allowance of writ of certiorari in the very 
present controversy (see pages 15 and 16 ante), have been held 

by that Court to be applicable “in trade-mark cases under Sec¬ 
tion 9 of the Act of February 20, 1905.” 

As said by the Supreme Court of the United States in Butter- 
worth v. Hoe, 112 U. S. 50, at page 61, referring to Section 4915: 

“It is thereby provided that the applicant may have 
remedy by appeal in equity. This means a proceeding in 
the Court of the United States having originally equity 
jurisdiction under the patent laws, according to the 
ordinary course of equity practice and procedure. It is 
not a technical appeal from the Patent Office, like that 
authorized under Section 4911, confined to the case as 
made in the record of that Office, but is prepared and 
heard upon all competent evidence adduced and upon the 
whole merits. Such has been the uniform and correct 
practice in the Circuit Courts.” 


In Dover v. Greenwood, 154 Federal Reporter, 854, it was 
ruled that a suit brought under Section 4915 was so far an 
original suit in equity that the testimony taken in the proceed¬ 
ings before the Patent Office, although between the same parties, 
was both incompetent and inadmissable in the equity proceeding 

unless a foundation was first laid for its introduction as second- 
ary evidence. 

To like effect are: 

Hanson v. Slick, 216 Fed. Rep. 164; 

General Electric Co. i\ Steinberger , 208 Fed. Rep. 699 

In this connection it has also been further decided that while 

the provisions of the Sections of the Revised Statutes quoted,_ 

that is, Secs. 4914 and 4915,—do not in express terms confer 
upon the courts of equity of the United States the power to 
annul or vacate a patent (which in view of the decision of the 
Supreme Court of the United States above cited and quoted 
from must be taken to include trade-marks also) they quite 
clearly indicate the legislative idea that if any such power is 
to be exercised anywhere, it should be in the equity jurisdiction 
of the courts specified therein; for it has long since been ad¬ 
judged by the courts of last resort that the only authority com¬ 
petent to set aside a patent or to annul it or to correct it for anv 
reason whatever is vested in the Judicial Department of the 
Government, and such results can only be effected by proceed¬ 
ings properly instituted and prosecuted in the courts of the 
United States. 

t. 8. r. Am. Bell Telephone Co 128 U. S. 315; 

McCormick Harvesting-Machine Co. v. Aultman-Mib 
ler Co., 169 U. 8. 606; 

Michigan Land, etc. Co. v. Rust, 168 U. S. 589; 

Noble v. Union River Logging R. Co., 147 U. S. 165. 



In view of the controlling declaration of the Supreme Court 
of the United States that the provisions of the patent laws 
authorizing institution of suits in the Supreme Court of the Dis¬ 
trict of Columbia, among others, to determine the rights of an 
applicant to have patent issued to him are equally applicable 
to proceedings under the trade-mark law where registration has 
been refused, and as the same Court with equal authority and 
precision has declared that patents for inventions once issued 
cannot be set aside or annulled save by the decree of a court 
of competent jurisdiction,—so also do we submit here that not¬ 
withstanding such provisions of the trade-mark law as authorize 
the Commissioner to hear applications for cancellation of regis¬ 
tered trade-marks at the instance of parties claiming to be 
injured by their continued registration of record, nevertheless 
in view of the right reserved to the registered owner of such 
trade-marks to invoke, under Section 4915 of the Revised 
Statutes of the United States, the intervention of a court of 
equity in older that his rights in the premises may be judicially 
ascertained and determined, when once such intervention has 
been invoked, as is the case in connection with the matter im¬ 
mediately before the Court, all further action by the Commis¬ 
sioner properly ought and should be stayed until the proceed¬ 
ings in the equity court shall have come to an end. 

* * * 

In Atkins & Company v. Moore, Commissioner, 212 U. S. 285, 
the Court, speaking through Mr. Chief Justice Fuller reaffirmed 
the principle of Frash v. Moore, 211 U. S. 1, and referring 
to the case of Gaines v. Knecht, 212 U. S. 561, which had been 
disposed of in a memorandum opinion, reading as follows,_ 

“Writ of error dismissed for want of jurisdiction. 
Frasch v. Moore, 211 U. S. 1; see Act of February 20, 
1905, for registration of trade marks, 33 Stat. at L. 724, 
chap. 592, Secs. 9,16-18 et passim 



continued as follows: 


“Gaines v. Knccht was a case of opposition to the regis¬ 
tration of a trade mark under Secs. 6 and 7 of the 
act of February 20, 1905, the objections being that the 
act was unconstitutional, and also that the applicant’s 
mark was so similar to the mark of opponent that it 
would be likely to lead to confusion, and enable appli¬ 
cant to perpetrate a fraud on the public. The examiner 
of interferences dismissed the opposition, and from his 
decision the case was appealed to the Commissioner, who 
affirmed the decision. An appeal was then taken to the 
Court of Appeals, and that court affirmed the Commis¬ 
sioner, and ‘ordered that this decision and the proceed¬ 
ings in this court be certified to the Commissioner of 
Patents, as required by law.’ The court said, among 
other things, that the appeal was ‘an appeal from the 
decision of an officer of the executive department per¬ 
forming a ministerial act. He has treated the statute 
as valid, and so he ought to have treated it until it is 
otherwise determined by the courts. # * * It may be true 
that the Commissioner acts in a judicial capacity in 
determining whether the applicant is the owner of the 
trade-mark, and whether it is one of those marks the 
registration of which is prohibited, but when he has de¬ 
termined these in favor of the applicant the act to be per¬ 
formed by him is ministerial merely, and that is the act 
which it is claimed he should have refused to perform, 
on the ground that the statute is unconstitutional. Such 
judicial proceedings as there are issue and culminate in 
purely ministerial act—the mere registration of a mark 
which, if the statute is void, cannot possibly prejudice the 
right of the opponent or of any one else. It is not as 
if the culminating act interfered with the person or prop¬ 
erty of others. We sit to review the action of the officer 


i 


from the same standpoint which he was bound to take. 
Although the case is now before a court, the case itself 
is not changed, nor are the rules changed by which it 
should be decided. It is for this court to say merely 
whether his decision was right or wrong. We think he 
did not err in treating the act as valid. When some case 
shall arise in which rights of person or property must be 
affected by the decision it will become necessary to con¬ 
sider the question now attempted to be raised; but to 
pass upon it now would be to decide a question of theory 
alone, and this is not the province of a court.’ ” 27 App. 
I). C. 530, 532. 

“In the light of the various details of the act of Feb¬ 
ruary 20, 1905, and of the specific provisions of Sec. 9, we 
were of opinion that proceedings under the act were 
governed by the same rules of practice and procedure as 
in the instance of patents, and the writ of error was ac¬ 
cordingly dismissed. The same result must follow in the 
present case. 

“Under Sec. 4914 of the Revised Statutes no opinion 
or decision of the Court of Appeals on appeal from the 
Commissioner precludes “any person interested from the 
right to contest the validity of such patent in any court 
wherein the same may be called in question,” and by Sec. 
4915 a remedy by bill in equity is given where a patent 
is refused, and we regard these provisions as applicable 
in trade-mark cases under Sec. 9 of the act of February 
20, 1905.” 

Following the principles established bv Frasch v. Moore 211 
U. S. 1 

Atkins v. Moore, 212 U. S. 285. 

Gaines v. Knecht, 212 U. S. 561, and 

Rosseau v. Brown, 21 App. D. C., 73, 80, the Supreme 
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Court in the controversy between The Baldwin Company and 
the R. 8. Howard Company respecting the rights of the former 
to the continued registration in the Patent Office of the marks 
above described, the Supreme Court of the United States, having 
before it the opinion of the Court of Appeals, D. C. which coun¬ 
sel for the R. S. Howard Company so insistently refers to as 
making the issues now before this Court res ad judicata , after 
citing and reviewing the cases above specified, said: 

\\ e are of opinion that the principle there announced 
controls this case. * * * It (the decision of the Court of 
Appeals) is in no sense a final judgment reviewable here 
(Supreme Court U. S.) upon writ of error or appeal" 

* * * 

and the Baldwin Company’s appeal was dismissed and its peti¬ 
tion for certiorari was denied. 

Following the indications respecting future procedure so 
plainly indicated, and considering the applicable provisions of 
the Trade Mark Act itself, to wit, (Secs. 9, 17, and 19 of the Act 
of 1905), reading as follows: 

“Sec. 17. That * * * the Supreme Court of the District 
of Columbia shall have original jurisdiction, and * * * 
the Court of Appeals of the District of Columbia shall 
have appellate jurisdiction of all suits at law or in equity 
respecting trade-marks registered in accordance with the 
provisions of this Act.” * * * 

“Sec. 19. That the several courts vested with juris¬ 
diction of cases arising under the present Act shall have 
power to grant injunctions, according to the course and 
principles of equity, to prevent the violation of any right 
of the owner of a trade mark registered under this Act, 
upon such terms as the court may deem reasonable;” 




the instant suit was instituted and it seems to us that it would 
be worse than futile to spend further time in refuting the con¬ 
tentions of the defendant R. S. Howard Company that the mat¬ 
ters in issue are either res ad judicata or that the Supreme Court 
of the District of Columbia is without jurisdiction to hear and 
adjudge this cause, and this both with respect to the R. S. 
Howard Company’s answer, if that be open to the court at this 
time, and to its motion to dismiss, which we submit, under our 
Rules of Practice, intervening defendant, per force, must rely 
upon in the present aspect of the proceedings. 

If, as we firmly believe to be the fact and therefore submit 
with confidence, the contentions of the R. S. Howard Company, 
as disclosed both by its answer and its motion to dismiss are 
untenable and utterly lacking in substance, it remains but to 
consider whether upon the showing made by the bill of com¬ 
plaint, the substantial averments of fact therein contained being 
conceded, whether considered either upon the motion to dismiss 
or on answer, the appellee has stated such a case as if supported 
by the proofs will entitle it upon final hearing, to the relief 
prayed or at least to some substantial part thereof. If so, there 
can be no doubt of the power of the lower court to maintain the 
status quo by entering the order addressed to the defendant 
Commissioner of Patents, who has raised no question as to the 
court’s jurisdiction and no objection to its exercise as prayed, 
restraining and enjoining him pendente lite from cancelling or 
otherwise altering the public records in his office in so far as 
they appertain to the two trade-marks above identified. 

It will be borne in mind that appellee asserts both the validity 
of the registrations, the great value of its property rights and 
interest therein “at least one million dollars” and that the Com¬ 
missioner of Patents, in subjection and blind obedience to his 
understanding of the character of the conclusions of the Court 
of Appeals as “certified” in the premises, stands ready and 
threatens to cancel these registrations from the Patent Office 
records. 



By his answer the Commissioner states 

“that he is bound by the decision of the Court of Appeals 
of the District of Columbia referred to in paragraph 8 
of the bill and reported in 48 App. D. C. 437.” 

If this be so, and at this stage of the proceedings and upon the 
pleadings, it must be accepted as a correct statement both of 
his position and of the law upon which he relies for justification, 
it would seem that the question as to the constitutional validity 
in such respect of the Trade Mark, which was raised and ex¬ 
pressly reserved by the Supreme Court in Atkins r. Moore, 212 
U. S., 285, w'herein the Court said (p. 290) : 

“Such judicial proceedings as there are (in considering 
applications for the registration of trade-marks) issue 
and culminate in a purely ministerial act,—the registra¬ 
tion of a mark which, if the statute is void, cannot pos¬ 
sibly prejudice the right of the opponent or any-one else. 
It is not as if the culminating at (such for instance, w^e 
suggest, the cancelling from the public record of a mark 
already in wide use) interfered with the person or prop¬ 
erty of others (italics supplied) * * * * when some case 
shall arise in which rights of person or property must be 
affected by the decision, it will become necessary to con¬ 
sider the question now attempted to be raised; (i. e., as 
to the constitutionality of the Trade Mark Act) but to 
pass upon it now would be to decide a question of theory 
alone, and this is not the province of a court.” 

Citing 27 App. D. C. 530, 532. 

had now come to the front in a case where the proposed action 
of the Commissioner of Patents, if not enjoined would affirma¬ 
tively and detrimentally interfere with the property rights of 
the plaintiff The Baldwin Company. 



That in such a case a court of equity will interfere by in¬ 
junction is now too well settled to permit of question. 

Noble v. Union River Logging R. R. Co., 147 U. S. 165. 

This case has been cited with approval and applied to date in 
many determined cases. 

The question thus suggested is of great import. Its ultimate 
determination, if it should become essential to the disposition 
of this cause, should not be embarrassed, or the position of The 
Baldwin Company rendered less desirable than at present, by 
any ad interim ministerial action by a public officer charged by 
law with the preservation of public records. If these registra¬ 
tions should be cancelled and it should appear on final decree 
either that the R. S. Howard Company was without standing 
to make complaint or that upon the merits it had no good 
ground for its petition for cancellation, irreparable damage 
would have been done to appellee, who at this time asks only 
that the existing status, which has subsisted for twenty-five years 
during which it has built up the desirable and lucrative business 
which the R. S. Howard Company covets, shall not be disturbed 
or altered pending the final outcome of the cause. 

By so maintaining the existing status, no usable or practical 
right of the R. S. Howard Company will be interfered with or 
in anywise lessened, for it has never used the word “Howard” 
simpliciter and is under a binding and permanent injunction 
which prohibits it from so doing. 

That appellee’s marks consisting of the w ord “Howard” writ¬ 
ten or impressed in a distinctive manner as stated in the Bill 
of Complaint, that is in old English letters, w r as properly reg¬ 
istrable is easily demonstrable both from letter of the statute 
itself, to w r it: 

“Sec. 5 (Act of 1905) That no mark by which the goods 
of the owner of the mark may be distinguished from other 



goods of the same class shall be refused registration as a 
trade mark on account of the nature of such mark. 


“Provided, That no mark which consists merely in the 
name of an individual * * * NOT written, printed , im¬ 
pressed, or woven in some particular or distinctive man¬ 
ner or in association with a portrait of the individual 
* * * shall be registered under the terms of this Act;* * *” 

and by the text books: 

See: Brown on Trade Marks, Vol. 1, 2d Ed. p. 325, 
Sec. 326, discussing the word “Daniel” which was 
admitted to registry, 

and a long line of Patent Office decisions;— 

In H. Kleber & Bro., Ltd., 112 M. S. D. 458 it w r as held 
that the name “Rockw T ood” written in script type with 
a paraph beneath it and used on piano players and pianos 
was somewhat peculiar in appearance and, therefore, 
registrable. 

In Alston Saw & Steel Co., 112 M. S. D. 275, it w^as held 
that the name “Alston” enclosed in a triangle, the letters 
increasing in size from each end toward the middle, is 
sufficiently distinctive to be registrable as a surname. 

In exparte John C. Hein Co., 112 M. S. D., 454, it was 
held that the name “Hein” in script with a paraph 
beneath it placed on the representation of a rough sign 
board is distinctively displayed. 

In exparte Veeder Mfg. Co., 112 M. S. D. 262, the sur¬ 
name “Yeeder” was presented in peculiar type with the 
“V” extending over the whole word and it was held that 
as presented it is more distinctive than a fac simile sig¬ 
nature w hich is registerable and should be registered. 


In exparte Stifel & Son, 112 M. S. D. 336, it was held that 
the name “Stifel” which was placed on cotton goods by 
means of dots giving a stipple effect, was registrable. 

In exparte Churchill & Alban Co., 112, M. S. D. 213, it 
was held that the word “Ralston” in script type pierced 
by an arrow, is distinctively displayed. 

In exparte Wolseley Tool & Motor Car Co., Ltd., 116 M. 
fe. D. 29, it was held that the name “Wolseley,” which 
was displayed in w’hite letters on an oval background 
containing tw 7 o other oval white lines, with diagonal 
checked scroll w 7 ork between them, w as distinctively dis¬ 
played and therefore, registrable. 

Many other cases could be cited in support of the contention 
that the trade-mark sought to be cancelled in the present case is 
w ritten in a particular and distinctive manner. It is believed, 
however, unnecessary to enter into an elaborate discussion of 
this phase of the case inasmuch as we contend that the R. S. 

How r ard Co. has no right to question the validity of this trade 
mark. 

Prolonged search through reported cases has so far failed to 
reveal any adjudicated case involving an applicant for cancella¬ 
tion of a registered trade mark w ho has failed to show grounds 
of special or peculiar damage to himself by reason either of the 
original or continued registration thereof and wherein the de¬ 
cisions of the Patent Office w r ere uniformly in favor of the 
registered owner and against the applicant, but the decision of 
the Court of Appeals of the District of Columbia w r as to the 
contrary. We have, how T ever, found a quite analogous case, to 
the principles of which we refer with confidence as justifying 
the granting of a temporary restraining order or injunction in 
the case at bar. The case referred to is that of Old Lexington 
Club Distillery Co. v. Kentucky Distilleries & Warehouse Com¬ 
pany on interlocutory proceedings before the United States 



District Court for the District of New Jersey. In that case, as 
in the present case, the complainant had invoked the protection 
of a court of equity under the provisions of Section 4915 of the 
Revised Statutes of the United States. From the bill it ap¬ 
peared that complainant had applied to the Commissioner of 
Patents for registration as a trade mark of “Old Lexington 
Club.” The Kentucky Distilleries and Warehouse Company 
opposed the application for registration upon the ground that 
it was the owner of a trade mark for whiskey consisting of the 
words “Lexington Club” and that a trade mark so similar to it 
as “Old Lexington Club” would be likely to cause confusion or 
mistake in the mind of the public. The Examiner to whom the 
question thus raised was referred found priority of adoption 
and use on part of the plaintiff, and the Commissioner on ap¬ 
peal affirmed the judgment of the Examiner. Thereafter de¬ 
fendant Kentucky Distilleries and Warehouse Company pros¬ 
ecuted its appeal to the Court of Appeals of the District of 
( olumbia which reversed the decision of the Commissioner of 
Patents upon the grounds: (1) that the proposed trade-mark 
consisted merely of the name of the plaintiff corporation, and 
( - ) that it was but a combination of w’ords in ordinarv use and 
descriptive adjectives,—“Lexington” being geographical and 
“( lub descriptive of quality or grade. Thereupon the appli¬ 
cant, Old Lexington Club Distillery Company, upon the author¬ 
ity of Atkins v. Moore, 212 U. S. 285, like the plaintiff The 
Baldwin Company in the case at bar, tiled its bill of complaint 
under Section 4915 of the Revised Statutes and Section 9 of 
the Ti ade-Mark Act of 1905. To such bill of complaint defendant 
interposed a demurrer based, among others, on the ground that 

plaintiff s mark was invalid. The District Court overruled such 
demurrer saying: 

“A careful reading of the opinion of the Court of Ap¬ 
peals of the District of Columbia shows that its con¬ 
clusions w r ere to a considerable degree, if not entirely 


based upon the evidence before it, and it is clear to my 
mind that the matters involved in this suit cannot with 
a proper regard to the rights of the parties, be adjudicat¬ 
ed upon demurrer. It is impossible to say at this time 
that no evidence that could be adduced might not change 
any (the) conclusions thus reached, and where such is 
the case, a demurrer should not be overruled. The in¬ 
validity of the mark in question (if it exists) is not upon 
its face obvious: the most that can be said is that it is 
doubtful. * # * Any intimation as to the ultimate merits 
of this controversy has been carefully avoided. The only 
attempt has been to show that its merits can only be 
safely adjudicated here as they were in the court of Ap¬ 
peals after all available light has been thrown upon the 
matter by evidence.” 

Note: For report of action by District Court upon de¬ 
murrer see 148 Patent Office Official Gazette, page 134G. 

On final hearing before the United States District Court for 
the District of New Jersey (234 F. 464) Haight, District Judge, 
after stating that the defendant had not urged the first of the 
grounds relied upon by the Court of Appeal of the District of 
Columbia (namely, that the proposed trade mark consisted 
merely of the name of the plaintiff corporation) presumably be¬ 
cause Judge Cross, who had heard the argument on and over¬ 
ruled the demurrer, held that the proposed trade mark did not 
appear to consist merely of the name of a corporation because 
subsequent to the decision of the Court of Appeals (of the Dis¬ 
trict of Columbia) the Trade-Mark Act was amended to provide 
that the registration of a trade-mark, otherwise registerable, 
should not be denied because of its being the name of an appli¬ 
cant or a portion thereof. (Act of Feb. 18, 1911, c. 113, 36 Stat. 
918; Act. Jan. 8, 1913, c. 7; 37 Stat. 649). 

Considering the second ground relied upon by the Court of 
Appeals, namely, that the plaintiff’s trade-mark was but a com- 


bination of words in ordinary use, etc.,—the learned District 
Judge dissented from such conclusions in vigorous phrases and 
finding that the respective trade marks of the plaintiff and de¬ 
fendant “because of their marked similiarity may well be con¬ 
sidered as identical” and further finding priority of use in favor 
of plaintiff, nevertheless ruled the equities of the situation 
against it, and dismissed the bill of complaint,—not upon any 
of the grounds relied upon by the Court of Appeals of the Dis¬ 
trict of Columbia, but because of the fact, which he found and 
presumably was developed for the first time by the evidence in 
the District Court, that the plaintiff had known of the use by 
defendant of the words “Lexington Club” on whiskey manufac- 
^ t for many years and that during such years 

no steps had been taken (p. 4(17) 


“to enjoin such use; nor was any remonstrance made 
against it, nor excuse for the delay advanced. * * During 
this time defendant and its predecessors were building up 
it large business, greater and more extensive territorily 
than that of the plaintiff and its predecessors and, neces¬ 
sarily, acquiring a reputation for the products which 
they manufactured and sold of the trade name of ‘Lexing¬ 
ton Club.' The designation in question, therefore, has 
come to denote in the public mind the products of the 
defendant and its predecessors equally as well as, if not 
more so, than those of the plaintiff and its predecessors, 
(p. 468). In Saxlehner v. Eisner and Mendelson 
Co., 179 U. S. 19, 37, 21 Sup. Ct. 7, 14 (45 L. Ed. 60), it 
was held that the failure for 20 years to seek to prevent 
others in this country, although such efforts had been 
made abroad, from using a trade name, was such laches 
as prevented relief, although there was no proof of actual 
knowledge of infringement in this country, Mr. Justice 
Brown remarked: 
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‘By 20 years of inaction she has permitted the use 
of the word by numerous other importers, and it 
is now too late to resuscitate her original title. , 

* * * 

“It would, in my judgment, be most inequitable to in¬ 
terfere with the defendant’s trade under the circumstan¬ 
ces of this case. The plaintiff has known of the defend¬ 
ant’s use of its trade-name, and has taken no steps what¬ 
soever to prevent it for at least 15 years, during all of 
which time defendant has been building up its business, 
which is far greater and more extensive than that of the 
plaintiff. For one to permit another to build up a repu¬ 
tation for one’s goods under a trade-name for a long 
period of time, and then to assert an exclusive right to 
that name, and thereby acquire the benefit of the repu¬ 
tation and trade which the other has built up, when it 
lay in the power of the former at any time to have ar¬ 
rested the use of the trade-name by the latter, seems to 
me most inequitable, because, if the right had been assert¬ 
ed before the reputation was acquired, the infringer 
could have adopted another name and built his reputation 
on it. It would also tend to further deception upon the 
public, one of the results which injunctive relief in trade¬ 
mark cases seeks to prevent. Of course, if one knowingly 
and willingly adopts a name which has been used by an¬ 
other, a different situation might be presented. Such a 
case would exhibit actual fraud, and such, I think, is the 
distinguishing feature between cases such as this and 
Menendez v. Holt, supra. See Saxlehner v. Eisner & 
Mendelson, supra, 179 U. S. 39, 21 Sup. Ct. 7, 45 L. Ed. 
GO. But nothing of that kind appears in this case. 

It remains, therefore, to consider whether such a de¬ 
fense is applicable to this kind of a suit. The statute pro- 
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vides that the registration of a trade-mark “Shall be 
prima facie evidence of ownership.” Section 16. Section 
6 permits any one who believes he would be damaged by 
the registration of a trade-mark to oppose the same. This 
latter section has been construed to mean, and I think 
properly so, that the objector must show such interest in 
the proposed trade-mark that damage may be inferred. 
Battle Creek v. Fuller, 30 App. 1). C. 411: Underwood 
v. Dick, 36 App. D. C. 175. 

It is urged by the plaintiff that as it has shown a prior 
adoption and use of the mark, and as the registration 
thereof would be only prima facie evidence of ownership, 
the defendant could not be damaged by the registration, 
because it would have the same right to assert the de¬ 
fense, which it now urges, in any suit which might be 
brought for an infringement of the trade-mark so regis¬ 
tered, as if it were not registered. There are, I think, 
several answers to this contention. In the first place I 
think that the principle under which relief is denied in 
the cases before mentioned is that the one asserting the 
exclusive right, although he had such a right at one time, 
no longer has it, either on the theory that the right has 
been lost, or that he is estopped from asserting it, or 
from denying that it has been abandoned. The latter was 
considered by the Circuit Court of Appeals of the Eighth 
Circuit in Layton Pure Food Co. v. Church & Dwight, 
182 Fed. 35, 41,104, C. C. A. 475, 32 L. R. A. (N. S.) 274, 
and apparently by the Circuit Court of Appeals of this 
Circuit in the Eagle White Lead suit, supra, to be the 
principle underlying such cases.” 

Under any of these theories the defendant would be 
damaged by the registration of the trade-mark, because 
it would confer upon the plaintiff a right to which it is 



not entitled, and which it could assert against the defend¬ 
ant, namely, a prima facie title. Further, it would seem 
to be ridiculous for a court to direct the registration of a 
trade-mark over the opposition of another, when, under 
the facts presented, it would not permit the owner of the 
trade-mark, the exclusive right to use the same as 
against the other. In addition, I can readily see that 
damage would result to the defendant if the plaintiff 
wcie permitted to register this trade-mark because in 
any suit hereafter brought against the defendant for in¬ 
fringement thereof the burden of disproving the plain¬ 
tiff's title to the trade-mark as against the defendant 
would be cast upon the latter. Finally, the trade-mark 
in question, because of its similarity to that of the de¬ 
fendant and the circumstances before mentioned, is as 
much the defendant’s trade mark as it is the plaintiff’s. 
This view, I think, is in harmony with that line of eases 
which hold that one may have a trade-mark in one section 
and another the same mark in a different section. Han¬ 
over Star Milling Company v. Allen & Wheeler Company, 
208 Fed. 513,125 C. C. A. 515 (C. C. A. 7th Cir.); Carroll 
v. Mcllvaine, Supra; Levy v. Waitt, 61 Fed. 1008, 10 C. 
C. A. 227, 25 L. R. A. 190 (C. C. A. 1st Cir.). 

In the cited case the objection was to the registration of a 
mark to which priority of use was conceded but for the protec¬ 
tion of which the owner had not objected to use by a rival of 
the same mark through a period of years, and therefore the 
tailioi mark was held not to bo resistcrablo. 

In the present case application had been previously made for 
the cancellation of marks registered in 1898 and 1905, respect¬ 
ively, after twenty-three and sixteen years of registration and 
registered protection by a party who is found to have been pos¬ 
sessed of knowledge both of such registration and use and who, 








as the result of the decision of the Circuit Court of Appeals for 
the Second Circuit is itself forever debarred from making use 
of the mark as registered. As in the cited case the court re¬ 
fused to adjudicate defendant's rights on demurrer, so in the 
present case, the Supreme Court of the District of Columbia for 
similar reasons overruled the R. S. Howard Company’s motion 
to dismiss. As in the cited case the Court refused to permit 
registration pending the final determination of the controversv 
between the parties, so in the instant case the lower Court, 
pending the final disposition upon the merits of the matter be¬ 
fore it has by the issuance of an injunction pendente life main¬ 
tained the status quo by restraining the defendant the Commis¬ 
sioner of Patents from interfering with the pertinent records in 
his office concerning said trade-mark registrations. 

Respectfully submitted, 

Frederic D. McKenney, 

John E. Cross, 

Attorneys for Appellee. 





